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We received the defendants' 

Yest erday. 


at t 

the 


CAj'q ^ 


THE 

MR. 


to it. 


COURT*. *es. 

kaTZ; It's very short, but it has some cases 
A lot of them are recent slip opinions from 


And we also have another short memorandum re 
gar di ng the presumption of validity as stated in the recent 

Cases f *om the CAFC, which we're serving on the defendants. 

The caQoo • 

ses are attached to it* 


THE COURT: All right* 




Mr. Goldenberg 




d°i nt 


THE COURTS 1 ’ \ 

MR. GOLDENBERG*’ Your Honor, at this ti me defendaj 


ly »ov e for a dis-i^ 01 0f thiS case unier the 


R «la a, ..mind that the plaintiffs have failed. 

1 -3 on the ground 


Plai, 


ntlff ha s failed to state a cause of action against it. 
Cpeci n CaUy we wiU be r elying on five reasons as to why 

L. j 

8 m °Uo n should be granted. And to provide a guidepost 

f* O T* 

° Ur selves as the morning proceeds and for the Court, we 
oove written it out on this chart. 

At this time I intend to make a kind of 
introductory statement, and Mr, Lynch will then pick up the 
argument 5 with the Court's permission, 

THE COURT: -Yes. 

MR. GOLDENBERG: The first ground is that we be- 
lieve that the evidence in this case establishes clearly and 
convincingly, understand the standard, that the patents 
in suit are invalid as obvious under Section 103 of the patent, 
statute. 

Yesterday, the 

urt in this connection asked 
, AaV as to whether h, I 

us to consid er there was some legal basis for 


holding 


a P 


* e nt clalm inva lid 

5 P er haps lying somewhere in be- 


tween 


Sec 


ti° n 


103> the ob vi« 
„rti° n * 


section, and Section 102 , the 


anticiP ft we have th 0 


irt is tb at ln 


Ught of that, what we would 


like 


to say t0 


ier to find a pa 


tent 


iflV* 




una a ° 4 J l 

l °3. It is not necessary that the Prior „t he lB a \ 

° f «f ferent P*« nts - ^ ^ ^ ^ th « ««»t. \ 

J U Ch °o Ses> to look at a single item of prior art and say I 
^ at ^ differences between that single item of prior art, 

!1 Patent o r a put)lic ation, are those which would have been | 
° l)ViOUs to the ordinary man skilled in the art at the time the 
iav enti 0n was mde< And j don't know that this is responsive 

u ° the question that the Court had, but we thought perhaps it 
might b e. And as this morning proceeds, I think you will see 
that that i s no t only possible in this case, but we believe 
should be done, although we do rely on a number of items of 
prior art, there is, as you can imagine, some more items of 
prior art which come so. close to anticipating that the differ- 
ences truly would have been obvious to the ordinary man 
skilled in the art. 

However, we would say in the treatment of 
that, *> e beli eve th t t he invalidity holding would have to 

b e bottomed on Section l0 3, an obvious. i 

So, that i s Qur I 

rst ground and we recognize 

„„ r v ft burden in that 


that we 1 
ever, we 


carry 


respect, and we believe, how- 


pe able to do it 

wi^ d ’ bba b the record more than 


does 


that 


nifty* 


there 


Our second groi _ . 

6 ound — wen, let me back up 


And 1 spoke Qf naity * nJ l 

e Presumption of vA ' L / 





°Ur 


’ ' >Ur 'i«. We d o tell the court that there t, a pr 
V * l l4lty here and, ho"'' 01 ’* that Phesumption only 
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re sumpt ion 


t <Q Uy here and, goes to 

6 eVe n ts let me withdraw that. I want to put it care- 

fu Uy. 


’were 
a re . 
1974 


In this case, as the Court is aware, there 
n Umber of events that we have had reference to which 
>s ®quant to a reduction to practice in September of 
re lied upon by the plaintiff and asserted to the Patent 


sub s 


Office * 

* l0 und by the Patent Office, and in substantial 


pi Gliding a basis for the allowance of the re-issue 
t ion . 




3 Q 4 ! 


tell the court, however, that to th . 


e *t e 

Ptov 


ht . , ff is attempting in this proceed! 


“ t ^at the P iai^ iI1 ~ ' — «»g to 

’e tk , the burden is upon then to do so 

September dat ' 

th ev . September date by evidence which i s 

y "‘Ust prove that 




c le; 


^ convincing* 

a _ g are quite clear on that in both the 
The CaSca W A 

Dis tri C t Courts and the Circuit Courts. 

The plaintiff was able to carry that burden in 

the Patent Office by filing a so-called Rule 131 affidavit. 
However, i n an infringement proceeding when a plaintiff 
attempts to prove a date of invention earlier than its filinq 
date, it then picks up a burden, a heavy burden, characterized 
by the Court -~ by the Courts-- to prove that date. 

* And connection with that, evidence must be 

offered in support of that proposition which is other than the 
testimony the inven tors themselves. The inventors must be 

corroborated by other evidence. 

ther evidence may be the evidence of 
witnesses , i - t ^ nter «oraneous documents. But there is I 

a burden on th*™ 

never thel esS ' an ^ that burden does exist in j 


this case* 


And we shall be 

0 ur second 


addressing ourselves to that. 


9r °und for believing that judgment 
.,*•*•* th. p laintiff is thafc th e claims are 


should be . . u re to com P i v 

£ all w with the provisions o 

invalid iot 


f 35 


V . 5 # 



^04 b 


s ^ ct . 


l0n 112. And 


u rge two bases there 


first, that the invention, whatever sv \ 

Itlayl 


atl <i indeed we submi 
in the cours 


di ff e 


tent ways by the plaintiff; so 


, 6 indeed we submit that whatever the invention is has 

def ined in the course of this trial any number of 

di f ^ 

er ® nt ways by the plaintiff; so that we hardly know what 
it i s 

has not been distinctly claimed. 

And Section 112, it has been held, is in the 

8 statute 

really to avoid, I think, what we have seen here in 

0 til * 

Proceeding, namely, to permit a member of the public to 
do -ermine whether or not he infringes. If the claim is such 
that that cannot be done, then it is invalid. 

And so it is not a formality. It is not a 

13 procedural kind of thina Tt'o = ™ = , 

it s a matter of substance. And 

14 that is -the second paragraph of Section 112. 

15 e cond ground is that the invention, agaii 

16 whatever it may be, is not described in the patent. 


micropr° 


clear th at the plaintiff has take; 
the position that the invention is some kind of mystical, 

uncertain comb f hardware and software that permits a 

«sor to be us ed i n 

micropr° ceS a Pln ball game using matrixing 

lti pie*in9- 
and mult IP 

That is not de 

scribed anywhere in this patent. 
TO the extent , 

that the plaintiff has recourse 

listing , it I 

. — aws ' its deficiencies are / 

to this P inoperative T . t is / 

It 1 it is incomplete, and * / 

numerous* / 
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n0t a v. ^cifi cation ’ 

Pa rt of the s P e 


^-.•rV to what Professor Kayton says m \ 
Cofl tira J ys ' merely 

PUtt ino a n envelope with a patent application 

y something in 

wh ich i , forwarding it to the Patent Office does 

3 sworn to ana 


nc,t n>ak e < *. * the specification. And we will be citing 

part or r 

We b6ii eve to be ample authority to you in support of 
* at Pro Position. 

Next, we come to another reason as to why the 
defendants are entitled to judgment, and that is, the plain- 
biff has not proven infringement by a preponderance of the 
evidence, as is their burden. That is their burden. 

All they have done, all they have done is to 
prove that there is an. identity of result. That is to say, 
the accused devices are pinball games, microprocessor- 
controlled, and achieve — and are practical pinball games. 
That’s all they've proven. 

To prove infv.^ 

nrrmgement requires more than that. 
It requ ire8 t P prove that there be a sub- I 

stantia 1 i derlti y ea ns, function and result. I 




ciU 4 ci 


. first two elements are c**™ , 

Those re s ^pi Y not tft ^ 

And wo believe we are entitled to 
lf f's case. An 3 udc, rofint 


on 


th 


at 


ground. 


our fourth reason is that the patent is unen- 
i0rce able, We urge this to you on the basis of the evidence 
thia case; that it seems to us that in presenting evidence 
to the Patent office in the course of the original application^ 
f ° T the original patent, and in the course of the reissue 
' ‘ ' cess Proceedings, the plaintiff has exhibited really an 
extraordinary gross carelessness, an unconcern about ascertain 
g what the facts were. And here we have reference in sub- 
stantial part to the Flicker game itself. 

Numerous assertions were made to this Patent 

Office, a’nd indeed to this ronr-4- 

S Court ' about what that game was, , 

in what form it existed in September of 1974. 

Without a , , 

u # this record clearly estab 
lishes that none of the plaintiffs * . 

” s assertions, either to 

to the Patent 

CO “ rt ° r iCe ' tr».. Them „ ere alte 

tions in the 93 ” e ' ltS ^national oapabilitv 

Paoiiity was oversta 

1- £ orm ^ ame Wag 

A " d „ ow „„ " Of 1974. this 

t Know. The . 

record deo.n raveatcr doesn . t re „ ember . „„ 

r eme»n.r when cha„ 9(Ss 

. roade. He doesn't rememh 

w ete made i n t 

chan9 . nnd , 0tn Puter program. He doesn’t 

n semiconductor 

t whe . ... lps be aring dates after 


doesn 
when 


remembe 


Sep tembe 


w inq a a 

l97 4 were Put , 

t 01 the machine. 


Wq 


s 




not 


e *ists on 


lUcc fceded. But we 
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we tie that in, of course , with tfcl> 
the plaint if£ to prove that date. T „« y 

say they have cone beyond that; that 


at 


Va *i 0 


u s times in 


th 


is Court and in the Patent Office, 


Pre a entati ^ ns have been made about the state of affairs on 
"t H 

at d at e , which we believe under any reasonable investiga- 
t ^°n, and didn't take us that much trouble to find out, 

we needed was the help of the Court to get access to the 
m achine, to find out that what was being said about it, what 
W3j being said about its condition, was simply not true. 

So, we will be addressing ourself to that. 

Finally, we think that with respect to 

Rockwell , named as a de-f e nd ani' in fiiia j r~ 

u cienaant m this case, an order of 

dismissal should he really granted at this tiMe . Plaintif£ 

has offered absolutely „ 0 proo( that Rook „ ell „„ any ^ 

induced or contributed to whatever infrin ^ . _ 

ev er infringement Gottlieb may 

be charged with. 

We say 

e first instance that Gottlieb 
does not mf ting , d plaintiff has not proven that tQ be 

the case. 

But beyond that- 

' be yond that, the Court has 


sci« tllla °f evi de , 


heard not a ence that anything sold by 

rnfkl^ e k* anyt^ 

1 t0 ng Said by Rockwell to Gottlieb 

* U 1 1 +■ O i. . 


Rockwel 


induced ° 


Not a word 


4 -rihuted to wu 

* er infringement existed. 

t>o en said to 4 . K . 

ls Court that such thing 


l 




s °ld „ oP lied were n ° 

' 8 wch things s upP 

it ema lt And so wi 

QVa il able to al 

Sh ° u ld h , from the case. 

dismissed ^ 


lie d were not standared co mmetci 
And so without more, Rockwell 




'iUb I 


wa : 


3 run s 
A nd 


further connection with that, an 
in f ur * an 8 ^usat lori | 

^ to e« apparatus sold by Rockwell to 

e With respect A LO 

Wi cic ^ Court h as ^ earc ^ no ev ^3ence a bout Brunswick 

^tever it was they sold. 

go th ose are the matters we shall be address 

in e ° u rseiv es to. Mr. Lynch would now come forward, with 

'- he Court' s leave, and get more specific and give us our 
facte- 0 ^ , 

a nci our authorities. 

THE COURT: All right, thank you, Mr. Goldenberg. 
MR. LYNCH: May it please the Court, your Honor. 
THE COURT: Mr. Lynch. 

MR. LYNCH: If I might start out by pointing out tc 
the Court that although this is a motion at the close of the 
plaintiff*' s case, that the law does not require the Court at 
this point to indulge m activity where it looks at the evi- 
dence in the light most favorable to the plaintiff. 

THE COURT: t 

1 un derstand that. 

MR. LYNCH: Passing thja + 

g that then, your Honor, I will 
, v,. ma tters rai Se <i b M 

S et to r> Goldenberg, principally, 

, i f y of "the Cl&irn 

the invalid s 0n grounds of unobviousness, or 

obviousness • 


case thr 


Now, the i So , 

AS Su e + k 

> the principal issue in this 
h0U t case ha s be „, 

ou6 e n precisely what does this 


patent we 


ah 


A patent is 


iu PPos ed to be a teaching docum*" 


1 


2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


3 Ob id 


£h e 

to 


lav ' indicates til&t 

Set f orth the n> eteS 




piaintif 
; °ilowi n 


f or the P a 


te^ te 


o patent, much like a deed 

o- r > ts 

and bounds of the property that th, 

0 c la i mS to be his • And that by 
outlined in that document, by follow- 


£ the borderli 116 

i nrr it _ cisnpost in the claims, we circum- 

L from signpost to 

3crl »= Bn area of technology, and that area of technology Is 
th « area on which the limited grant of the sovereign is 

focused . 

When the patent becomes an elastic mass that 
can be spread over an entire technology and spread by parol 
evidence over an entire technology, that basic quality that is 
supposed to exist in a patent is gone. And in this case, I 
believe the Court has seen an extensive amount of parol 
evidence, <a term not normally found in patent law, we don't 
talk about parol evidence modifying a patent, but here that's 
what has occurred. Indeed, it's been done under the guise 
that someone shilled In the art must ^ ^ ^ 

pret it . 

1 will poi nt 

ut to the Court initially that 
|we have had interpretation Qf ^ ^ gentlemen 

D r * Scho effT„ 

in parricu r and Dr< Kayton . Dr< Schoeff i e r 

lnnke d at the pa tenr 

said he loo* and interpreted it for the Court 

technologic 8,1 ^ 


hot validly d sonethlrlg ' e h »d read the entire 
of the patent, at Schoefrler „„ .»• 


Dr. Ka.yto n + , 

en s &id that Dr. Schoeff ier C ° 
that unless h . 










th 


t inio n y that became involved i n th 

In the te “ is 

• '»u n contlnuSlly »» s referred t0 Clal " 45 ' Ana "Ui. , 5 
w& s saia tQ gj under guise of one type or another, Uems 

such fUeits and the entire laundry list of 

s self-cleaning 

-Tiaterifii ^ . cp nrevenfion and noise immunity, 

that gave noise f 

Those words, there is no evidence appear in 
the Patent or appear in the file history. Many of them. 

Where do they appear? They appear at certain 
places. They appear in the claims. 

In the instances of cold lamp current limitin 
factor, there's a low Beta transistor, it appears in a claim. 

In instances -- I believe that's the only one 

mentioned there. 

The optolsolator is mentioned in the claim. 
The Idea of using t„o decoders for . solenoid is mentioned 
in Claim 40. 

Indeed, th^ ^ 

18 c °urt, other courts in this 
district, and the Court of Appeals has indicated that claim 

differentiation is one 0 f the wayg ^ ^ ^ ^ ^ ^ 

document and see what it mea. ns . 

And it i s ^ 

P e rmiss ible to read things in, 

. s o el as * t ic that 

to make e border lines , the metes and 

hls d aim > can b e 

bounds of str etched by the testimony of 

ind iv idu& I s 


your Honor M 

r * p rederiksen testified 


for 


that his 


' Xam Pi ( 


ln ,<snU°'* 31d " 0t lnvolv ' "“Itlpu \ 


Xr - *r., . rifled « at 01al ° 1,5 ”" S b ™«er tha„ hl . 


test 11 A 

lnVent lo„. Au rf t»ese things »erc involved. 

T think that the most significant evidence 

But 1 ^ 

your th io claim has been treated as elastic 

° n °r, about how this 

°=curr P -i a i.e, ion of Professor Kayton. 

ea in the examination 

At document 443, one of the documents in the 
Patent Off ic6j the plaintiff argued that they were going to 
put to rest once and for all protesters’ repeated erroneous 
contentions that the reissue applicant's conception did not 
contain all of the elements of the claimed invention, and to 
do that applicants submitted Appendix B. 

They said Appendix B clearly shows all of 
the elements of the claimed invention as defined by Claim 
45, for an example, and contains correlated references to 
the evidence in the record establishing the conception. 

the ia w quite clearly is, if there is a 

conception of all the el etnentS) ^ ^ ^ ^ ^ ^ ^ 

in this evidence the vari 0us elements of real time response, , 
nre vent ion and no * 

of noise P immunity* of error recovery / 

f„v - stUCK S» ltCh ” 8t l«.t COHCfll ta.H ... ... 


cone e] 


for a s’ 


at that time- 


conceived of and appreciated 


The eviden c , 


if orthcomi 11 ^ 


d °esn’t so indicate, your Honor. 

And this i s . 

type of evidence that wes 
t „ r ou6i>° ut th« r _ / 


Proceedings . 
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Md ^deed, »hen we arrive on tho sc , ne ^ \ 

thls oour t ( no. i«« s self ^ -dealing digits, sei f . CUsn \ 

lamps a mentioned -- items such as no scan I 

~~ never bef° re 

d uri ng Soi jd los ure, something that doesn't even occur on 
the Plim, vour Honor will recall, but only 

AC K.er machine, i 1 J 

° CCUrs on the two other machines - all of a sudden these 
become aspects of the plaintiff’s invention. 

This is an infringement summary, your Honor, 
ihis tell s you why the claims supposedly cover in this in- 
stance the Williams' Black Knight invention. 

But conception, conception requires a complete 
mental picture of all the aspects of the invention. 
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NO*' 


what did the applicant requi 


re 


at Point as being all Of these aspects of the inv ention \ 

Essentially^ if your Honor will recall, in 1 
the b °okl et that was prepared because all of the documents 

are e lsewhere in the patent file — what we find are copies 
of the two sketches that Mr. Frederiksen placed on the black- 
board i n December of 1973 and reconstructed some five or six 
years i ater> We find that. That's the first item. 

Nothing about software. Not a mention of 
error recovery for a stuck switch. No mention of any of thes' 
items. no mention of real time response. 

Mention of what? Multiplexing, perhaps, in 

a matrix. Yes, perhaps, but that's all. No more. None of 
the other items. 

As we proceed through, we find an affidavit 

of Mr. Frederiksen, simii arl . 

y devoid of any such reference. 
When we conn 

nue through even further, we find 

a further affidavit of „ r . 1 

ng * Does not mention any of 

these items* 

As we qq 

■* ^ i- I 

Urt her , we have the affidavit / 
of Mr. P." 1 S,nlt ' ° Se t «*tu OIllr lnvol 
y frederiksen 

with Jef^ r y De cember 17 * tJ u u 1 i <= the 

/J where he recalls t ne / 

. placed on th e 

sketch bei * rd - And Mr. Smith provided his 

£ that / 


recoil ec 


ti° n 


>f that sk etoh. 


But no teati m 

n V about these element; 










wouldn't be inserted in the cla . 

They c ° c ^rTn s ln 

the Pa . for a very good reason. For this lawsuit t 

Pat ent office £° r Ult t 

have a ..niiicance. Bally had to proceed in this 

a financial si9 ni ' 

lawsuu u , 4 - went all the way back and remained 

on claims thau 

unchan rt ^ ~ 0 If there was a change, the slightest 

ge d since 1 9 7 o • 

change, the slighte st asterisked, italicized word introduced 
int o the claim, then the claim is effective for purposes of 
demages only as of November or December, 19 8 3 * ihe pinball 
business i s relatively nonexistent compared to its status 
earlier. 


That is what occurred. So the claims had to 
come through the Patent Office intact and are sought to be 
burdened with the combination of hardware and software 
granting. noise immunity and noise prevention techniques, 
error recovery for a stuck switch. 

the documents in the Patent Office, the 

accumulation of alleged evidence to show complete conception, 

is completely devoid of that, completely devoid of it. It is 
a compe lling admission, your ^ ^ ^ 

that those claims were never ^ ^ 

the Patent 0f fi 

items, a** e never intended them or thouqht 

_ recitive 0 f 

them to be e se items that appear on 469 , i 

infringement a „ 
the * *- summary. 


believe , 


to also 


Let us p tQ 

° ee<3 then, your Honor, if 1 ma> " 

„, r e ° ne °ther 

"tem. Your Honor gaw in the 


3 0 b u 


p focee di ngs what was estabiieu , 
nt °« of th0 re i«»“ s p ushM ' 


t , .,1 acjree, and the defendants have a 

ltna 9ine eve ry°n a 1,11 ' 

burdo„ -lain. are invalid by cloar ana o°»vi„oi„, 

to prove th® 

e vidence Th t bur den remains with plaintiffs throughout the 

entire t +* does not change. Certain items can 

Proceedings. 1Z 

make the burden according to this Court of Appeals for the 
Federal Circuit perhaps easier to discharge, but the burden 


remains . 


accept that burden and we say that although 


this Court must determine ultimately whether Claim 45 is indee< 
patentable as non-obvious or not, there is one thing that was 
determined in the Patent Office, and that is what is not 
patentable. And what is not patentable, your Honor, is 

original - claim 1. 

Your H onor will recall that original claim 1 
differs from claim 45 i n a very, very minor respect. Original 
claim 1 call® for a dame appatatus having a physical „ ass 

capable of motion. c Ui „ 45 reclteSi „ A pinball gam(i „ lth „ 

ball in a iownvardly i,c lu . 4 playi[]g ^ 

Now, the t • I 

eSt imony i s that pinball is an / 

_ v uni^ 116 envir °nment a / 

extrem Y • an extremely unique environment / 

, gg particular / 

which requi pr oblems and particular efforts be / 

exercised 1 °n s , noise immunity, error recover yf 1 


exerc: 


^ b chG®* ®t cete 

for stucK * ra ' et cetera. Why are those 

not equally aa Va in . 

invention* a 9eous and non-obvious 



^Ub t 

si - »» *- saxton slot " achin ° undet ««» » 

t is sitting next to another slot machine. 

It has , lamps- It has solenoid. it has 

3 1 ights. It has 

woto rs that k the reels 9° round. Why is it not patent- 
ab I® in that context? 

Such an argument was never even advanced to 
th e examiner. it was never suggested in response to claim 
i's rejection that Saxton in these other devices do not 
disclose the combination, the unique combination of noise 
immunity and noise suppression techniques, error recovery 
techniques that have been advocated here. 

And so when Professor Kayton testified, as 
he did, he was asked to assume that all of the various 
activities of Atari and whatnot were not prior art; and with 
those assumptions, why was it that there was never advanced 
in the Office any basis f or patentability based on these 
matters ? 

He answered, Well 

a* it was never necessary. 

ThP ro was never a viable invent-i«„ 

n. it was never advanced 

to claim l 

with respect > 


e ither. 


t - er »ore, to say there " as t Jb2 \ 

Fur ttie a re «5e c - \ 

tion The e xaminer in th3s case again and \ 

ls not the cas e * \ 

agai n „ , la l®s and reversed himself. The exa„i„„ 

r e J ect ed the cx 

the cUU1 under 1<*A 1" *h. first office action, 
“ithdrek. i t ln tM gecond, reinstated It in the third, kith- 

drew it i „ , llC The examiner on 1020, prior invention 
rn Paper 1 * 0 • 

Atari , give the Court an example* rejected in the first 

office action, withdrew it in the second office action, 
rejected in the third, rejected in the fourth, withdrew it 
in the fifth, rejected in the -- withdrew it with a notice 
of allowance, rejected it in the fifth office action, rejected 
it in the seventh and withdrew it in Paper 145. 

So, ther.e were many, many rejections, many, 
many rejections that occurred, your Honor. And indeed, I 
do believe that this case Is one khleh properly reflects an 
instance -here, as dulse Learned ^ ^ ^ ^ ^ 

Lyon v. Boh* lF2d 48, "The 

-like persistency of patent 
solicitors overcame the examiner.” 

In response t 

° all of these arguments* all of 

^ Portions , there via* 

these reject was never a * * „ 

r & single instance. Now, I 

that is whv « 

your Honor * Prop er * , 1 

J r int erpretation of the claims 

merely requi res 

requires, raeo ne to iook the flle his t ory. 

-r, 10 r didn't 1 00 , 

Dr. Schoe the fi le history, and none ° { / i 

these argute ' c ^ani ng di and the ut: in ' / 1 

deed the « or Ppea r in the fiJLe history, / I 


^eed the 
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tho. e , <ol »«.s- « a n2Ver 360 the *«« 

twenty-odd ^ \ 

= i «n tng al » at »1 1 ' \ 

e eji»6 t0 the " erlts of tn = no "-°»v iousnes! 


=aS - y=ur Honor is « al1 a “’'' re 
0raha ® v. John De ere Indicates 


that the Supreme Court case of 
that the Court is to Iook into 


-o Pe Rnd content of the prior art, the differences be- ’ 

tween the claimed invention and the prior art, and the level 

skill in the relevant art. 

The relevant art in this case, your Honor, is 

10 a relevant art that clearly requires an unders tand ing ot pin- 

11 ball and microprocessors. Microprocessors were an exploding 

12 technology. It was an exploding technology, and the courts 

13 have been confronted with this for a number of years. 

14 - In New York Racing Association case, the 

15 Second Circuit indicated that --this was a case, your Honor, 

16 which involved computerizing totalisator devices. Totalisa- 

17 tor devices we devices that years ago would electro- 

18 mechanically =>>*"«« the odds at the race track, as the betting 

is continued before a race, the odds „ oula oonstantly change i 

” because of ttte various bets on various horses. And this was j 
81 an done electromechanical ^ partlcul „ 

“ Item was computerised. „„ e C6n ^ ^ ^ ^ ^ ^ 

i. 4 n 


The re. 


io are 


levant art that clearly requires an 


22 item was 


23 for computer 


izat ion . 


But in the . 

gitr onics v. New York R ac - 

4 *■ 


fl ge, it was 

Association ec °gni Zed that indee d. 


he nt 
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Of th. •»* to b8 °‘“ >Uei or,„ to 

c Oraputer 

terming , c e 

e obviousness* 


"Howe 


ver ? 


placement 


Court said: 

the benefits that accrued from re- 

electromechanical by solid state 

increased accuracy, speed, corn- 


electronic means 

^pxibility, reliability and economy. 

pactness, 

They were nothing more than the recognized advan- 
tages of electronic upgrading of a data processing 
system. Once the art is extended to include all 
data processing, applicants 1 only claim Oi syner- 
gistic results is based on -- 11 it goes on, based 
on a limited claim which the Court found not valid to support 
patentability . 

That is what occurred here, and what actually 
occurred, the Court can see can be vividly and graphically 
analyzed or illustrated by the Intel ad. 

The Intel 

your Honor, is one of about 

eight references »hlch m sntlon .icroprocessor-ontroiled pin- 
ball. 

Here i s an i nH 

ustry In explosion, the micro- 

processor industry. Gam eSj traf flc light£ ^ hamburgerSj scale s 
control systems, bottie-f i U i ng machineg> Mlcroprocess0 rs 
were finding their y into &U aspects of American life and 
American technology • 






ad, more than a year before 

he Pat ent 


WaS fi ^d, there a^e 


in the ad, 

suggestions of use of micropro^ 

^ s so r 

i 


two 


held in the Patent Office to 


a nd th P „ indeed was 

ne second one * n 

Proviri„ - provide an impetus for using the micrc 

Ue an impetus, t0 ‘ 

Proce Ssor • h pinball game, because it indicates, "Pinball 
i H u €5 P 

machines and slot machines, a microcomputer makes them more 


^ Un an ^ imaginative#" 


You can do more things. 


You can change it 


more easily. 


It was an apparent advantage, and it was an 
advantage that was seen by many technologies. 

And that is why, your Honor, at the very 
outset, you say, "Well, ‘if someone said, well, how am I 
going to "do this? How am I go i ng to wind up using this 

device?" the first place one would go would be to the MCS 4 
user 1 s manual . 

You buy a 

ni t, this tells you how to use it 
February l97 . 

* In February 1973 there’s an 
indication that an mcs 4 computer 

system does exactly what a 

pinball machine needs: 


A number of ^ . 

per ipheral 

well , there • a 


devices, such as 

, -- wexx , uicre 1 a ^ 

keyboards no kevbnsr^ , „ 

_ _ y oard, but switches; indica 

nU raeral devi Ces> 


tor lamps. - Pri„ tsr „, echlni r . lw . 

solenoids . """Ogated or 

precisely r • 

5 Problem. Precisely p ’ 


V 

% 
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The .oienoids are as noisy in any ^ \ 

thSy a r e in a pinb aU ^ achine ' Indicat ° r lamps <J°ing on and \ 

off _ .„ v represent by noise. Keyboards, 1 

e Present what th I 1 

“"itche., tho8e ltt „, had to bo dobounoed. I 

• q w here we begin. That Intel in 

That 13 

February of 1983 <73 the Intel manual said, in essence 

of the devices that can be controlled by a microprocessor: 
H «fs is a possibility for switches, lamps, numerals and sole- 
noids, that Mr. Frederiksen announced was precisely what he 


did. 


claim 45 say. 


Now , if your Honor will consider what does 


And if we look at this prior art, let us look 

at this prior art and see thp Hi u , 

tne airrerences between the prior 

art and the claim. 

Well . it i o . 

true the Intel manual does not 

disclose a pinball game. But T , , - 

tfte Intel ad does. So an Intel 

• • a pinball game with a micron mr 

t' coprocessor m it. 

A nd r indeed 

ntel microprocessor is some- 

thing that can very easily b e ^auaht h . , I 

nght by the combination of 

these devices. / 

But if w 6 jug / 

8t look at the Intel manual alone:/ 

i -' t * ’ " U lh = ~ ■ bub t we t . • 

‘ aia0l °' V” a ^ Processor ds one «... »• 

. „ means and mem 0 v. v / 

Programming V ^ean s# / 




Th^ 

0(%3 ' because the ar 
9ram a n d a mGmory . * dmi 


«... i 

appe ars m thxs manual. It i novitab ^ 

r 3 n<? ernGntS of the MCS 4: We had a pro _ 


ittedly# there wasn't a ball, and 
inclined playing field. That 


there wasn't a do*n* ardly 

did n *+. exist in the manual. We'd have to 

n t exist. It didn * 

* 0 ho the ad for that. 

Neither are there player operated means for 
ejecting the ball on the playing field. That was a pinball 
device . 

But as we come down for the remainder: A 
plurality of response means for detecting the ball. 

We have switches disclosed that can be 
interrogated and controlled. That's what this response means 
is • 

indeed, when it says interrogated and 

controlled, we are talking to * . , , , . 

9 to anyone of skill in the art that 

those response means wom d h 

a signaling means associated 
therewith and would be op erati . 

atlVe ly connected. 

The Intel 

nUal te Hs you that you might 
have to interrogate and c 0 n t5 : ol u 

switches, lamps and the like- 

A Plurali t . 


Of 


splay means for presenting 


info rmation • 


The Intel 


ma n 


, . , precisely what 

displays # P re th * ? Ucker 

Multiplexing 


a l says, yes, lamps and num© r 


means 


has ; goes on to 


say 


r\o w 


P a ge . 


. where is the multl P 1 exlng means? \ 

W 6 1 ^ 9 \ 

1 ltipl exins raeans a PPears on the next \ 
The roU ‘ \ 

P a ge . \ 

A v0U do this? It refers to multipiex- 
Ho« 3° y | 

crs here. But the P Wi" tirf SSyS the " mltlplexers referred to 
there could be different then the matrix multiplexing that 

they talk about. 

But this is matrix multiplexing of switches. 
Matrix multiplexing of a matrix of switches is disclosed, and 

10 it is a multiplexing means operatively connected to the pro- 

11 cessor. 

12 And Professor Schoeffler testified that this 

13 disclosure indicates a cyclic and sequential strobe of the 

14 matrix, that that is involved in this disclosure. No doubt 

15 about it . 

16 We come down, it is further a matrix, 

17 which would import Claim 46. 

18 This Ve **y mult 

iplexing means then is disclosed 

19 on the next page hat s how yQu ^ arrange some switches. I 

2° But how abo ut 

ne enabling the signaling means/ 
" to signal the processor, „ cetera , ^ ^ , lngl . 


o How about a sino-t 

,rix? HOW &J - e matrix? 


You go to 


the ni 


next page, and it says, Ir 
terns which coa^ e nume ric di 8play „ __ lamps> the l^ ht 

25 "and a keyboard - ^itch e8 _ " COnsiderable eavlng * *» 
(program memory sp d ext e rna i hardware can be * cnleV 


"in sys-i 







iov scan and keyboard scan " 

’ Dy tM => lspl 

2 theC i together in the sane matrix. 




4 abo ^ this? He said this is cue — 

5 except there are no diodes in the matrix 


wh at was Professor Shoeffler's complaint 
this is the same as Flicker, your Honor, 


7 of Fli 


But then 
cmer there are no i 


l he found tnat indeed on the piayfieid 
diodes in the matrix. 


So the matrix disclosed on page 52 is the 


9 matrix and the multiplexing means here. 

10 Now, if that be the case, if we can find in 

11 the broad statement of multiplexing means a response: here's 

12 a matrix, here are components that affect that matrix and 

13 multiplex switches and displays. 

14 " Why is n necessary for us to import into 

15 that claim error recovery fm. . . . , 

y Ior stuck switches and all those 


16 items . 


Here ^ the it, 


ixem you import into the claim, 
is When it says multiplexing mea 

3 arrange the switches somehow 

19 or other and multiplex them. 

20 To give the Go 

urt an example: What if, in- 

21 stead of an electrical decoder that 

nat strobed the columns, as 


your 


Honor has heard for twenty 


was a q 


uartz tl» er that liters 


24 contacts of the ^ 

across the c c °lumns . 


y days of trial, what if there 
lly moved a very small contact 


Now we woui a 


' ay: Oh, w 


e have a 


different 







address* 0 ® 


and f° r 


s ig° a 


e program means and the m 6tnory 
ling the displays," et cetera. 


m -&nB 


11 disclosed in this manual. Every. 
Manual 1 -A , your Honor, save for a 


4o all disciuseu xu vuxs manual. Everv 
This I s 

thine 4 the Manual 1 -A, your Honor, save for a 

& ls disclosed i n 

pinball machine. 

Now the law is clear that if indeed there is 
to he a problem and a solution, that the problem and solution 
have to be hinted at in the claim. In the claim. 

Because this claim is intended to be a cir- 
cumscribing deed, a circumscribing deed which, as your Honor 
can see, because of its breadth in language in some respects 
enables it to be read on five machines that are very diverse 
from the Flicker, but because of the importation ability of 

means, enables it to import a number of items which allegedly 
cause it to escape invalidity. 

The claim*? 

re supposed to afford people that 

read them an ability to know how thou 0 . 

now they can be avoided. One 

should be able to pick up a claim anH h * 

and determine how it can 

be avoided. 


can 


In this nftc 

cag e that i 

The P *°-W 


8 a hsolutely Impossible 


and the 


nuai similarly, your Honor -- 
Pr o-LoB ad is Jus t no m 

° re than another recitation of 


the same. 


that on the 


Here Is p ro _ 


Lo Sj and the significant thine 


. ’ X 0k I A X X * 

.over OI their 

C° v 4 llLlS 

Ure they choose to I 





1 


game > 


2 

3 

4 

5 

6 

7 

8 
9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


Pinbau game, 
hRps ’ ft little piz zftZZ 


Per - 


cflUfl e pin ‘> a11 classically repreeent^ 

^ But clearly switches ^ ^^lenoi'jg 
matrix -- not in a matrix but it rep- 


llfiht s, numbers in a 
resen ts a need t0 control them, to correlate them. 

When you hit this switch, the number has got 

to change , a light has got to go on, a bell must ring. 





It ifl with° ut doubt a classic a Ppllcatlon 

if th *t classic application is a classic a PP i ication whlch ^ 

partj -eui ar problems, then those particular problems should 

have been addressed in thiS claim * Those P art icular problems 

should have been part of Mr. Frederiksen ! s conception. They 

were not. These claims were argued to have been conceived 

n December, '73, Based on this evidence, they could not have 

contained those items. 

I also want to point out to the Court that 

c.;e uaxton -- that the prior art, that the Patent Office found. 

Ciaim 1 un patentable over, was a slot machine. And in that 

instance, so the Court win understand, the physical mass 

capable of motion were the rooio c ln x „ , . 

uae reels. Slot machines have the 

reels with, the watermelon 

n > cherries, bells and the like on 

them. And when you activate i + -aw. 

ate i'hey have to move giving the 

illusion, anyway, of chance so th.t 

so that you line up and get three 

watermelons and three beli s 0r 

r what h& ve you. That was 

physical mass- 

hat Physical mass is controlled, 

was unpatentable, accordi ng to the 

AS Mr * G °ldenber 

S Pointed out yesterday, 
was an unre» li,UC 81 **Uh aah t „ 

,, rence to the concept 

Patent Offi ce by exam in er that 


? There w &8 , 

game . But why t a 


it had to be a pinball 


tion of any 


me ntion J there was not a 

f these items 0f 

6rr ° r recovery for a st ucK 




this device. 
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, m this device. 
sw itch „ coived i 

n a-s being s oJ - 

IMt orl»S» Be to the next P cl «. Jour Honor , 

ar - Ooia.» b „ g „ e nUoned tMt 8lth ° Ugh ln the Petent ° ctl « 

the . . ln ,ention by Atari, could, had to be 

io r art , pri° r A 

Proved by a hleh burde n of proof. If we were to sustain our 

burden of Atari, we needed a high level of proof. 

In this proceeding, that high level of proof 

devolves equally onto Frederiksen. It devolves onto Freder- 

icksen with the same force that it devolves onto -- with 
Atari . 

And so I want the Court to consider what 
^redor^Ksen s situation is. There is no current drawing of 
that machine. The one drawing of its circuit was allegedly 
prepared months in advance, and others were prepared later, 
altered in various fashions by Mr. Smith. 

There is nn 

evidence of what the program was 

at the time. There is no document 

entary evidence of the spark 

test. The only documentary refQT , 

y reference to the spark test 

appears in a l etter to Mr. Conrov 

y from Mr. Nutting on October 

, 0 .. ner We have now" 

18th saying* -- thi<? io 

„ is after September 26 -- 

We hav e now fi 

„ na Hy debugged the device and 

spark-tested it 

There i s not q 

, . ne io ta of evidence that sup- 

„tion that o n s e 

Ports the n e mber g6 t machine waS in 

„ condition, m, 

*by partlcul* r h Cb« ls „ ot one lota ot ..W*”' 


if your Honor will consider the situation 


/b 

+hfln Mr. Frederiksen's testis 

that =upp orts> ot»er ‘ h8 " t h „ 

sports the idea .»»* iP‘ erl ° C,t > SCan dUrl "« »»>*«»« 
ClOSU '-«. sw itches »a lns d °" ble rMa ' ‘h**" a " y ° f thU 0 <:i: “f S d 

°" th « tote. 

Now> 

that Plaintiff benefits from, because of Atari, is here we 
had a company that kept records. Weekly records of its 
machines, the Delta Queen. 

By the time that Frederiksen was putting 
together the Flicker for the first time. Atari had five 
Delta -.ueens manufactured. Five, and they were chronicling 

the..i week by week. Every week they are mentioned. 

Anything in those reports' in th 0 

v ls » in the correspondence, in the 

considerations of those machine d-v, , 

machines that is in the least bit 

derogatory is cited by the Dlain+iee 

Plaintiff as a failure, as a 

failure of that machine. 

But, what dn ,, p. 

6 have on Flicker? w e have 

one document. ha ve so me re 

reports, admittedly of Bally 

people coming bacic. hey sa 

dem °nstratio n . Bu t, they 

didn't know *» ow W ° rkea - They 

didn 't know wh n6W there w& s a con 

trol. They didn w wh ether 

factors had beeh 56 n ° ise Prevention 

and immunity °e eri e mplovp 

There io as that date. 

There l 3 0niy ^ 

t ® Person who told us t h&t 

Only one P ejr 


•son, and tha t. s Mr> 

Consequently reder iksen. 

y ° Ur Honor, if we i° oJt flt *** 


11 




^ /b 


>COpe s od content ° f 
microprocessor 


the art, we realize We must const* 


er 


art 


Xt is irrational not to. x hG . 

c cases 

5 to the relevant art, one must 


Knows that the individuals that 
ehanical pinball could 


ne 


onif 0rialjr ho . d tMt in looking 

look. ^ the problems exist, not look to the 
the art where 

P^nbaii art. 

Your Honor 

were ^eau ng strictly with electronic 
not be expected to interface a microprocessor, but everyor 
did go to a microprocessor house. 

But let's get now to just, to address what 
indeed did the applicants do in these noise prevention and 
noise immunity techniques, just briefly. 

The examiner commented about things such as 

boards in -the back box and ^ - . , . , „ 

* *na power supply, isolated from the 

logic board. The examiner nom 4. ^ 

6 er commented and said if you solve 

the problem by such matters. annAv A ^+ .. 

3 apparent vehicles as component 

isolation, then not ^ ^ ^ ^ ^ 

examiner considers the eo U lamp curre „ t ^ 

the invention. That s the i 0w beta tra 

transistor. And every 

+ , ^ considered that, th 

6pendent claim reciting that 

low beta transistor, ci alm ^ ^ 

re Jected it on the Fair- 

n1 He said, " E 

Child manual* ^ybody knnwc + K + tr-an 

y Knows that you use a t ran 

sistor li^ th&t ^ yo u want a soft start. That ’« 

If 

a pparent . 


If we tai k 

at) °Ut ^ ic; de 

debounce, there is 




I 



/ 


-1. there is deoounce i a the » \ 

ln 1 -*. the mt«l ’ Pro - L «« 

x hps is standard. People, as t v. \ 

OobounclnS ^ 

lessor Sonoeffaer sa«, ^ b — • Mr - p teh„. 

lire v™npe was standard. 

iKben Admitted that debounce w | 

lcp do we have? No scan during solenoid 

What else 

ciosure . That was a new one. It is a consideration. Dr. 
Schoef f i er sald that is so inherent in the Flicker game that 
even though it doesn't have dropped targets, if you put 
dropped targets in a game, you would know that you had to 


do it . 


stretching . 


That, your Honor, is a, the furthest limit of 


Interlock, the concept of Interlock* the 

concept of. Interlock beg.n in the case of the plaintiff as 

being the concept of not turnlng on solenolds during s „ ltch _ 

scanning procedures. Then it h 0 p» m » 

b ecane apparent that the two 

accused infringers had all their , 

elr solenoids all over the board, 
all of those real time soi enoid 

weren t even attached to the 

microprocessor except thro Ugh th I 

lit switch. They operated I 

essentially the same way they operate i -> | 

ate in an electromechanical / 

game ; that i s > they are °Per a t e d by th / 

y the impulse of the hall / 

and they resp ond / 

MR. KATZ: E XcuSe / 

. . * your Honor. Would y° u pre / 

if I -» or sh„ uld , ,, of 

the comments reSPect to ^ d ^ ^ „orr.c‘ / 

I a 


.eve 


: orr eC 






3u /'.) 

, rH . Let me get back on that, your 
MR. LANCS' y Ur Ho nor 

_re was testimony and your Honor was her 


There was — “““ nonor *as here 

where < «. . ,^d that these various devices are not 

A t was indicate--* 

turned „ ^ to a ball hitting it by the micro- 

ea on i n response to 

processor. Hence they can be activated any time during the 
switch closure They are controlled through an enabling 
switch. They are controlled through a tilt switch by the 

microprocessor. But, that isn't the interlock to which 
Processor Schoeffler referred. 

What items indeed are left? Switches double 
read. Tnat was in the Intellec manual. The Intellec manual 

says if you want to avoid very narrow noise spikes and 

interpreting them as valla , 

1 ° switch closures, double read your 

swi tches . * 

Dr ' Sch0effley said, -oh, but that prevents 
cross talk between the wires M 

That doesn't -i-qii 

1 you to prevent other types 

of very narrow spike noise, Ty _ , 

d eed, i submit, your Honor, 

it was a standard techni que> 

act, it was the same tech- 

• .. p ye de r i k s e n usfsri 

nique Mr. Frea us ed . ^ 

Frederiksen started with 


the Intellec and just imp 0rte(J ^ ^ 
system when be 9 the Inteii ec 


Program into the MCS 4 


There i s 


»oth 


ln 9 about any of the individual 


i-h 3 1 IS i / 

factors here * « or u»e* pected . They , ot rosy -«/ 


they are eXP 1 


•ted to act. 


We came down to the i& ea 


^080 

and software, the combing 

°°"‘>inatio n 0 f har dv,are »«ing 

,hle you to build a successful m = 

Such that it would e» aDlS Y 1 ro ^h lne 

, Court indicated, the Court asked 

And tllc 


Dr . s 
di 


had n ine hardware techniques that were 
choeffier, "if 1 n 


ssimi lar tQ anythin g had by Mr. Frederiksen in the Flicker 
machine , and one go ftware technique dissimilar to anything tha 
Mr • frederiksen had in the Flicker machine, and by combination 
the Y allowed me to make an operable pinball machine, would I 
infringe? " 

And Mr. Schoeffler said, "Yes." 

Now, is that a valid application of similarity 

of means f operation and result? It is a very large slice of 

the pie that Mr. Frederiksen attempts to cut fcr himself if 

thafs the scope of his claim. Snd indeed. all o£ these 

items in the combination hawo k 

ave been interpreted precisely that 

way . 

The level , . 

skill in the art is the digital 
electronics engineer's understand 

nding microcomputers and havinc 

of course , a working k»« lMw ^ 

We have +*k 

c the Deif a ^ 

, . Queen at the AMOA show in 

we had i t 

October. we er > El 

. • All of the people 

• j-u the Delta 0uo ft 
dealing with e n and 

Me El Toro and the other 

a 4-his exp6rie ftPft 

devices 


had this experi ence> 

Now plainti* « 

wi u 


aa Y# however, they 


.... — 9 uuwever, 

be cah s 

They faile d P al legedly plaintiff 


fai 


il ed- 


loo 
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i 


never a feasibility probi em . The 


Prob ^ 3 . There v,aS * The \ 

*-«U* llty o£ the the — nt„ U „ 

» aohine , .« ^ Ve " ** Ata “ ^ "" ‘ «"*»« 

company . 

But what is another item of evidence? Well, 
wha t hap penedf your Honor, at the time of the September 26 

meeting? 

Mr. Bracha came back. Mr. Bracha went to 
Mr. Englehardt and Mr. Englehardt said, he said to 
Mr. Englehardt, "Let’s figure out what's in that machine. 
Figure out what's in that machine, because I don't know." 

And in a matter of a day or two, Mr. Engie- 

afadt came up with a svs tpm , „ TT . , 

system that he said, "Here is an estimate 

on how they could he doino i f « M „ n , 

9 it. Mr. Englehardt wasn't taken 

aback. Mr. Englehardt didn'*- 

t gasp m surprise. Mr. Englehar 

produced an architecture, v 4 . n , 

virtually immediately . 

Mr • Encri*»h -» n 

r t then, and Bally eventually 
never adopted the Frederifc Se . . 

chnique; they rejected the 

Frederiksen technique; t h ey 

their own way and had a 

machine that they represe nted 

he Patent Office under oath 

was reduced to practice p ri 

_ , t0 Ma y 10, 1975. 


was re' 


xt is th en 


** a cl a* . 

. ^ , Slc instance where the 

iv who were 

people at Bal Y giv en . 

. be 3ob of developing that 

Englehardt » 

machine by * Mr. , 

h0 understood Co *' electrlC 

engineers « Put er3 and understood »oi«" 


mach; 





Problem,.. they re £e r 
And Su Pposedly having 


\ 

when the plaintiffs say, "„ e aolved ^ \ 

t0 one day in history, September 26, I97J 


demons 


trated the device on that day. 


there instance where it was sent to a pizza parl 0l 

«'«e u a . could get their hands on it. There was never 
another thi„ g that occurred with the Flicker machine. 

What happened thereafter, as plaintiff said, 

"We solved the problem." 

I submit that the proof doesn't exist, that 

indeed, your Honor, if one considers that these are standard 
noise-fixing techniques, that those noise-fixing techniques 
could be used in virtually any combination by engineers in 
the ways that they chose.. 

, Your Honor, I call to the attention of the 

Court the CCPA case appii cation of Theis ^ 61Q F ^ 2 d 786 ^ ccp 

raid. •»« agree with th. court that the problems associated 

with pause timing, spurious n o -i o ^ * 

se from use, radio interference 

and other nearby equipment, drilling f ;u 

uriiimg filters, arcing relay 

contacts, were solvable by routine nphn I 

utme debugging set-up and 

installation adjustment,.. 

In the foot not / 

the Court says: "It appears / 

that all these P-blems Were ^ ^ fco cha J 

auy of the functio nal blocs Qf ^ piattiJlff 

filter response' supply lng ^ ^ radio f reguen^ / 

interfered * Paci tators, adjusting P aUS ® / 


^084 

>„ne-up procedures are not re qutrin 
in te rvala and •in '' 1 *» 

rather, the skills of a competent 


plant's assistant, Buchburger," 

will also recall that when noise 


lnven tor' s skill 3 1 but ' 
techni cian such as apP e 

your Honor 

P«v.„ tlo „ ana 1Muni ty techniques were censrdered. 

Mr. Frederiksen was MM* to testify in his deposition, and 
said, - Is ther0 an ything unusual about noise? Give us some 
techniques." H e said, "Well, some techniques would involve, 
as set forth in 19-F, grounding the metal on the cabinet, 
putting the back-shielding backbox, using RC couplings, using 
power line filters." 

But Mr. Frederiksen in his direct examination 
said none of these would solve the problem alone. None of 
these would solve the problem alone. And in fact, he used not 
a one of them, not a one of these noise suppression technique^ 
were used by Mr. Frederiksen. But when we look at Bally, 

Bally used all of then\ # 



p 1 


2 ot then. And the has 

3 becomes what? 


U£eli “ U ° f the ”- — u.„ tu 

i s for determining infringement then 

~ hAS *■ Gil 


Well; 


there' s a combination of hardware and 


5 software. iiot the required test that the grounded metal cab- 

6 laet __ W(? have to look to the means used there and find an 

7 identity Q f neans, operation and results, an identity of 

s means, operation and result about back box shielding, an 

9 identity of means, operation and result about RC coupling, 

10 an identity of means, operation and result about power line 

11 filters. 

Power line filters, indeed, your Honor, used 

13 by the Bally Alley machine, a microprocessor controlled 

14 arcade game. 


ihS entire noise position is -- 1 regard as 

16 a fallacy. 

1 7 Let me go to th 

e secondary considerations, 

18 which will be argued at length 

e secondary consideration 

19 Bally will say they ha Ve outstanding 

anding commercial success. 

2° 1 think y 0ur 

nor understands that the out- 

21 standing successful ga mes havQ & 

tice of two patents in the 

a back: the Bracha patent 

, „ nutting patent. 

23 Your Honor ha 

. n ... S Seen s °fne submissions of Balxy 

“ -anta.es in — ^ ^ ^ 


1 


n _ . vantages allegedly of economy in B . 

Pat ^, and other « dvar ln a P^baiJ 

A statements made, 

Gnv ironiaent. These » r 

,, her e is the nexus > y° ur Honor > between the 

commerce- nnd the claimed items of the Nutting 

Cla l success &ilu 

patent? That . g what must be proven to make commercial 

success a valid secondary consideration. 

The Stern license is alleged as a recognition 
company, competitor in the industry that supports the 
commercial success. 


by a c o — i 


notion of 

—■ — - mmucm, 

Stern knocked the machine off. It was com- 
pletely duplicated. And indeed, Stern was equally desirous 

of getting a license and freeing itself from any possibility 
of trouble with Bally. 

It simply is n ot valid to say that the com- 
mercial success nexus has been satisfied. 

Now > your Honor 

n °r, there are other items of 

art, but I think that basicaliv +k t 

Uy the Intel manual and the 

Intel situation satisfied the 

nspects of the claims, except 

for pinball* 

When we m0Ve 

. t0 the other > next defense, 

the next defense Is that lf , 

+ D zne claims mean all these 

things they say> ail y s ays th , 

bbey mean, they fail to comp 1 

with 35 use l 12. 


second para£ ra ^ 


35 use n 2 ls 

a section that requires tne 




specification shall « tlW( „t! ' 


or 


one \ 

4/Mlla riy pointing out and distinctly . 

- mor e cialms parti^ 1& ly Clal ">- 

in which the applicant regards a s hls 

6 lh e subject matter 

invention. " 

I submit* your Honor, that if indeed those 
claims Import ail these items into the claim, there cannot 
oe a distinct claim under Section 112 . 

The Court of Claims has indicated that in 
Pratt and Whitney v. the United States: 

"The purpose of the above section is to 
apprise the public of the limits of the invention 
so others may use that which is not protected." 
That is at 145 U.S.P.Q.435. 

But even more importantly, your Honor, we 

have provided the Court with a hri o-p • .a, 

a Drier that indicates one rnay 

not read these limitations intn +v> , 1 

.into the claims. 

The Lundberu 

s case and many cases indicate tha 

one may not use the means clause 0 „ ,, 

Se as a freight train to drive 

into the claim whatever 0ne desires 

II slm Ply makes tv, , 

e C - La ini -- and if indeed 

that's the invention, the invention i 

n is this combination of 
hardware and software, th e clai ms ar . 

are fatally vague, because 
they fail to apprise a nyone Qf ^ 

The first Pa 

a Sraph 0 f 112 ls also a » asls ' 

The first pa raKr 

Ph of Section 112 indie** 


your Honor 




contain 




„ r ification shal 
"The s P eC 

n of the invention and the manner 

descriptt° n 

no <n£f It. In ft 11 n H 


v'ritte 


n 


descripti° n 

making and using it in such 

process 

, PX act terras as to enable a 

concise a« d eX “ 

. tn which it pertain 


and 


fullj clear 


® any person 


loncise ^ 

, +hP art to which it pertains or with 
J killed in tne 

?hich it is most nearly connected to make and use 
■ h e S ame, and shall set forth the best mode con- 
templated by the inventor to carry out his inven- 

* _ .. m 


on. " 




Your 


Honor received a color-coded coty^ 

* t.Vi { 


ite® s 


that were read into that sp Qclflr . a 


i>pec ifica tion . The 
Uo ''> H indeed the, i"* 6 "* 03 l ° me °" th8t ’ " 0t »«U 

■ rj ' th ° run, clear e»a «" cise mqulrenent . 

At one point the spec if ication indicates: 
"There are four ports on the microprocessor, 
; and that W as held to mean that one used the XI3P instruction 
to ignore stuck switches . 

It was simply, your Honor, another gross im- 
portation of these limitations into the specif ications when 
they were not justified. 

But in particular we have the situation of 
the software. And the software, your Honor, is an item -- 

the software, it was suggested by Professor Kayton, the soft 

;are, in view of the entiretv nr rv, 

irety of the prosecution, it was 

lear tne software was part of the specification, and -- it 

was clear It was part of the specification. 

So defendant- 

said: Wait a minute. Kind of 

near the end of this thing yo 

u loiks said to the Patent 

Office, "Further, even th 0Ugh the 

t ^ gram listing is a part 

-_ lg inal application" 

N those are the words that are 

used for the ® ost part > Part of 

. ... the original application, 

not part of the .P«m« Uon> 

t s what was said for the 

"the specify 

most part “ io n bv i + „ ^ , ,, 

^ y itself sufficiently 

Hon of the cia imed 1 
the operatic 1 lnVe ntion." 


of the or: 


de- 


s0 r Kayton came along and 


said : 


.hat m 


e an s the eye 


pr ofess° r — E ai d; „ 0h> 
liC ftliy and sequentially. That's ri ght .» 


. „ n ot what this says. 

That s “ 

"Therefore, it is irrelevant if the program 
iis t ing ls or ls not part of the specification.” 

Now, what went on prior to that? Does the 
record support the fact that because Bally said it was part 

of the application, it was? 

At PX1, page 107, protesters say: 

"The '232 patent says not one word about 
switch debouncing. It is not in the specifica- 
tion or in the claims." 

Debouncing is software. 


Page 455 : 

ihe patent not only does not address the 
solution of such 

h software difficulties, it does 
not even identify 

y he P r °blems. The patent does 
not even contain i-h 

the software listing for the 

non -commercial . , 

dicker game." 

This is rw 

Hants’ position. 

Png. bis of n 


"Such proa- ra j 

sra mming i 


of the invent io n . Th 


s not and cannot be a P ar 


e software program is neit fte 

forth in the ^ 

set Patent « ^ m tn< 

t nor even referenced i 

reissue aPPUcatt 0a> „ 




1 


3091 ,, 


pag e 


,e 93 6: 


StUCK 


,f Tl^ ere 

■ switches 


switches * n 

Page 9^7 : 


1S nothing, there is no concern about 
eS and no concern about debouncing 

the patent . 


no part 


„ has be en admitted that the software plays 
rt of the invention. No software listing is 


included in the re-issue application. ■‘hers is 
nothing left." 

1558: 

"The term cyclically and sequentially does no 
appear in the specif icat ion y and the software 

supplied by the applicant at the filing is not 
* part of the patent . " 

here was a battle about it, 

end of the battle they said: It is 

irrelevant. But they off ere o . 

submit the software listing 

to the office, but at the sane ti mo 

ne said it was irrelevant. 

The examine 

^ Said = "All right.” 

The defendants on 

came along and indicated that 

they objected. 

In respon Se to 

that objection, the examiner ( 

. ^ requirement, 
withdrew the 


I 

11574 of PXl* 


There is no 

. y *>>« this statement on F«* 

the statement th&t> 


irrelevant that the program i lat . 

"It i s ls 

part of the specification," is dir 
or is n°* * 

t° one given part of 

"The specification by itself suffi. 

It say s> 

defines the operation. " 
ciently defines 

There was a raging controversy about this, 
your Honor. And when that patent issued without the specif i 
cation without the software in the specification or in- 
corporated by reference. 

Just to explain that to your Honor. 

There are two ways it can be included: the 
current rules indicate that if the software listing is nine 
pages or less. It mu st be printed, 

ihis is nine pages. It must be printed. 

there are two ways to incorporate docu- 

nents in the specifications th q , . 

* ihe first is just to print it. 

The second is to use the words "t ho*, k < 

» I hereby incorporate by 

reference X, 2 • 

So even when 

6 microfiche typed programs 

that Professor Kayton tai ked 

1 are deposited in the 

Patent Office, there must b e today, and there mugt have been 

as of the time ed in November 1983 , there must be a 

. + 


^ to that 

reference ^ u 


bas no Know 


ied£ e 


Otherwise th* 

^ ers °n that picks up 

that it 


te ] 


exi fit 

He has no knowle d £ e 


tn*' 




^0^ 


Rx 1 R t s , and he has 


n0 way o f understanding the cla lras> 


t lleg ed 


disclosure 


;s0 r K^yt^n imported into the process 

»»T1 


understand ing this * 

Prof eS 

a Patent „ + 4 . He said, "His patent attorney would Know/’ 

attorney. nc * 

nnd He would nave to call a patent attorney. 

Such is not the case, your Honor. 

The patent does not satisfy the description 
requirement of Section 112. 

Finally, your Honor, I f d just like to comment 
upon what the Court heard here briefly. 

They heard Professor Kayton say that in order 
to interpret claims one must review the file history. He said 
that at a number of instances. 

I objected to Professor Schoeffler reading 

the -- undertaking an infrin ffQm „ ^ 

gement analysis on grounds that 

he indicated he never looked at 

3 at that. He never looked at 

the file history. 

The Court saidj in 
it seems to 


response to my objection: 

me on the contrary, he" -- mean- 
ing Dr. Schoeffler -- ls ha mstr 

un 6. If the file hist! 

hears upon the SC0pe 

hhe claims and he' 
famil^r with that hlc , . 

°ry , it seems ti 

problem is hi Sj 

v ^ yours . " 

The Court f s 

* Hyxn & that to me. 
proiessor x a „. 

° n 8 at on the stand yest en* 


■ ory 
s un- 
o me the 


n „. tw o tides, that one cannot COr . E , 

and sa id absolute^ tW ° COr »str u e 

_ i _ , . nfi r to the file history. 

claim « Without referring 

other item I would like to recollect for 

the Court i s the fact that there is a heavy burden on plain- 

tiffs to establish this early date. 

Mr Frederiksen: Mr.Frederlkscn remembered 

in detail a drawing that he put on a blackboard in December 
of 1973 . He remembered it to the week in which it. 
occurred. He reconstructed that drawing years later. 

He reconstructed another drawing a little bit 
different that he prepared several weeks later in 1973, and 
that has been the basis of Plaintiff’s case throughout the 
Patent Office as to when. the conception of this occurred. 

Although Mr. Frederiksen did that, he had no 

recollection of the re-wirin<x ^ 

lng in the back of the cabinet, of 

the late chips in the cabinet ^ ^ 

> about the changes. An of 

those items he neglected to h 

e Ia f Is to remember. 

Mr - Nutting inrt , . 

indicated that - or, there was 

general testimony that th e k 

*er game arrived early in 

July or thereabouts, and W a s 0 

The t . op<!r atlonal by mid-August. 

The testify 

. the ° n ly evidence that Ball, 

has is that it «■ on flueust 20 _ 

your Hono r 

» therh „ 

re Just not enough facts 

. . ari inference that tu 

to support the pu k an 

-‘■icker game was trufy 

. v i able * rea dy-to 

tional> C °^ercialize pinball g**e 


°Pera' 


on 


7 




, t is not supported. 




1 Se Pteraber 26th. » J“ St 

2 TBe onW thing we have Is oral t,stl B o„ y . ' 

3 “ 1 th respect to .an, of these matters It's uncorroborated . 1 

4 with respect to non-infringement, your Honor, 

5 1 think my point g0 es along with what I said earlier. 

6 The infringement case is one where a single 

7 matrix machine is read on multiple matrix machines. The case 

8 is one where Frederiksen ' s device, which simultaneously looked 

9 at switches, lamps and numerals in a single matrix and had 

10 simultaneity, and at the beginning, if your Honor will recall, 

11 it had to be reasonably regular, or there would be flicker 

12 in the lamps and flicker in the numerals. 

13 None of that happens in these machines. Each 

14 device: the numerals, the lom.. , , , 

> ^ne lamps, and the switches are 

15 arranged in their own matrices 4.,, 

ces i and they go around the way 

16 they want to go around. 

” Ih ° mlcro P r °ceesors are a great deal raster 

18 in some of these machines, and 

na they wind up doing things in 
is an entirely different fa S hi 0n . 

20 The on ly COm 

m ° nality » the only commonality j 

21 is, they use a matrix a nd they 

to account for noise. 

22 But wh ere We j 

C ° rne d °wn to, then, is matrix, / 

23 because there is no nois e i n th 

specif ication. If indeed 

24 there is basic* Uy no evid en Ce that s lLlS icn / 

at supports the conciusi j 

25 of infringement* / 


red, 

a 


N 0W, your Honor, with respect to un GnfotCft , 
that I believe defendants have labo 

1Ut y, it simply lS 

anc . ^ . r have labored long and hard with 

c * as 1 argued earl ie ' 

of af£laavit8 that have been grossly wrong in the 
Patent 0f fice . 

Those Patent Office proceedings have been 
fundamentally based on allegations of the extreme success and 
how the Flicker game satisfied all of the problems that have 

existed in pinball. 

That was the basis, that is the basis of the 

argument . 

The only thing we have is September 26 and 
Frederiksen saying orally that that occurred. 

Finally, your Honor, Rockwell. 

to apprise your Honor of that: Rockwell 

supplied microprocessor s ; thev hh a i, 

y id work, as would be necessary,] 

with the pinball people at Gottlieb 

ottiieb to produce those micro- 
processor boards. 

But where wa 

Rockwell, and where does the 

evidence indicate that Rockwell was an i a J 

an inducer of inf rincremenlf / 

when the infringement i s thij 


ware and sof twar 


mystical combination of hard- 


Where did th 

e hardware that was contributed b: 


Gottlieb e 


n d and thS hardw ar e 
L jre contribute^ 


c °ntributed by Rockwell end 


w ar e k v 

and the sof Y each end? 



ao'j / 


-»•««.!, how aces .« ° £ £ " 


Whe n 


d0 e9 infringement of something thl 


l beli eve 


, your Honor, that there's been no 
ish that Rockwell has induced infringe 
combination of noise preven- 


ts _ 


evidence that can establi 
ment °f a claim that involves a 
tion and immunity techniques and real time, et cetera. 

Finally, there was an assertion against Rock 
well, your Honor, that indicated that they infringed by 
supplying computer boards, microprocessor designs to the 
Brunswick Corporation. I don't even believe that's been 
introduced in evidence, I don't know. 

But i certainly believe that there has been 

no evidence sufficient to car™ u.y,„ u . . , , . 

o carry the burden establishing that 

Rockwell induced or contrihnt^j . 

ontributed to an infringement by Bruns- 
wick, because to have an induced • 

nauced infringement, to have a 

contributory infringement, V on m,, . . 

y must have proved that an 

ultimate pinball machine infringed 

There's been ~ 

no Silence that a pintail 

-.chine of Brunswick i„ £aot 

Without a a • 

a direct f ■ 

r ingement somewhere, and 

proven contrik utory ' ln 3ucement of i * 

n f ringement claims must 

fail . 

your Honor, x , 

VS gone longer than I thought. 

I thank the Court et ts lha nlg6iice 

IKE COVBT, Thant y „ u 

Lynch. 




GOLD 


lE i 3 BEKG: Your Honor, I don't think x>11 ^ 


2 very i 


°ng. 


THE COURT 


4 MR. GOLDENBERG: 

^ course the presuiflpti° n 


i 

. All right. 

NBERG: As I said at the outset, there i s 


ion of validity in this case. 


6 And your Honor will recall that shortly after 

7 the complaint was filed Bally commenced its reissue pro- 

8 ceedings. They took that initiative to have their patent 

g 

re-examined by the Patent Office, and that proceeding has 
10 occupied over five years. 

And a number of times in the course of that 
proceeding the Court has said that it made sense to stay this 

'3 case', to wait and what the Patent Office did. because it 

14 was conceivable that the cnnrt r ,„ , , 

ne court would receive technical help, 

15 technical understanding as 

9 as the result of the Patent Office 

16 proceedings. 

17 Your H onor v. 

* that hasn't happened. 

^ • Lynch 

s told you, the examiner, 

19 not only in the original Case 

t throughout the entire 

20 reissue proceedings, has never re *n 

^ a ddressed the technical 

21 . 4-up technical contra, / 

issues, the u tr °ve rsie 

that have been put in / 

22 front of you. I 

23 What he di d Was 

to say; if you take a *n° wn 

24 electronic cir cUlt ' 3 kno *n mi Crrt t / 

eiectroni lc «>coinputer circuit, and 

25 it in a Pinhali ' you> re . 

to a patent. / 


1 


I 

J don't think that kind of consi detation \ 
warrant- f deference on the part of this Court. \ 

rar ^ts any great ° \ 

l think also there is another element with \ 

aspect to those proceedings: Although Professor Kay ton, | 

taking what x consi der to be an unusual, very unusual notion 

of what is an error, namely, something is an error only if it 
results i n a holding of invalidity — this record establishes 
beyond a doubt that the patent, the application for the 
patent, contains errors. 




^ ' uo 


2 obli 9ationto detect a» d c ° 


£ailed totall y l " , 

an d comment upon those errors. indeed. 


9 hi* 


3 „ ay b9 true that tM ,e errors could be corrected by the I 

3 or dinary „ an . kined In the art. I don’t think that’s the 

5 case • Certainly not with respect to the computer program 

6 listing. 

7 But nevertheless, it seems to me there is 

8 demonstrated a lack of care, a lack of thoroughness on the 

9 Part of the examiner which detracts to some degree from any 

10 deference due his technical expertise. 

11 Then in further connection with the Patent 

12 Office proceedings, I have no doubt that plaintiff will argue 

13 to you that the Intel manual was considered by the patent 

14 examiner and the claims allowed over the Intel manual. 

15 1 think ' h ° Wever ' it is very important to 

16 bear in mind that the patent exam-,-.,.. j-c 

r did not have the benefit 

17 of the proceedings of this Courf * , 

rt - And many, many facts were 

developed here with resp 6ct t 

thlS state of the art, to the 

19 knowledge of the art, to the techno! ^ 

ology m the art, th at were 

20 not available to the exami ner> 

21 And 30 we Sa 

while there is still never- 

22 the less a presumption of v alid 

. Y there is still nevertheless/ 

mk/i f ^ _ i / 


irt. I don't think that's the 


v- a a x nc v i- ■ 

The fact 

a burden on “ “main that this Court 

cubstantial evia en * 

evidence, in the fori » of admissions, 

all them what * 

concessions, V ° u wi Uf from plaintif fs ted>~ 



0 


ni cai and p ate nt 
rely u Pon in its 


eX pert9 that it is 

^position of the 


entitled 
case . 


to as se s s 


and 


_ lir t has an altogether different 
This Cour 

than that „„lch existed before the Patent Office. 

have on e final point, and I think this is 
fully supportive of all that Mr. Lynch has said to you. But 
1 Put on the easel now Defendants' Exhibit 11-F. And your 
Honor may recall this is from page 88 of an "Electronics" 
magazine article bearing the date of April 18th, 19 74 , more 
than one year before the filing date, the original filing 
date of the Nutting and Frederiksen patents. 

This is a general circuit arrangement of 
the Motorola 6800 processor and how Motorola says you are to 
use this in controlling whatever device ycu choose to contro 
calculators, typewriters, printers, what have you. 



o 1 1 . 


Dr. 


S ch° e 


ffler said in effect that. 


'All i 


had to d o was t o put 


that 


in a pinball machine and have nois 


?jutti n 9 


and Frederiksen patent was i n - 


It is well-established and an 
that which if later in- 
it is r this is earlier, 
that. But I do 


suppression and the 
f ri nged . " 

It cannot be. 

ancient doctrine of patent law that 
fringes anticipates if earlier, there 
Mew, i don't argue anticipation. I don't do 
say no active invention was required to taKe 

this known circuit arrangement and put it in a pinball g a rr.e , 
something that everybody was recognizing could be done; it 
awaited suitable , satis factory economic conditions before it 
could be done and have an invention. 

On the question of infringement, I add only 

to what Mr. Lynch has sai d that the accused devices are not 

the same as the Nutting and Frederiksen circuit. in most 

obvious terms, nobody uses his vaunts , 

aunted single matrix. 

Mr. Frederiko 

e u almost vehemently, almost 

vehemently said to the Cou rt th 

a t he never contemplated a 

multiple matrix, h a lway s thought his i 

y ^ nis invention was the singl 

matrix • 

I don't thi nl . tho 

Patent can be rewritten/ 

, to the wishes of . 

contrary t inventor; i don . t thin k it 

„ contrary to < , 

be rewritte / s exp tes . 

. , ^ ess lanouages. 

That's what 


plaintiff is seeking to 



^ \ 

do here. 

Than* V° U * 

u right. Thank you, Mr. Goi denberg. 

THE C0UR T ' 

■H deny the motion as t0 the l3sue of 

Jcue of unenforceability. Those 

infri ngement and as to the xss 

•« Items 3 and 4 .«»•* by the defendants. 

h„a ,.4 ate to heat the plaintiff on item, 

1 > 2 and 5 . 

And I think what we will do is break now for 

lunch and resume at 2:00 o’clock. 

MR. TONE: Very well, your Honor. 

(Whereupon a recess was taken herein to 2:00 p.m. of 


the same day.) 


3BMI0N ' ! 

G lawa re C orpora tl0 ' ) 

• f f/counter de fendant , ) 

Plaintir 1 / ) 

) 

vs . ) 

kttt G ? TTLIkc & CO., a corporation, ) 

^LLIAMS LlfttronICS# INC.r a ' 

“Oration, 1“ XOCfflEU INTERNATIONAL ) 

CORPORATION , | 

Re fendants/Counterpl ainti f j s . ) 


VOLUME XXI -B 

TRANSCRIPT OF PROCEEDINGS 
before THE HONORABLE JOHN F. GRADY 

TRANSCRIPT ORDERED BY: MR. JEROLD B. SCHNAYER 

MR. KELVIN M. GOLDENBERG 

APPEARANCES : 


Docket No 
78 C 224 6 ' 


Chicago, Ilii noi 
March 29, 19 84 
2:15 p .m . 


For the Plaintiff/ 
Co un te rde fendant : 


For the Defendants/ 

Counterplaintiffs: 


MR. KATZ 
MR. SCHNAYER 

MR. TONE 

MS. SI GEL 


MR . lynch 
M r - harding 
GOLDENBERG 
R . rifkin 
M * ebliott 
R - GOTTLIEB 


Court Reporter- 


l AUr a 

2lg s . \ Br ENNaN 

cl U Ca °^" n Dearborn Street, Room 1918 
- ’ Illinois 60604 



3 I bb 


78 C 2246, Bally v. Gottl ieb o 
CLEF** • case 


■iai. 


THE 

cl£ rK; 

78 

THE 

COERT: 

Mr 

MR. 

TONE: 

May 


MR TONE: May it please the Court, we have divided 
the argument; among three lawyers — although we recognize 
that divided arguments are not ideal -- because it was easier 


pre 


Pare it in that way. 

I will speak briefly on the general legal 

Principles that apply and upon the matter of reduction to 
practice. 


Principles th 


Mr. Katz will carry the most important weicht 

12 of the argument, which is the obviousness issue and the apoli 

13 cability of the patent law® -„,q ui 

a s ' and hls argument, his portion of 

14 the argument will be much shori-ov- 

norter than mine, which will be 

15 very brief. 

Schnayer will address briefly the matter 

17 of Rockwell# item No. 5 of 

list. 

18 This i s a I 

VAliv. *» 


19 | patent. And it is worth noti ng 

20 the Federal Circuit has Said ab 

21 what is necessary. 

22 xt has Points 


Honor knows, a combination 

Un9 What the Court of Appeals for 
d abonf 

combination patents and 


" s ne ” *-e sult 

^unction or synergism i s n ° 
a requirement Qf r synerg 


your Honor 


wi lx 


- e utabiii ty . " 


re call that a few years 


3 I ut 


the n, pfrtism discussed in the Court of a 

^ a tter of ' appeal 

of thi The court of Appeals for the Federal 

lis circuit# x 

ci v* i. iq not necessary. 

Circuit S a ys that that is 

The court also says, and I’m quoting from the 
Case of American Hoist and Derrick found in 725 F. 2d at 
136 °/ the Court of Appeals for the Federal Circuit through 
Judge Rich said there: 

"A patentable invention may result even if 
the inventor has in effect merely combined feature^ 
old in the art for their known purpose without 

producing anything beyond the results inherent in 
their use." 





si I u /. 


F ’ TI1E ***. W tMt • 0 “ thl “« »«* , \ 

! —» Blven that , given th at 

3 riven that situation, why is that s „ rh 

MR. TONE: 

4 *• conbi nat , „ cflr ii/ obvious? 

■‘-nation necessarx-Lj 

5 

THE COURT: Yes. 

6 MR. TONE: I believe the rationale, your Honor, is 

7 that even though each of those elements may be performing a 

8 * 

function it i s Known to perform, and which it can be expected 

g 

to perform, the combination of those elements to produce a 
given result is not obvious. And I think that's the under- 
11 lying rationale. 

THm COURT: If, if the combination -- Let's put it 
’ this way, If the combination performs in a way that is com- 

4 pletely expected, is that obvious? 

5 MR. TONE: I th1 _. „ 

° 3 at least it is not obvious 

6 -- obvious to try is not fat* i 

1 to a patent. It may be ob- 

7 vious to people skilled i n th 

art that in attempting to 

8 achieve a given result, you Q 

to tr y combining a number 

of things. That is not, as your 

t<nn , HOn ° r ma y recall, enough to 

make the combination obvi 0us> 

' Your Hon °r ma , 

Member a famous statement by 

* - j uond in a case that t / 

Learned Hana I cannot c . h&v e 

.u. Ht-Ltu. ite ex cept, I would hav 


th® citation k 

to go IOOK UP , but he Slys th . t 

virtually an Pet 

patents are, en ts 0r inventlQns are made up 

♦ions of thin 2 s, Qf 

of combinati Se ars and sq on> He wflS 


' nii '-ln g about a mec 
Uie fact that all the 

>Lna t ion patent i s 
And 


i Ob 

w „lcal patent in that case. So he ^ 


elements are old does not mean that a 


s not valid 

j that that principj.e is important 

here. And it ± s the fact that if the combination that f s com- 
lining the old elements in a way that will achieve the de- 
sired results is a matter of -- is the question -- the ques- 
tion of obviousness centers upon whether combining these old 
elements in a way that would achieve the desired result is 
or is not obvious to whether one is skilled in the art. 

But the real point I seek to make is the fact 
that each of the elements is old is not the answer. 

A second proposition that is useful to have 

in mind in- c ons idering this « 

& ™is case is also mentioned by the 

Court of Appeals for the Federm r < 

ederal Circuit in the recent Amer- 
ican Hoist and Derrick case * 

s - And that is that the determin- 

ation of the Patent Off ic 

Patentability is entitled to 
deference; i ts decision to i SSU e t-v, 

6 the P ate nt is entitled to 
deference with respect to evidence k 

earing on validity, which 

the Patent Office considered. u , 

cnect to n0t entit led to that same, 

respect with respect to ev laence , 

But here in ld n0t consider. 

th e re-io 

it cor.s ldered a Proceedings, as y°or 

Honor knows, c ° ns iierfiKi 4**nce / 

vot whuvi er abl e amount of evidence / 

+ n t hat which vrffio , 

in addition b e? 0r x pro - / 

...UM the Most „ U ln the 1 

ceed in£ incl a nuai a 4 Hoi 5 ^ 

seeding , 4. . And the American 



^ I us 


P°ints 
e n t i 1 1 


out that 
ed to cons 


the determination 

lder aOle deference 


of the Patent 
with respect 


dence. 


to such QY t 


And finally , a point that the defendants con- 
Cede > and that is that there is a presumption of validity and 
that the burden is upon the defendants throughout the case to 
prove invalidity by clear and convincing evidence. 


/ 


4 \ 1 u 


rhe 


defendants do not however concede th 


at 


*»*t Principle ^pU- “ **“ dat8 "* red "‘ !ti0 '' *> •>».«„. 

Tha contention ,e.M to W that somehow with respect to th.t 

the plaintiffs. 


matter the burden is upon 

I S 

If the date of re 


ubmit that it is not. 


duction to practice is a 

relevant factor on the issue of obviousness, then it is the 
burden of the defendants to prove that fact along with the 
other facts upon which obviousness or non-obviousness depends 

There seems to be no case addressing the 
matter of reduction to practice. But the Court of Appeals for 
the Federal Circuit has said a number of times recently that 
the burden of proving invalidity, the burden of proving 
obviousness is upon the defendants. 

would clearly seem to apply to all of 
the elements that .re nece. s , ry to prov(i obviouimess . 

I'm going to , 

alk briefly about the facts 

relating to reduction of practice. 

One fact i 8 

c ear from the evidence, and 
that is that on September 26 , l9?4 

r a working machine. Flicker 
achine, was shown to four pe 0 pi e f R 

° m B ally Manuf acturing who 

_ Milwaukee to see i t 

ame to 

We have that i n 

tes timony of Messrs 

j Fre^eriksen; we 

Nutting an e i t in the test i mo ny of 

ho i® no i°nge r 

Mr. Conroy/ w em Ploy e d by Bally and who i s 


no long Gr related 
V* c - e- 

rs of Bally. 


t0 persons having positions as o £flcers 


in 


wri tte n Soon after the event 


addition, we have some memoranda that were 
and written for a purpose having 


nothing to do with this litigation. 

we have *-* 4 .. * — 

131, written on the subject of this so-called 


Plaintiff ■ s 

MCI model, the Flicker 


We have Mr. Bracha's memorandum, which is 


And he says: 

K 0n September 26 , 1974 , Messrs. Britz, 

Conroy, Telnaes and I were present at MCI" — 
that was actually Dave Nutting Associates; your 
Honor will recall that by that time Nutting and 
Frederiksen had moved out of MCI — "to view a 
demonstration of 

an electronic version of Flicker 
The e xternai 

Ppearance of the MCI model 

was nearly id Pnf , 

°al with our conventional 
Flicker except f 0r T 

he LED di splays. The LED 

displays had r ep i aced 

. r Score counting assemblies an 

one digit of the „ .. 

redlt asse mbly. From a player's 

point of view the 

, a ctxon could be considered 

identical,- 


° t i 


it from Mr. Conroy that the m 
Wa b &ve en > I 

a “«»« t he demonstrati° n » the ” SOhl " e f ° r ■«. ' 

,u * rt ''* of an hour, he estimated. 

ico have in the record a memorandum of 

\ fjQ ft IS'-' 

Mr * T 'elnaes, who also was a part of the Bally visiting group. 
Ana t hat 1 s Plaintiff's Exhibit 87 . 

That memorandum, dated October 8, 1974, -which 

18 four days after Mr, Bracha’s memorandum, says: 

"The CMI Dave Nutting project was reviewed 
with Messrs, J. Britz, D, Conroy, F. Bracha. The 
meeting took place in Milwaukee on Thursday, 
September 27, 197-4. 11 

Thursday .in the year 1974, I represent to 

your Honor, was the 26th nc Q ^ 

> S a perpetual calendar will show. 

so Hr. Telnaes was mistake „ y one ^ ^ ^ 

Pre8entatio „.'' h. in this memoran- 

dum, ''consisted Q f a < 

w ng -- of showing two 

identical two-px av _ 

*yer games. Minor feature differ- 

ences in bonus 

y was incorporated and demon- 
strated, but no real 

P ayi ield difference evident 
by just Visual lnsp ection> 

" Fllcker Pinbau 

machines standing side 

Side " 5 & St&ndar d Bally Flicker as in P^' I 

^ ^ — °ne h.a a aispi-y «•“ 

„ ltn »i.« aioaes> nuoericai for 


ences in bonus 


1 


2 

3 

\ 

i 


game 


. , . ^ l I 3 

P1M - » r '“ scorins rau ‘-' r ti “'‘ ^ 
<itelW .'« W! ' 0th ° r " iSe the dl6W >' »U S 

design • 

: ic of the machine was a table with 


the same 

"j n the hac 

removed relay mechanisms, stepper switches. 



all the 


and so on. 


And than he goes on to describe what was seen, 
wnat the people said, that is, Frederiksen and Nutting, about 
" ae ra huced cost of producing such a machine. 

It says: "The designer, Jeff Frederixsen, 
claims he designed, developed and implemented the 
aesign model in about six to eight weeks. Although 
the idea had been reviewed and discussed for nine 
’ t0 tWSlVe m ° nths Prior to final design. » 

skippi ng some material, he says: I 

iCally the GMI Flicker demonstration 

proves the savior. 

capable by electronic technology 
ln Et * na " ; ' games . 11 

And then he 

. . ° n t° talk about the possible 

tion of that technoi 0gy t 

e>y to other 


applica 



games . 


^'14 \ 

The re i* a third "<""««»<>»>» »hi ch ls 

but which I » ubmit refC ” *° th ° Sa "" ! a '®«t t .u M l 

and that is the memorandum by Mr. Joe Robbins, who was chai r - 
man of an team. That’s the evaluation team that 


and that i s the memorandum by Mr. Joe Koooins, who was chair- | 
man of an evaluation team. That’s the evaluation team that 
was discussed during the examination of the witnesses. 

Mr * Robbins, speaking of a meeting attended by several Bally 
officers on December 17th, 19 74 , who included Mr. Robbins 
himself, and Mr> conroy, says, among other things, "We dis- 
cussed the solid state flipper in Milwaukee. Everyone who 
saw the game was extremely impressed." And then he goes on t< 
say, "it was decided to make an offer for insurance purposes 

which Mr. B ri t z would propose, and we have heard nothing more 
of that . " 


15 mented. 


PParently, that decision was never imple- 


16 But there a 

9 in is written evidence near the 

17 date of the event that that Sn1 , ^ 

state flipper in Milwaukee 

was a working machine. 


If it was a 


. g mach ine 9 it had to have a 

program that had a jump table ± 

• u an * And it had to have a 

program on whic s r Uc ti 0n di 

0t move off the page. 


So, it had to be a program th at Wa 

a corrected version of 

the oroaram that was sub mitted 


the program tn^ 

and which at t h a 

in evidence, an 

w „ „ eC ogni zed aS COnta ini 

was not recuy * 


to the Patent Office and is 

tlItle We first introduced it, 

9 Ce rtain errors. 


your 


the 


^ I \ b 

Honor will recall the testimony about 
*«««. Hr. Fi^riksen's testify ana Dr. Scho« £ Ele t . . 
te stim 0ny all to the effect that although the program did 
COn tai n errorg and would not have worked in the form i n which 
it wa s , i t then stood , it nevertheless contained the princi- 
ples that would teach a person of ordinary skill in the art 
how to Practice the invention. The changes needed were 

Ugg ing changes which a person of ordinary skill could do. 

One of those changes was necessarily the 
addition of the jump table, and that had to have been done 

tnat Flicker machine was to have operated on September 26 
when it was demonstrated. 

The noise testing. There is evidence about 
noise testing in the . 

ony of Messrs. Nutting and 
Frederiksen which your Honor win 

recall. There is also evi- 

dence in depositions which t * 

sure your Honor has not yet 

had an opportunity to read 

Gre were two other men who 

testified about the testing 0 f ,, 

the ^cker. One was Paul 
Smith, who was the techni C i an th 

...... h "ith FroderiHsen 

while the Flicker was bei ng COn 

. _ w 6 * and who act ually did 

x.i_ . ond who worked f ^ 

the wiring an ^om the* ^ 

bine an^ Production drawing to 

machine and wi v ^ 

assemble the nu* w ire it 

■ . PDOa iK d 30 for th. And Smith's 

4n his deposition 

testimony in at p aq , 

. 9 154 was to reaffirm the 

his affidavit *•, 

Quotation tr ^iled + 

q c d ln the Patent Office 

»• prior to 

stating that, mb er 2g< lg ±n conneC tion 


31 i t 


with the • 4. l vas involved in testing the con Vert 

Fli cker pinb , u „ a chine for static noise immunity vlth ^ 

v ande graf generat or. While performing this test I never 

observed any malfunction of the converted Flicker machine." 

Then the deposition goes on by a question 

asking Mr. Smith t0 te n what he could about the kind of 

apparatus used. And he says, he then describes Magic Wand, 

and he describes the testing that took place. That appears, 

am not going to go into, burden your Honor by reading all 

of the detail, but the substance of that testimony which 

appears at pa,a 151 ana 155 and 175 of Mr. Smith's deposition 
Plaintiff Exhibit 455 , u t „ the e£fe=t ^ ^ 

took place and that it took u ^ 

P e before the demonstration to 

the Bally people, which occurred 

occurred on September 26 . 


lp 
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12 

13 

14 

15 

16 

17 

18 

19 

20 
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24 

25 


oil/ 

J t is true, as Mr. Lynch pointed out, u 


to Mr. Conroy on October IQ, l9?/; ^ 


' n ^ r . hutting wrote . ne 

among other things, ultimate test in my mind __ th 

SyStem withstand a one-inch spark from a static generator 

That statement, I submit, does not state one 

day O), 

^ ne other when the test was done. He could be refer- 

u to a test that occurred before the demonstration. He 
c ou Id be T. -P 

referring to a later, more severe test that was done 
0f ter tho * 

demonstration. It doesn't really say one way or 

the other. 


But, the evidence of Mr. Smith is very clear 
about when the testing was 

, as well as the evidence of 

Cutting and Frederiksen Ana 

I y0UrH °''° r those witnesses 

und will judge for himself an^ „ 

‘ needs no help from me in Judg- 

ing their credioility. 

There is e 

* urth witness on testing, and he, 
too, is a deposition witness +v . 

' a nd that is Mr. Winter. Mr. 
Winter was connected with MCI tn 

rp wlth ' 6 C ° mpan ^ Nutting and 

Frederiksen were with. B e f 0re 

’ MCI ’ Honor .11. 

recall, decided to go out 0 f the 

with the old MC1 t»us iness ; they left. 

Winter was wi I c 0mpa 

they rent was Present on the 

[premises because they rented SO(ne 

! . r Pace that old MCI 

M r Winter w s there u 

company, Mr# * he hai ^ 

too a observed testing during 

iod. He ’ t0 ’ descr lbes th , it 

SeDtenh 6 testin g and says tha 

, to September or. 


that per 


qpot^nh nesting and says tn< 

mr to September of 

occurred * ^74. And his test imony 


is 


ar H i 65 of Plaintiff's Exhibit 4^ 

at P*«e 162 through 10 ' 45j - 

The i’ inal point t0 bS mSde With res Pect to 

noise testing is that if the mRchine had been susceptible to, 

vulnerable to internal noise created in the m chine itself, 

U cc u id n » t have been operated for 45 minutes during the 
demonstration, as Mr. Conroy testified it was. 

If it was susceptible at least to noice 
LG^cr ated by a nearby electromechanical game* it couldn*t 

have boon _ 

en operated in the presence of the electromechanical 
bane that stood beside it and which was used for purposes of 

comparison. 

-o that's additional circumstantial evidence 
that noise testing was done before that September 2b date. 

Only a brief wor d, I think, is necessary aboui 

the errors in the evidence whi^b . 

which we were, discovered during 

the trial, and which we brought *- 

to your Honor's attention with 

the filing that occurred during 

8 the recess. Those are un- 

fortunate and embarrassing- oh 

... nno h y t is a 1 w ays emoarras 

ing to find that one ha s presented 1 

incorrect evidence to a 

Court . 

The testing 

, z . 1 r ‘ Sc hoeffler and Mr. Prede 

iksen demonstrated, be iieVe> 

tion rather than th ° Se erro ^ were errors 

in recollection a n del ib 

, re not materia! _ ’ &nd also epu8liy 

portant, « er r °rs. 

The program t « 

1,jht what would be necessary 






to 0 l ^bi 0 one Bkilled 


in the art to build the invention. 
che matic, which varied in some minor 


The sC 

aspects from the nic ker that W&S actua31 y built > was eufri- 
ftKain> tQ teach one skilled in the art how to build 

the hara wnre portion of the machine, and the fact that some o 

the parts i n the machine were manufactured after September 

fiu ' 1 97-i is also immaterial because they were the same, they 

were simply new versions of parts that were in existence and 

available prior to that time. The machine had been played 

over hie years as when it stood on the premises until the 

patent lawyers stopped people from playing it and put it, so 

pc v, aside and on ice, and no one knows when those part 

replacements took place hut + 

y e ’ - Dut they are the same parts, they 

are simply new, new parts hut +k 

s ’ but the y are the same kind of 

part that would have had to 

to have been in the machine on 

September 26 , 197^, if the maohi^ 

machine was to work, and the: 

can't be any doubt that the rnaoh-? 

machine worked. 


ire 


5-lblJ 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


That 


con 
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eludes what I have to s av on .. 

J the 


subj Gct , ,, on to practice, your Honor. 

Jt - C t of reducti° n 


We 


keiieve the evidence shows that the 


ma chine Was reduce d to practice on that date. And there 


isn 't any contrary evidence. There isn't any contrary evi- 


dence that the differences between the program and the 


The witnesses say 


schematics and the machine were material, 
they were not material. 

We therefore believe the reduction to prac 
tice date of September 26, 1974 was not disproved by clear 
and convincing evidence, but moreover we believe that even 
if the burden were upon the plaintiff, the plaintiff has 


proved that date. 

’ THE C ° URT: R6fresh »y recollection as to what art 

plaintiff seeks to avoid bv „ . 

iQ oy the earlier date. 

MR. TONE: i« m 

going to ask that Mr> Katz answer 

that question, your Honor, b ec ,, 1C5 „ . 

1 has to do with somethim 

he will be discussing anyway. 

THE COURT: All right . 

MR. TONE: And j rQ 

Co gni 2 e th^+“ ui 

. nat it s improper to 

• » s question 


duck a Court 

THE COURT: No 


Mr. Katz 


MR. T0NE: j th . , 

. . ' lnk it would be better 

handled that question 


THE 


COURT: Thaf 3 th 

e advantage of having 




an one spokesman* 


All right 


fine. Thank you. 

Honor, to answer your question 


MR. KATZ: *° ur 

directly -- 

THE COURT: I think you told me at the sidebar one 
time , and I've forgotten. 

Mr. KATZ: In the plaintiff* s view there really is 
no prior art that would be avoided. 

However, there are several issues that would 
be avoided in terms of other games . 

There was an Atari Delta Queen placed in one 
location called the Asilomar Conference. There was another 

one placed in a hotel suite a, 

suite during a trade show in, I think, 

late October, early November of '74 And then th 

Ana then there was 

Bally's own development whi^w u 

^ Which had already started. 

And it's thr» __ *1 . 

G Plaintiffs view that neither 
the Delta Queens were reduction 

° ns to Practice, because there 
were five of them and the evia en __ 

enCe we submit was clear that - 

and as the Patent Office f 0uncl 

a they weren't reduction 

to practice. 

There was not a 

, . Auction to practice in the 

. . of the Delta Queen k 
invention oi n be Caus 

se rnem os of Atari's files 

, , +. ha t they had lnh erent 

showed that t faults r- . 

that made them 1 neap 


Of field testit.0- 


And there Wa , 


a I°t of o . • 4-ostimony 

or deposition test 



and 


a couple of spe 


cific internal documents from Ataj _. 


With 


respect to Daily's own game, we submit 


that since the Bally work was actually based on the Frederik- 
Sen F Ucker work, because it started immediately after Bracha 
Went out with the other people to see the Flicker work, and 
there were conversations between Frederiksen and Bracha; and 
since the development of the Bally work was done by Bracha 
a nd Engiehardt, we submit that that can't be prior art, that 
/ou couldn't use the work that was derived from the inventor, 
from Frederiksen himself, against him to defeat his patent. 

But in any event, if the September 26 , 1974 

date remain, fa.t „ . reduction to practioe date for 

Frederiksen and Nuttincr <=i .. 

9, since the reduction to practice is 

prior to -those three events *v, 

vents, then those disappear as issues 

in this case. 

As a matter of 

general review, a patent is 

presumed valid under 35 u s r 

• -C. Section 282, and therefore a 
patent owner need not prove n a i 

latent validity, according to 
Kailroad Dynamics v. Stuckey a 

a case cited in our brief a 

1983 Federal Circuit case. 

Moreover, the 

nvincinrr n an ts must prove invali< 3ii 

by clear and convincing 

' Whlch they generally admit- 



The 


bu 


r den of persuasion remains wtth 


(j pfc , , decision, according to another 

def encla n ts until f* nftl r ec en t 

Clrcult c>se , Stratof lex v. ‘eroqulp, also cites i„ 
°ur brief 

And according to still another recent, that 
is > 1983 Federal Circuit case, when the most relevant prior 
ar t has been considered by the Patent and Trademark Office, 
the burden of proving invalidity is, quote, "formidable". 

tfhen the Patent and Trademark Office holds 
the claims in this suit patentable in light of additional 
prior art during a re-issue proceeding, as occurred in the 

present case, according to the case American Hoist cited by 

Mr* Tone, the burden of nroof nf + ~ . , . . , ^ 

& 01 unpa rentability becomes 

even more .difficult to sustain 

And the presumption of validity should still 

be more difficult to overcome +• u 

6 m the case at bar because the 

re-issue proceedings were vi ( x 0rn „ f , 1 

gorously protested. 

A further Pnm 

to Judge Ione , s statement 

burden does not shift 

. .. ° the Piaintiff, even wi 

n the reduction ^ 


that the 


, w y int 11 ^ , even wii 

t n the reduction tn ^ 

reSPeCt t „ b Of Septet 26j , 7 , 

a position assented h y the de rena 

...... where the .... ' ^ »*“* 


* wnere they state 

le - where th ® ear Uer 

. re ^uction to practice - 

v nf fice is made h\r ^ 

the Patent Ru le 

iaratioh' sweflrin e haelt: 

In this ca Se 

' n t hls particular rei* 511 * 


where a ru 


or dec. 


3U4 

proc eed Ingj alt hougb ^ Wc ° xlltiate; i by a Rule ^ 

«*i<avit or dedaration, it »« essentially an interpart les 

matter. 

affiants' depositions were taken and 
there W a s a corjple te interrogation, a cross examination with 

respect to the entire question. 

So with respect to this, the reason for any 
shifting of burden isn't present because it wasn't an ex 
parte proceeding on this point. 

And in that regard the plaintiffs submit that 
the burden is as the Federal Circuit has stated, without ex- 
ception, and that is that it's the defendant that has the 
continuing burden of persuasion. 

As discussed in Plaintiff's pretrial brief, 

filed on December 29 in this case th. + «. 

6j the statutory presumption 

of validity must be afforded a * 

Patent • 

In this American Hr** 

hoist case previously refer- 

red to, the CAFC goes o n i n gr 

depth with respect to the 

presumption of validity a nd thg . 

ot reissue proceedings 

on the presumption of vau dlt 


in partl Cular ^ 

, , , _ _ p jury case 

this was a j 

"Should the r 


P a ge 1364 the Court said — * 


jiowev 


er, it is 


ue instructed .that 


tried again to a jury* 
learly a Pprop r iate that the J ury 


beca us e the Patent and Tra 


ae- 
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mc e has nOW hGld the clsirns in suit n 
mark oft* ^ patent 

able in ° f ^ additi ° nai art Covered by 

Sawa" - the defendant -- ’’its burden of proof Qf 

unpatentability * as become ffi0re difficult to sus- 
tain a fact likewise to be taken into account by 

the trial judge. " 

And this is of course particularly applicabl 
-° -be case at bar because the patent in suit is a re-issue 
patent, and the additional alleged prior art was thoroughly 
considered during the re-issue proceeding. 



other 


^ i 

t t that was presented in the tri 


al 


v»as 


e ffler aS belng n ° WOre re vant , and 

tes tif ied to by Dr. scn ° 

relevant, than the references cited 


ln SOtne instances 1 0SS 
v , n d therefore this rule would apply 

before the Patent Offi 0e ' an ° 

n in the listing of prior art in the 

Also, even 

Section 282 notice , the two basic prior art references, the 
MCS 4 manual and that Intel advertisement, those were referen- 
ces specifically considered by the Patent Office and even 
noted here in the defendants’ argument. 

In still another case, recent case, RCA v. 
Applied Digital Data Systems, the CAFC held, "and I quote. 


that 


"It is incumbent on a District Court to 

indicate on whom the burden of persuasion was 

placed and what quantum of proof was required to 

establish disputed facts. An error in either 

respect may re qu i re reversal." 

And the Court- 

goes on to say: 

"The statutory „ 

Y Presumption of validi^ 

the burden of Persuasion 

sion on one who attack 

validity of a patent.- 
He said: 

-in this Cage 

e District Court appl 

view of some ci rcuit3 

^•■kat, where art more 
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it was no more relevant or i** Ss 
case I'm referring to , in the 


.rcuits have considered that 


3\ 2 1 

(| ^ as distinguished from this case 

relevant' 

we submit 
where we 

in the 

re levant 

fheV said — "where the art is more 
RCA case, i 

that considered by the examiner made 

relevant than 

^ , the presumption of validity is 

of record, tne pi- 

destroyed, " 

That is, some ci 

However, the CAFC says: 

"This Court" — CAFC — "has squarely rejec- 
ted that view." 

So it goes on to say, at page 6: 

"In sum, the position of this Court is that 
the burden of persuasion on invalidity must under 
the statute remain at all times on the party 

asserting invalidity, although that burden may be 

carried more easily k,. ■ 3 

y by evidence consisting of mor( 

pertinent prior art- 

than that considered by the 

examiner. Further 4 -k 

' tne f acts establishing antici- 
pation and/or obvi 0uc „ 

ess must be proven by clear 
and convincing evidence.- 

As the Court 

3 aware , the reissue patent wa 

, xf after a heavii v 

granted only y ' c °ntested proceeding in the 

including a re 

Patent Offi ce ' “Examination by Examiner 


after a petit 1011 Y th * def endantg wag gran ted, 


Hum 

where 
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3\ Zti 

An't been considered. 

Par ticular referent 

examination went further with the 

And the 

■information. 

examiner requiring n°* e 

_ 11R number of depositions had beei 

A tremenaous 

, in connection with the issues 

taken and documents supP 1:L 

that were raised. 

And then after the examiner allowed the case 
again, there was a further review under the Rule 56 pro 
cesdings , reviewing the record for any clear error by the 
assistant commissioner's office. 

In reviewing a patent held valid by the 
Patent Office in a fully contested reissue proceeding, such 
as this one, another Judge of this district in National 
Tractor pullers Association v. Watkins, cited in our pretrial 
brief, has held that, and I quote: 

"This Court will not find cont: 

Patent Office 


;rary to the 


absent a thorough conviction sup- 
convincing evidence that the 


ported by clear and 
Patent Office decie^ 

V Clsi ° n was erroneous." 
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lengthy proceedings before the 

in tne 


latent 


XU “ 

O ffio v^en numerous findings. Key rulings a re 

iCa i there have ° ee * 


f o 


pretrial 


nt to 


there have 

llv . . . raner number 145 which was th 

und in Examiner Hum's P*P er 

a? pnd is attached to the 

c °ns iderable testimony and 

brief . 

Also, the commissioner's office requirement 
for information dated June 2, 1983 was another attachme 
the pretri&i brief, and the commissioner’s office action 
dated Aug Usb 25 , 1983 , which was attached also to the plain- 
tii t 's trial brief. 

In connection with those findings and with 
rei erence to some of the material presented by Mr# Lynch in 
connection with the pap-ers initially filed by the applicants 
to show b conception, there were affidavits with attached 

drawings, your Honor wi U recall, that were reconstructed 
drawings by Fraderiksen of what was Qn ft blackboard and some 

other material, a number of affidavits; those materlal3 ware 

submitted initially by the applicants to prove a conception 
date in December, 1973, which wa ~ h ., . 

date in as believed to be the earliest 

conception date 

Examiner Hum hr, 

wever > during the proceedings 

initially 6 r»" ted *° the ».lnti f(s th . bmeflt of tBat 

te. However, as 

concepti° n a noise question became an 

- Hum said if 

issue, Exami» e h e noise problemg in actual 

1 thibS were rout lnei v a a n^ er 

this J s °ivable, and he had 


making 


3 i 3U 
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Of t , +he n the pleintiifs were entities to that 

° f t i’Pos , he s£id the X 

conn < December, '73. However, If the noise 

inception date in De ° 

Problem w „ e not solves routinely by ordinary engineer ln e 
■UU, then the applic.nts « = re not entitled to that con- 
ation because they hadn't done enough work. 

o ns the facts evolved, particularly with 

respect to the Atari-Cyan development, and Cyan was a re- 
search group that Atari maintained up in Grass Valley up in 
the mountains, they had done, as your Honor has heard, the 
El Toro project was their earliest one where they took a 
Bally El Toro electromechanical and converted it into the 
microprocessor-controlled system, which was not a stand-alone 
it had that blue Intellec coupled with a cable to the machine^ 
and then la^er they did the five Delta Queen games, and then 
the last thing they did was the Superflight up there, which 
was a Williams game that they converted. 
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NOW / 


si |, 

a H that evidence started to 
as come i n 


from * , those Atari people, and with aff idavits 

rom depositions of th0& 

*»« °t hor depositl° ns » £ SaUV P<!<>Pl<! “" d S ° 0 "' th ° 

£ °™d th.t the noise solution, the problem of „« k i„ g this 

thin, worki was not ro otinely solvable. 

And while there is no specific ruling with 

respect to the conception date, presumably the plaintiff 

would not have that conception date, but would have based on 

that finding that it was, that the noise was not routinely 

solvable , was entitled to his reduction to practice date of 

September 26, '74, but that meant that the work of Cyan, 

that is, the El Toro and Delta Queen failed completely as 

prior art because there was no evidence that they were 

actually reduced to practice. Every one was considered with 

noise testing. Noise testing was part of the routine for 

determining a practical pinball machine, which was establishe 

in the Patent Office; and everyone here, l think even in this 

case, Mr. Goldenberg noted in his opening remarks the noisy 

environment of pmball machines, and that they were inherent! 

• oi noisy dsvi 

noisy, elects j uev ices. 

in any event, i*. , 

burned out that the examiner 

+- fhe El Toro faii^^ 

found that the noise tests and the Delta 

noise problems ^ 

Queen also and other problems and, there- 

were not reduction 

Practice and not be 


fore, they 


due tions 


to P 


r actice, they were 


of 


at tempts and fail^ reS 




• ab,„ a „ . nt . and they »» >•”?« »«• ■ t.lo, „ rt 

nd °ned experiments \ 

2 oi aoainst the applicants. 

^ ° r citable \ 

3 a been a large amount of evidence 1 

There has 

4 ^reduced in thls „ se through deposition testimony which 

5 honor aay „pt have had an opportunity to consider yet. 

8 E "t, and the defendants have net addressed that in any 

7 particular way, but those deposition line designations and 

8 then recent counterdesignations dealing with that subject are 

9 primarily with the work done by Atari and by Ramtek, another 

10 company that was relied on by the defendants as -- these were 

11 asserted initially to be alleged prior -- they were prior in- 

12 ventions or simultaneous, independent inventions, but they 

13 turned out to be attempts and failures and ended up proving 

14 non-obviousness rather than obviousness. 
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o i 


Ov3 


perh aps »” tlle 0" estio " ° f »»vi ousne>e _ u 

vove some cherts prepared, and t 
would be better tQ .. we h RV 

, nr p of what would have been obvious 
Eub “lt that the best evW enc 

, , in m the art at the time the 
to 8 Person of ordinary sK 

invent- lpt . 8 take 197^, was what people actu- 

1 mention was made, l et s 

*11* in the art were dome! iS > “* C ° Uil1 6peCUl ° te ES 

to What would, have been obvious to various people, but we, 

m ,,ph discovery taken on this 

m this case, there has been s 

question that we actually have, we actually Know wix - 

people in the art were doing. 

And if we look at the pre-invention activity, 

this is the original work done by Frederiksen and Nutting in 
November, December, ’73* and then the September 26, f 7^ 

Flicker ^emonstrat ion over here; at Atari, which was considere 
by the examiner to be experts in the electronic game tech- 
nology, &nd particularly at their research facility in Grass 
Valley* which is not a routine engineering type of facility 
in the normal* according to the testimony, according to the 
normal chain of events, original designs, creative work was 
done at Cyan as Gra^s Va Uey, and then ultimately if they 
were going to d °’ P nto Production, it would go down to 

their main f& cility as Gabo's, and later beca me Sunny* 

dale Calif° rnia ' ^ th6r6 Were different people. 

In early *otuau y in about December, 

Grass Valley wftS ^ ^ t0 det ermine the feasib* li0 
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state pinb&U 
re was no specify 


mac 


° i <J4 

hine , the feasibility of tt. 


And 


as to what type it should be. 

ati° n 


eopie »t Atari, at Grass Valley, Mr. 

And the P 

^ide^ed various approaches, and 
•' iS yer and others there, c °" 

so-called TTL that we have 
one of the approaches was the so 

♦ - , h is a non-microprocessor, discrete 

about approach, whi<- 

- . • , f nse transistors oi x i ^ ^ e — 

i0 6tc, solid-state system using, nay use 

grated circuits, but it does not use a computer, 
logic is dedicated for each part in the machine, as Dr. 
Schoeffier discussed, rather than having a central logic 
that time shares essentially with everyone. 

And that was done, there was some paperwork 
done on that and so on.. And eventually they started work on 
the El Toro phase. And in June, May or beginning of June or 
so, the work stopped on the El Toro, June, *74. And then in 
September, five Delta ^ueen pinball machines were done. And 
those, those were, both the El Toro and the Delta Queen were 
found to have inherent, well, at least the Delta Queens were 
found to have inhere faults making them unsuitable for 
field testing* p rtie ular, there was an exhibit from 

Atari's fii e > Pl aintifl s Exhibit 129 and Plaintiff's Exhibit 
130 where the Cyan people w min6 ^ ^ engineerj A1 Alcorn, 
J was the chief engineer 0Ver &t ^ ^ ' 


who 


rtu g r outages or l- ^ , __ and 

playing with the 


things about P 

send the ma C hi ne 1ri . , „ states 

h into non-scanning s 


or 


iff switc 
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^uriou 


3 game c 


ounts 


The 


software cannot cope with 


stuck. 


swi tehes, so everyth 
means that the coaput er 
anc ^ ''ten nay stop wor&i 11 ^* 

an un P Payable state." 


bonbs when this happens. A nd bobbin, 


ay go off into an unpredictable B t»t 
This often leaves the machine in 
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m 


any 


° « ot 

event, the El Toro earlier h 


ad b 


een 


n f the Atari technicians, Michael 
t0,t « for noise by »” e ° £ 

p we took right at the beginning of 

Ro<7er s, Whose deposition we 

the ^al when we flew out; he had put in an affidavit - 

had an affidavit in the Patent Office, and then we put it 
the evidentiary form, but he performed essentially what 
turned out to be one of the same tests that was done on the 
Flicker , and that is, he, he with others around him at Cyan, 
conducted — pu t electric drill in the machine to generate 
electrical noise, like, similar to an electrical razor type 
of thing. And the machine malfunctioned. 

Based on that kind of evidence that was 
submitted, the Patent Office found it was not a reduction to 
practice. it was, the El Toro was never a self-contained 
game. The Delta Queen was not a self-contained game. 

And ultimately, they worked on the Sunerf lightj, 
in April of '75, that work was completed. 

And then final! 

Yf when, in November of '75, 

when Atari ^ *° « into the pintail „, chine buslnoss , 

• a n<*me you have 

Bob Jones i , heard, who also worked for 

a. ir „revio“ 0 ly and now Was 

Ramtek pre working for Atari as they were 

~ into the pinball 

going to 9° ' ac hine, who was a pinball game 

designer, went up o n t know if x misspoke . Delta 

^-contained ga 


Quee 


n was a 


ae 


9 but El Toro was not. 
joneai went „ . - 

' fr °™ the main engi« eerin 


2 


^ I 3'/ 


valley facility at Cyan, and they 
v,4- game and they brought it down to 


1 fari i • aC '- n «Y 

aciu ty to the Grass 

, game and they brought it down t . 

2 ““kM up the supc r«« ht 9 

and they tested it .nd it didn't 


up the Supe: 


3 the «« . tv ana w * u 

er *gineering facil 1 V 1 

4 work. to. t . _i. P d compl ete1 ^ - 1 

t was rejectee 

. „ „ Atari, when they brought out their 

5 And then Atari, 

• - they went in to production, went in production of 

7 their fi rst pinball game, called the Atarian, their first 

8 coin-operated microprocessor pinball games; that system did 

9 not used the claimed invention. And that was a position that 

10 was taken in the Patent Office, and it is a position that we 

11 mairtain here. That uses a different system. 

12 We have talked about matrix multiplexing of 

13 switches and some displays. And that game did not use matrix 

14 multiplexing of the switches. it used, I believe what 

15 Dr. Schoeffler referred to as some sort of a tree logic, 

16 which could perhaps broadly be considered a form of time 

17 multiplexing. lt was n °t prior art; and is not in any way 

• — -»v+- to the invention of 4-u • 

18 Prior art to of this case, in this patent. 

And if we were +-o. I 

19 construe the claims more I 

if we assumed tha+. 

20 broadly * ©ven claim 45 wasn't restrict I 

*+-rix multiplexing, 5 . 

21 ted to wa ould encompass any type of 

• the Atarian wou l I 

22 multiple* 1119 ' n °t become prior art to the / 

t I don’t know th 

23 claim; i n £a ‘ at ifc would change anythin?* I 


.ueY * ad invented that 

25 here that they 


But, it wasn’t 

the Position of the inven 


tors 
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So 


tne position of the inventors is that ^ 
system, that's what wag 

r,ad invented matrix « ulUP 

fhp patent, and that's what every- 
specif lcelly alscl< ,sed W the 

, the Patent Office proceedings, 
°ne considered it to be <* ur b 

u . , - + h respect to the original patent 

both in the proceedings ^ th reSp6C 

^d with respect to the re-issue patent. 

THE COURT: Excuse me, I am not sure I followed 
what you just said. You are saying that Nutting and Frederic 
sen 

MR . kATZ: Their position is that their invention 
is matrix multiplexing, 

THE COURT: Is that what Dr. Schoeffler said? 

MR. KATZ: Yes. It is certainly consistent with 
what they said. What we are saying is that the invention as 
defined by the claims, and as is disclosed in the specifi- 
cation, and as has been treated by everybody up until this 
oint, has been that we have a micro 


P 


THE COURT: What was 


new about matrix multiplexing 

MR. KATZ: It had nev ^ k 

er been used in a pinball 

machine bef° re * 

THE COURT: In a p lnbiu> ^ 

M „. KATZ. Us Pad a mlsro processor . cont r()lle d , 
a nr-controlled pi nb 

microprocess 1 machine that under the 

control of the miCT ° P eSS ° r ^ed a matrlx mult iple*in« 

e n described 

system that s °rder to sense, y° u 


■ ne 
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,, cyclically and sequentially to 

^ is enabi ernent language C> 

machine and one or more of the 4la 
the svjh > ‘ axs *“ 

switches in a P iau 

. displays, the lamps, or both; and 
PiR ys; that is, the dlB 1 * 

. .. do it, which was something that 

in d °ing that, in trying to do , 

the a, tried to do, they found that they 

the Atari people at Cyan tried 

were takin , uhlc h was already very electrically 

-aKing a system wnicu 

noisy i n terms __ and tha t was very hostile to the micro- 
processor, which had to do 100,000 steps per second — 

THE COURT: You are including the computer program 
MR. KATZ: Yes, right. 

THE COURT: In your definition. All right, then 1 
misunderstood what you said. You aren’t saying that it was 
simply matrix multiplexing of a pinball machine; you are say- 
ing that- the hardware and the software combination. 

iuR . KATZ. Right. Well, I was going to get to 

that . 

problem is, i s that what they did and 
what other peopl do was that Prederiksen was able to 

recognize inherently in the system that he designed> he used 

rtain hara Her testified -- certain hardwar 

is e prevention sy , o^ay, schemes, hardware, whatever, 

he had dift’ ererlt he used, and he didn't try to 

eliminate all th ® <hat he did was he reduced the ieV ' el j 

of noise to a " hlC1 ' h <= «ui a than hanala „ lth .»«- 

ware . 


ce 

no 


NOW, are 811 those thin es that h e 1 
THE COUKl! _ 

f the invention. 1 

U ° ed lo do that part 01 1 

the concept is pBrt oi the inven- 1 
MR. KATZ: YeS ’ 1 

a „„ plus function language of the 
a 3 defined in the means piu 

f the statute. We would like to 1 
oxai.as under Section H 2 0i 

„ „, r n f doing it, but there would 

speak __ he Qnly used one way ox doing , 

! »e a lot „ ,. ays of doing it. But the concept of taking the 
hardware ana reducing the noise on the one hand so that you 
can use a software noise immunity system so that when you put 

10 it together, it would work as a practical pinball machine. 

11 Now, one of the problems that was lighting 

12 against their being successful was that matrix multiplexing 

13 is inherently noisy, because you keep pulsing things with 

14 relatively higher voltages, particularly lamps that are at 

15 a voltage that’s a power function, higher than the rated 

16 value of the lamp, you are pulsing through the system and 
that causes a lot of electromagnetic radiation which induces, 
as Dr. S c boef f l er discussed, noisy signals, and he was talking 

about signals live lionths of a second in duration, very 

short signals. , 

low level, sno 
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I 

to a microprocessor which 

ias to d 0 


_ ♦■I'uctions per second, 

° ne hundred thousand ^stru 


*t be there, and the microprocessor 
,erhaps as a signal. And that's — 


3 have five-billionths of a second spike] 

If Y oU | 

4 Pulsn narticular wire going into the micro- 

ae ' or noise, on a P ari - 

5 P r °cesso r , when it shouldn't be there, and the microprocessor 

6 see s it, i t will rea d it perhaps as a signal. And that's 

7 that ma Y be the end. 

8 It may read it as a particular number that 

9 it shouldn't be, and then that would be the end. That may 

10 do what they say, bomb, it goes over into sort of never-never 

11 land, and then it becomes uncontrolled. 

12 So working with a system that was inherently 


hostile to the pinball .machine environment, where you had 


14 the solenoids that were high current devices, all these long 


,5 wires that Dr. Schoef£ let talked about! these 

16 were the kind of thing that would hake you think you shouldn 


17 put a microprocessor in there. 

18 And P eo Ple tried it. 

19 Now ' the se peom 0 j-u, 

1 make that mating that 

“ «• tal ^ * b ° Ut ’ in fact they didn't work. 

1. k„d there was *««««, taken of „r. c .„ who -as 

22 the programmer the E1 To ro work. 

And interesting 

23 y en °ugh, he talked at 

and he testifi ed 

great length, about what he did, and so *»• 


He didn't con templ 


ate -- they had no: 




pr °blems. HG said they » 

jnd that 


vi I 42 

never cured the noise probi enis _ 
. a n indication to me of level Q f 

’ X ^ 


Skil l- And i don’t Know whether 


that's a low level of skin 


r a h igh level of sKil 1 


But the e 


electron! 


xperts in electronic gaming, the 
, lts n. did not and could not solve 


c aame expe 


rts at- At a r i 9 


the problems. 

Their solution was not to use matrix multi- 
plexing for the switches. And ultimately Atari went out of 
the pinball machine business several years later, I believe. 


the invention. 


But in any event, their systems did not use 


Turning to Ramtek, which was another alleged 


prior art development, prior to September *74 Howell Ivy, who 
was vice president of engineering and the hardware engineer -- 
he would be considered, I believe, what you would call a 
digital electronics engineer -- he did a paper design on a 

non - mi c reprocess tronic pinball, also a so-called T- I 

. T T TL system with dis crofn i . 
squared L, J lscr ete logic. 

Then in September of .74 at about the same 
time generally of cke r demonstration, they first 

Started to P ut t0<3 P r °ject to do a microprocessor 

pinball pro j ect * / 

And, interests ■» ^ / 

gl V e nough, they had thre / 

it* wording on th* _ ^ to / 

different P e ° P Pt ° ject - And this g ° 
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the people in the art. 

the question of who * er 

Bob Jonesi, who was their pinball 

They had 

, piectromechanical type of pinball 

game d esiq ner/ more or 16 

. the play fields . 

* ar » e <tesig„ e r, and he desioned 

,- a Howell Ivy, who was the digital 
They naa 

- i-n design the hardware 

electronic designer, who » 39 9° in? t0 * 
system. 

And then they hired a software, a microproces- 
sor expert, a fellow by the name of Ray Holt. 

And Ray Holt had previously been teaching 

courses tc engineers for Intel# who was one of the early 
microprocessor designers and manufacturers. 

And so there they had what they considered an 

expert team. 

They built a game called Lucky Dice. And 
Lucky Dice, in about April of 1975 , was a pinball machine thal[ 
was cabled externally to the — to what they called a card 


cage 


:ards insi<* e 


computer, it had all the compute 
o£ , yen hnow, , box _ , lat , e .. a Mtal cage 


And 

They 


alone 

system inside t 

jcompute^ 

, t wouldn’t work. 
. * 


micro* 


they wsya n 

over able to make a stand 

said the 

me they tried to go, put i 

insirio tL 

which tr 


g y s tem • — j *- x. j. c u tu 

tem inside tha 

Pinball machine, 

nldn’t wo rV 


tried once 










Was generally not succ 
state systems, r 


( fulJ * lue indicates non-mi C r 0proce88 J 


referring 


to Plaintiff's Exhibit 

JC - « > arid 

een as the successful systems 


X ' ve indicated generally the green as .he successful systems 
b ° ta io r the inventors and for the final system of Atari that 

really didn't use the invention. 

Ba used the tame coder designations here In 

this chart with the pintail ® chine industry. This one is 

marked PX383. 

So we have Gottlieb from '72 to '73 working on 
solid state. But eventually all of his work was rejected by 
management as not being practical. 

The Flicker demonstration of September 26 , 

T 7^* about which Mr. Toae spoke, was viewed by a number of 
BPlly people. 


lenced the s 


On October 13, *7^* Bally immediately com- 
tart ol a project for the design of a micro- 


processor pinball machine. 

The project that Braeha and Engelhardt were 
on - they had previously been WOrking on & ^ 

project, an electr ot machine project up to that point- 

but as soon » s the Bally P eo Ple saw the Flicker system, they 

immediately re act y rea ssi gned the worlc Q f Braeha 

and .. that Braeha and ^Uhardt ^ ^ ^ r0 „ 

assigned that to another group ia the companj% in faC t out J 

&nd they mediately sta rted Bracha and Engl***^ 


in Reno, 
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solid state pinball machine 

° n d «" G « project the 


Golr<? 


down 


__ back to Gottlieb, Gottlieb hires' 


tr onic person, a fellow by the name 

electronic, digib a ^ e 

7 . . T _ "I _ _ .4. 


° f Ed »*u, Who had a backgrou 


nd in digital electronics. 


And he was assigned the job of naming -- de- 
signing a solid state pinball machine for Gottlieb. 

H e previously had worked with microprocessor 

technology, but he didn't use microprocessor technology. 

He went through a tedious development of 
eight different non-microprocessor based electronic pinball 
designs, and every single one, during this period fro rn 
November *7^- through September *75, every single one of his 
games was rejected by management, 

- He tried various types of discrete, non- 

icroprocessor logic systems, various types. And all were 
rejected as not being practical, mostly for t echnological or 
cost reasons. 
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September '75 Gottlieb .t. rt „ th 

Then 


ie ct, and then in late *75 and 

ln ~hou Se microprocessor P r 

'75 Gottiieb tad »■*" > U 1 

^—tionm. one of tb. defendants , and also National 

o . . nrototype systems. 

Semioo„ auctor ao evaluations of prot yi 

ind t „ey decided to go along with the Rockwell' 

system. 

in June of 1976 Gottlieb abandoned its in-hous 
Program and decided to stay with the Rockwell, which was an 
established semiconductor company, not having the in-house 

capability to do that work. 

And eventually in late *77 they brought out 
their first coin-operated microprocessor pinball game, which 
is the Cleopatra, which is one of the games here in the court- 
room charged with infringement. 

And of note is that during the process of 
this development work between Rockwell and Gottlieb, there 

tremendous problems encountered, many of which we heard 
ton relate that were brought to light in the 


were 


Professor Kay 
Patent Off^e. 


rel ati* 1 # 


to P r 


There were i n _ . . 

a °t four volumes of materials 

oble ms that Rockwell encountered. 

And in fact, the * 

deposition testimony 


wi 1 ^ 


hi' 


- is an entry 0 f 

that the* e Mr * Edwall at Gottlieb 

"Send a -i 

notebook th.* s,y ' V - this «*" 
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aft er th out, «»ich was Bally’s first „», etcli 

r the Freedom caine I 

, r l n c. _ j 


doi 


* r. December 6, *76 - - and th_ 

gaRle Us in g the invention x» De 

, nnk said, "Send Rockwell a Tree 
° ntt V ^ the Gottlieb ’'° teb °° 

t0 show them what we want. 

i fhp Freedom was sent back from 
Ultimately tne 

Rockwell to Gottlieb. 

Williams, another major pinball manufacturer, 
in early .75 started an in-house project for designing a non- 
microprocessor pinball machine, also T-squared-L system, TTL 
system. 

And then going into the fall of *75 they stopi 
their in-house project, and they hired three outside sources 
to do a microprocessor pinball machine system and a non- 
microprocessor pinball machine system. 

They didn't know what to do. They hired 
National to do a system, they hired Rockwell to do a system, 
and then they hired Seeburg that had electronic engineers on 

its staff* 

Then in November of 19 76 , just prior to 
November of ' 76 ' & fellow by the name of Mike Stroll was hire 

by will*** 8 ' ^ 116 WaS ^ enginee * in charge of the nationa 

. t that * as worklng on the microprocessor system f° r 

project & 

Williams. 

And when he Was hired v, .n 

ur eQ he rejected 

o^oiects, and hf> - 4 . Tie w 4 r ° 

x. s ide P r started by hiring a 

Of the outs^ 
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of 


Gn °ineers saying 


OU 


the other engineers were really 

that were there weren't able to 


hat the engineering pe°P le 

Randle this kind of technology- 

, all three of the outside projects 

He rejected 

*>“« « »«•«- laCk ° f aMlity “ dUPli<!at ' ! 
systems, too critical in quality, and various other 

problems that they had. 

And he started his new in-house project, 
which was with his advanced technology team. 

And then he reviewed, the depositions will 
show, several microprocessor pinball machine games. And one 
of the games that he analyzed with his team was the Fireball, 
which we heard Dr. Schoeffler talk about and Mr. Frederiksen. 

Fireball was a microprocessor-based pinball 
machine designed by Frederiksen for the Bally Midway subsidiary 
and it was a home game. And that was first brought out on the 
market by Bally 1" “9"“ 21 ■ '76. 

Stroll had one of those games over at 

illiams, and that alyzed, particularly, he said, with 

r peli^ve, to the iriuli-’ir>i 

respect to r ^Plexmg of the lamps. 

lie also had a Ban 

ly Night Rider, I believe, 

the second Bali 

I thl Uy s °Ud state game that ca™e 


which was 
out usin9 


the 1 


indention . 


and o 


f reco 


TBe Williams on dapo si 

rd now in thl * <=*«. that they, when asked 


it i° n 


the 


4 


315 


^ UGst ion, you know, 


"Why 


,re y° u analyzing these games'?** 


the 


an swe r was , M We a 


iway 


analyzer everybody analyzes 


cornpe titi 


ve games 


that they had was a consumer, 


Bu t the game — 

^ Because Williams was no 

a ho *e gatne , not a competitive game. 

in that — not in the consumer business. 

Eventually, November 10, *77, Williams came 

out With their first coin-operated microprocessor based 


pinball game called Hot Tip. 


acago Coin in January of 9 76 designed a non 


microprocessor based, that is, a TTL pinball game system 


which was not commercialized. 


i 


vi I bb 


LP i 


And then 


early i n ' > late ' f6, early 'jj } 


2 ' h , irrnotcv. A nd then early in '77 

2 -n lca ( » Q _ ,„t.n bankrupt j u . 


' eo Coin went into 


3 Stern 


ectronics purchas 


ed Chicago Coin. And from April to 


4 June > 1 77 , Ste rn copied the Bally microprocessor pinball 

5 machine. And late ' 77 , there was the first sale of the 

6 Stem co in _ 0perated preprocessor based pinball machine. 

7 And then October 5, 1976, Stern took a license 

8 under the patent which had produced approximately a quarter of 

9 a million dollars in royalties* 

10 The Stern Chicago Coin sales went from prac- 

tically nothing to very significant sales in the industry 

12 after they copied the Bally machine. 

13 Referring to Plaintiffs' Exhibit 327, the 

14 plaintiffs submit that the work that Nutting and Frederiksen 
19 did in connection with the Flicker essentially revolutionized 

16 the pinball machine industry. The work that originally 

17 started in November, '73 in Milwaukee and the September 26 , 

18 174 Flicker demonstration to Bally eventually led to everyone 

19 going into, & H ' Pinball machine manufacturers, going! 

20 into the micr°P r0C Sed system, where they all used, j 

21 other than Atari* ^ected the complete matrix multi- 

22 plexlng system the 0 e & u used the system that 3a ily used / 

23 and basically t*e COv ”ed by Claim ,5 tQ , 9 and o 5 


24 i n issue 11 

are in j- sc> 

25 THE 

// recess) 


this case. 

COUR' 1 : Rct f s k this 

a brief recess at 
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v ur Honor, as shown by Exhibits 38 i- R 

MR. KATZ: 

inures and the chart that 

and 4 7o . . aa les 

commercial s 

M „ in about two years, from 1976 

Mr ‘ testified .h°»‘- 

r _ b ased pinball machines that 

thr °ugh i 978f the microprocessor 


are the subject of this sui 


t and the plaintiffs displaced 


the. , 1 1 michines . Essentially all 

the entire market of pinball machines 

electromechanical pinball machines were displaced and Bally, 
from 1971 through - it should be from 1976 through 1982 sold 
over $400 million worth of pinball machines. And I Delie /e 
that the defendants’ combined sales were comparable. bally 
went from roughly a third position to first position in the 
market during this period, 

THE COURT: Refresh my recollection, Mr. Katz. 

Did Dr. Schoeffler testify that the *441 patent reads on the 
Freedom and the other Bally commercial machines? 

MR. KATZ: Yes, your Honor, he testified and he 
specificity went through a large schematic diagram with a 

part *-by-P art t0 Sh ° W that the Freedom system, the Freedom 
game of BaliY s an Fireball, which was the home game, 

were covered Y a he also read the claim on 

Flicker and tS ° Wn ' ° n the disclosure itself 

of the 

TKS C00RT! ‘he Brach, patent dif«‘ 

, 4 41 Pd‘ ent in comme rei a i terms? Th , t ., „ot the 


from the 


right q ueS 


ti o», h " 1 th *' :e ls * c °ntention by the def"" 0 " 
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hero 


th *t what is bein? 


so 


^ I b4 


Id is something manufactured 


.tent 


ra 


ther than the '441 


Patent. 


ac cordi ng t0 the Dra cha P a1 

. Well 

the defendants. I said plaintiffs. 


MR. KATZ: 

THE COURT: By 

1 ffiG ant defendants. 

MR. katz: one difference is that the Flicker 
machine and the system that is specifically disclosed in the 
'441 patent is a n Intel microprocessor, comes from Intel and 
it is their particular set of chips. The Freedom — 

THE COURT: What was the improvement in the Bracha? 
I have read the claims, but I can't figure it out. 

MR. KATZ: In the Freedom, the system used, it 
used the basic multiplexing for the switches and for the 
digital displays. The switches on the playfield and the 
digital displays. But it did not use the matrix multiplexing 

for the lamps. That was one difference from the patent. 

And the patent . ■ • 

says, this is the Bracha- 

Englehardt patent, 

THE COURT: Yes. 

HR - “ TZ: " that pat6 « that there is 

actually some a dv °t multipi exing the lamps on the 

. n other words, not 

playfield; xn n 9 a matrix multiplexing 

for the lamp 8 in «-necti 0 „ with th . redug tion o< 

. fre guency i° ter ’ n °t, you kn emit ting irotn 

radiofreq 

nine »•'*“■"’ PUl « ourrent. that h.« 

the machi» 
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OO 


*° thro 


u gh the lamps* 
There 


was another aspect to the Bracha 


»«=»«=. too. X beli .v., that 13 th “ the inter£aci ''’ 

■=»*«>•. the semiconductor se g re,hted interface chips between 
Circuit, that are connected to the switches and the 
digital display, and the lamps that connect those components 
to the microprocessor, those interfacing circuits are seta- 
rated i n a way so that all the lamps are connected in one 
section, all the switches are connected in another section 
and all the digital displays are essentially connected in 
another section, so that a service, for ease of servicing, 
so that a service person that goes in and has to repair the 
machine can actually determine, I guess trace wires and 
determine how to repair the machine. 


25 



O i i 


Ob 


So 


-• a c a simplicity , there was a ^ 
there * aS a a cer tai : 

And there was the reduction i n radio- 


&SpQ O *. 

of simplicity. 

frequencv « • . i. ha t occurred. 

* c y emission that 

. claims that are in the '441 patent. 

But the ex 

the Nutting and Fre deriksen patent, dominate, essentially they 
dominate the Bracha and Englehardt patent. 

THE COURT: What was it that made Bracha and 
Englehardt patentable over Frederiksen? 

MR. KATZ: The Patent Office allowed the -- the 
Patent Office first cited Nutting and Frederiksen as prior artj 
against it and considered the rearrangement of the circuitry. 
The claims in the Bracha-Englehardt are very specific to 
their particular kind of system that's used in that machine. 
And it was considered patentable to make that arrangement, 
in other words, to make the arrangement in a way that was 
not - that was easy to service and not multiplex the lamps 
and still have an operable pinball machine. 

THE COURT: Now, do the Ball. 

ally commercial games use 

that arrangement? 

MR. KATZs The B ally COTnm ^ 

erc ial games use that 

__ x. the Bracha- Engiehardi- 

arrangemen ' . And according to testi- 

prof eSS ° r Kayton ' where ho 

Pr he s Poke , he testified 


mony from 


about the e5Cai * La ting to commercial succe 


s s r 


xaminer's findings rei at i 

. commercial succeq,, 

in attributing of the Bracha system to 

^ Nutting and 

the Frederi^ se 9 er iksen patent, he sax 






^ i b 7 


in clud e 


u took on his own initiative to 

e *aru ner , who y° u r " 

.-. veV in his final action, whe 
Ude that play meter survey 


~ i-aat play we u 

it Was . - th one of his findings, he noted the 

connection wi 

=o»mer cial pinbaU oach i„es that were being sold by Bally. 
the “1» operated pinball machines, he neted that. He was 
aware of the claims in the Bracha case and he was also aware 
of the claims in the Nutting case* 


the 





o I . L 


c glso aware oi what the actual 


1 , hp w as aisu — - -^uai Bys . 

Ana ne 

service manuals with the sche m . 

2 looked liKe . Bec® use tne 

„ . . • + + f »d in those cases. 

3 a -tic drsui submitted 


3 ati <= drawings had been submitte 

« 

■ schematic diagrams and programming for the liracha and Engle- 

6 :iard t system, and the Nutting and Frederiksen had w it the 

7 programming and the hardware system for that patent. 


And then in the reissue proceeding the Balxy 


9 coin-op commercial game manuals were sent in to the Patent 

10 Office. 


So Examiner Hum had all of these things . 


12 And the plaintiff submits that the Nutting 

13 and Frederiksen patent was the pioneer patent, the breakthrough 

14 patent in this system; that Nutting and Frederiksen was an 

15 improvement on it, and that the examiner, who was in a positioi 

16 to know this, attributed the commercial success to the basic 

17 invention, the basic breakthrough invention. 

18 1 m sorry i;t I misspoke. Bracha and Engle- 

19 hardt was the impro e ent on the N u tting system. The Nutting 

20 S y S tem has the claims to the broad concept of this matrix I 

2 , mult iple xing c ° nCePt UM " "‘"“Processor control. j 

22 THE t ‘° UK y ° U set an improvement patent, I 

* though, y°“ * re entltlea th6 fUU ciiiizat ion of the P*»"* 

ting of the procJ uct. t _ 

* in the marketing . 8 that right? 

K ATZ: Yes. 
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' LX, ' n the basic patent 


And Bally owns both patents in 


^his 


MR. KATZ: NO 

se, __ 

THE COURT: RiS ht * 

a0 it turned out that they acquired 
hr. KATZ: -- s0 1 

both . 

I don't know if I mis-spoKe: the examiner 
attributed the Bally commercial success to Nutting 

Frederiksen . 

THE COURT: That's what I heard you say* 

MR. KATZ: If you look at the scope and content 

of the prior art, which is one of the elements of the Graham 

versus John Deere test, we could see that all through the 

prosecution of this case, from the very beginning, there were 

over 70 references submitted to the Patent Office, patents 

and publications, there was never an anticipatory reference. 

There wasn t anything really very close. 

The basic manual was the MCS4 manual, which 

narticul ar manual that came with the microprocessor, 
was a P ai 

And every article that referred or had any 
to usi n £ a miC proces sor in a pinball game, would 

ention u 

HOW » oW y0U y do it. 

fail to 

The testimony that T ^ taI# * n ° 

aat was taken of Dr. 

an engineer at .... - 


m 


t i me 


he was a Ph. D. engi ne< 


wasat one®f^hed©Qi f . n c i± sy & 

a -^Bners of the 


te& ■ 


lat Intel* and 


° 1 t-u 


And he 


said that these articles were j UEt 


art icle „ tv wr0 te **> .ere dreaming and trying to 

xe ° that people WI 

‘ lust essentially puffing, that 

Pr0:not « things, and they «* re Jus 

they r es lly had never seen a g& 

i testified that he went out 
He, Dr* Tal} 

- and he * s listed, I think, as one of our corrobor- 
ating witnesses, Phil Tai, corroboration of the conception 
that we didn't get in December of '73 — but he was out 

early and talked to Frederiksen. 

10 And then he testified about his conversations 

11 with Hay Holt. Ray tbit was, if you recall, your Honor, the 

12 Intel microprocessor expert at Ramtek that was on that 

13 pr o jec t . 

14 * And as a result of the testimony that was 

15 put into the Patent Office* the examiner considered that Holt 

16 had actually derived the idea* the broad idea* from Frederik- 

17 sen through Dr. Tai. And felt that* you know* that develop- 

18 ment for among ouher reasons* wasn't relevant because it 

19 oft an independent development. 

19 wasn t 

So that was an 

20 a ait lonal point in supporting* 

« refuse to *«v.lop„nt . I 


25 




3 I 6 | 1 

1LP1 lnoK et the differences between the 

nn t If we 1 

2 cla imed the prior art, some o i the differences 

^ invention and ^ 1 

3 between th , nb8 u machines which had been, you know, 

en the prior pinoaJ-- 1 - 

4 «“l»M static for essentially 20 or 30 years, and the 

5 K «tUng „ M Prederlteen invention, include the absence of j 

6 electromechanical logic — 

7 0 _ \r vnu this: Do you think, that 

7 THE COURT: Let me ask you tnis. x 

8 the relevant prior art is the previous pinball, or do you 

9 think that the more relevant prior art is the microprocessor 


io art? 


MR. KATZ: I think it f s a combination of arts. 


12 THE COURT: Well, you don't have to convince me 

13 that the previous pinballs were very different from the 

14 electronic pinballs. 

15 THE COURT: I think that it was a combination of 

16 people in the-- if you’re going to look at a fictitious per- 

17 son, and make him into fictitious two people or one combined 

18 fictitious person, but I think that person would be, or those 

19 people would be a I )ers n iron the pinball art and someone 

20 „ho was at leas' a <U S «al, so KbMj frorn the dlgltal el . c - 

21 tronlc or microproce^s r art, who would bg familiar with 

« pinball machine 5, « -«., I 

23 THE C0URT! HO> ' a6 °« auch a person workibb 

2 . a 5e p.r.» perS ° n "” 0 *** fa oiliar with plhb.Ua’ 

„ ltn a poe6 lt have to I 


25 


°ne person? 


1 


MR . K A1 Z I 


J 'c;- 



, d0 „'t think so. In foot, our .. no 
MR . RA'i £ • * 

T ^Ouli _ 

Sa y not. 

vnur inventors v.ere not. 

THE COURT : Your 

, inventors were -- our inventive 
MR. KATZ: Our i nven 


““‘it, was t „„ Ramtek's inventive entity, or their 


"as two people, a*”— “ 

att ^Pt to lnvent , , a s three people. And the Atari people. 
Atari development, was done by multiple people also. 

I would think that if you do an analysis of 
the patent and the prosecution history and you look at the 
10 claims, the claims are directed to pinball machines. 


And I think that the relative art is a com- 


12 bination of the electromechanical pinball machine art and 


13 the microprocessor art.. 

14 - ^ nc * * think that the evidence shows that we're 


15 talking about the combined or hybrid art. A person skilled 

16 in the art, I guess in 73 - *74, I would say, would be a 

17 digital logic designer having some understanding of electro- 

„ mechanical pinball machines. 

„ »*'* “«"« « «.o. as ! tlI g!t . 

20 THE C0Uril gather that plaintiffs and defendant! 

21 pretty well agree on that pro position> 

22 MB. kATZ: ** d ° depute the defendants' position 


21 pretty 


23 that sugS eS 


ts that ’ ln XtS brlef that they recently filed. 


24 that the P 


e r son sKi he art was proficient in mi cT ° 


25 processor 


apP 


^cation*. 






^U>3 i 

1 We lje iieve that that's inproper to the extent 

2 that +u . proficient means well advanced or 

tl * e definition of P r 1 

3 expert < «rt or subject, because the statute, 

ln any science, ar 

4 3 ect ion , „ Qneci fically of a person of ordinary skin 

AU 3, speaks specie 

5 - n the art . 

6 I think that if we looked at the 

7 THE COURT : Of course, it's a little like talking 

8 about an astronaut of ordinary skill. 

9 MR. KATZ: Right. 

10 THE COURT: If you're a microprocessor designer, 

11 you’re a pretty skillful person if you're at the bottom of 


12 the heap. 


MR. KATZ: I .tried not to speak in those terms 


14 when I ta-lked about the Ramtek and Atari work for that reason, 

15 that it's difficult for me to perceive exactly what that is. 

16 But 1 think that -- it seemed to me that the 

17 people who tried in this field with Atari and Ramtek were 

18 m fact people who were expert at what they were doing and 

i led to do It. 

is that they f aixe 

In my mind that 

20 ° ws that it was unobvious. 

And i thinx that i+ i _ < . . I 

2 1 c s important to keep in I 

, rP talking at the 

22 Tind that we re about the time that the 


23 vention 


of the 


because that' s 

a was made, the critical time period- 

in a recent case, v/ T ^ Garl° cic 

w • L. Gore versus Gar 

t C ircuit* the Court t the, 

Federal ai(3 > talking about 



a 


o 




f ir st 

whoi e 


,-nrsi3crati° n ol the inventi 

diking about the con 


°ri as 


^■he Court said : 


Q — 

, lainad invention must be considered a 8 
H>£L c h ^ 

siting Sect ion lo • 

whole, cu ia o 

In determining obviousness there is, quote, 
l ° lc han y recognlzable or protected essential gist or heart 
e invention," emphasizing the fact that the Courts . - , 


of th 
look 


et the inventi 


n n 





cilbb 


1UP 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 


the q 


respect to the question or a pplyl 

And wi tn 

of the invention here in 1974 
da^ e * 

of ordinary skill in the art 


tanclards ns of the 

"...to imbue one 

the invention in suit. 

with knowledge 1 

Ihls u »l»o » quote from that ease: 

., M „ „0 prior art reference or references of 
record convey or suggest that Knowledge is to fall 
a victim to the insidious effect of a hindsight 
syndrome wherein that which only the Inventor 
taught is used against its teacher. 

The Court goes on to say: 

"It is difficult but necessary that the de- 
cision-maker, forget what he or she has been taught 
* at trial about the claimed invention and cast the 
mind back to the time the invention was made, often 
as here many years, to occupy the mind of one 
skilled in the art who was presented only with the 
references and who is normally guided by the then 
accepted wisdom in the art ^ 

ac v e art. Had that been here 

done, the events set forth," and so on, "could 

only have been held n Oh-obvious to those skilled 
ln the art at the ti me that the invention was made!' 

Turning to some 0 f 

1 the points raised by the 

a referring to thei *» j 

defendants, an ' _ item about the claim® 

therefore, invalid - t^ e 

indefinite and, under Section 112 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 


ta tut G 


oarticuiarly point out and distinctly 
> for failing t0 ^ 

r would say that these claims 

laln “hat the invention «. 

««. hot redecte3 by the p.t»* «»i»" “ Ee = tl °" llS ' •>“«■> 

• uh he did, during both the orig- 

he hoa the auty to do, although he did, 

, , , a„rinr the re-issue applies- 

lnal applieat ion prosecution and during 

. . 4 ^ on the grounds that they 

^ i0n 3 he did reject some claims 

v» +■ o - n 1 v knew t iiB. t he , w ha u h e , 
weren t definite, and so he certa.nx^ 

you know, that he had to do that. 

In the re-issue proceeding, at Bates 71 in 

Plaintiff's Exhibit 415, f° r example, the examiner entered a 
rejection. He said, "Claims 3° through 32 and 60 to 6 <_ are 
rejected under U.S.C. 112 second paragraph for being vague. 

Claims 30 and 60 recite, 'lamp operated, optical coupling 
means 1 , hut lack any positive recitation to a lamp, such reci 
tation is inferential and, therefore, indefinite," and so on 
end so on, and then we corrected it by amending the claims. 

Ind the orig inaJ - P r0secuti0n of Claim 45 comes from the orig- 
inal prosecution, he also at some point in the prosecution 

. a the ciai ms lor indef Initeness . And at, in Plaintiffs'! 

reviewed ’ | 

. o Bates 99, he entered a rejection claim, these werei 

Exhibit 2, i 

fhflt were l ater Celled, "claims 1 to 1 9 are rejected 

claims that | 

5 U.S.C- I 12 secondpara ^Ph fo r belng vague and indef' 
Under 3 the term ’ set hlgh frequenc y' appearing in Claim 1 * nd 
l " lte ’ * “ ,l " °»u. a ,p a „ d here .. - 

12 h8S n “ ()6 ; ."‘'"“'‘"‘WcU!,,. 

indent *" 63 


3 I 67 I 

, . , as patents are complicated aoc u „ enta | 

And j uS 

t o be one that is, you Know, U£es 

2 th iS part icular patent seems 

, „ on c plus function language. 

3 the tio "means r xu 

statutory section H 2 


is 6 


ed? 7 


25 


THE COURT: Let 
ex aroi nGr anywhere sa y that 

ae r ei Ssue paten t depe nde< ^ 
taat inhered in the c 


^ I U6 

as k you this, Mr. Katz; Dld th 
he was aware that the validity of 
U Don noise immunity techniques 


_ nr oaram as distinguished from 

omputei h 

the hardware of the patented device? 

‘A -in the prosecution, by means 
MR. KATZ: He said m tne p 

his action, that the claim 

mr. not by means of his action. 
THE COURT: Excuse me f n Y 

That's almost getting into the "means plus function" tyne 
MR. KATZ: No, I mean 

THE COURT: -- analysis* What I want to know is, 
can I look into this reissue file and find anywhere to my 
satisfaction that the examiner knew the, essentially, the 
quo equal importance of the hardware and the software to 

this patent? 

MR. KATZ: Only that he slid that the program 

was essential to the invention. He said — 

THE COURT: Where did he say even that? 

MR. KATZ: In PX-2, page 101. 

THE court: Maybe y 0u can read it to me. 

MR. KATZ. H e says, this is where he thought 
wasn't a P rogram listing and then it was poin ted 


that there 
out it * aS 


ther e 


pe said: 
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„T he disclosure is objected to unde r 

O.S- c * 112 ' first Paraq ran h for bei n 9 in 
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The instant application has set forth a 

cient. 

- based multiplexed electronic 

microprocesso 

. n . ' i _ 


■ c <7 a m* 


qs 

e 


nucropro^ — 

u , na how such a device is operated to 
without showing 

maintain the necessary controls. For example, 
a detailed flow chart indicating the system ooeratio 
and/or the software for programming said micro- 
processor has not been set forth. These showin 
are necessary to pro vi de those attempting to m a k 
and use the instant invention the program sequen- 
cing and option controls for effecting a viable 
computer based game. Such a device would 

have to maintain scoring status, be capable, of 

exercising player options, administer interrupts . 

in a time effective manner and establish effective suli 

routine addressing fnr c ^ ^ c ^ . 

119 Ior sounds, awards scoring, 

malfunctions and oth^>- = . , 

o tner features. Without further 

elucidation the lnstanf •« 

instant disclosure is not deemed 

to afford those ordin^n , . 

rdinarily skilled in this art 

the requisite means to 

e anc i use the invention 

without undue burden and 


Then when it Was 


experimentation . " 

Pointed out that the program 

was part of the app Ucation . 

9 he withdrew that 


listing 
re jectio n * 

THE COUKT: Is that sta . 

me nt in your opinion 

a awareness of the noi s 

evidence an e immunity techniq ueS 


allege 


diy x 


inhe 


ring i" this s °ftwar e? 



MR. KATZ 


: NO, y° Ur HOn ° r ' The n ° i9P " ^though 
_ forpnces to noise in this specif icati 


thGr9 express references to noise xn this specifi^^ 

1 hadn't in det ail, other than what Dr. Schoeffler testi fied | 
ab ° ut ' I haven't reviewed those again to see, there are 
CSrta in express references to noise and, but it is our 
Position that the plaintiff, particularly in a breakthrough 
Patent where you are at the early stages of a developing art, 
that you don't always, the inventor is not always aware of 
every effect or all of the advantages that flow from a 
particular, from his particular invention. And the lav/ 
doesn t require that. So long as someone can make and use 
the invention from the disclosure of the patent. 
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really speaking not so much at 


Mr . Frederiksen ' s mind at the time 


THE COURT: 1 am 
his Poi nt of what was in hr • 

° f the invention, but what was in the examiner's mind when 

npproved the reissue. 

: offhand I don't have that. 

r Kayton, the defendant? noted that 

to review the fil 


MR. KATZ: 

Professo 

Professor Kayton said that one would have 

story i n considering the infringement of the claims. And 
the plaintiff submits that Dr., well, Professor Kayton's 
testimony that Dr. Schoeffler's reading of the claims was 
consistent with the file history satisfied that requirement 

With respect to the chart that has all this 
infringement summary, and I know we don't have to get into 
the issue of infringement, tut just with respeet to points 
that, some points that the defendants tried to make, this 
combination of noise prevention and immunity techniques to 
allow operative matrix multip lexi „ 5 that „ r _ Schoef(1<!r 
referred to is a broad co„e ept . Th „ e 

were merely specific points, a peoi flo fMt „„ ^ ^ 

P * Mnt °” a ^ th ‘ '"•''"-ants, devices that 


common to 

ma 

■ted. They were just e Xem pi a 

y and it wasn't the 

. ^ i a not. t-hn ^ -i 


were lii 


«aaii t. tne 

it is not the pi ai _. . 

intention o <■ iff's position that these 

_ have to be in 


spe 


, lfic thi»5* “ b “ in 


the COCEI: 


As a 


latter „ 

f fact. Dr. S choe f f l er 


c tiy the opposi te. H 

point was exa ‘ ®aid no matter what 
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^ i /; 


it would infringe, 
as it was — 


there , it would workr 

MR. KATZ: So long 

Certain other elements were also 


the COURT: 

Pres ent, 

MR. KATZ: Right, and so long as you had the, thi 
concept of noige prev ention, hardware and the noise immunity 

And the other point that Mr. Schnayer points 
out is that there was this real time response that had to be 
accomplished in the pinball machines because you had the 
multiple things occurring. But those things -- 

THE COURT; Without that, you wouldn’t have a 
pinball machine. 

MR. KATZ: That's right. Those things go to the 
practical aspects of it; otherwise, people would just dis- 
card the machine, it wouldn't go anyplace. 

coin, to „o,e other points that they raised- 

the defendants raised son, questions about a clai, 1 „ hloh 
»« haven't put in suit. I £ d<m , t ^ £ ^ ^ 

puil it out. But POintinq out the d t£fareilces ^ ^ ^ 

in stating as a preni.e that «.!„ £ ... „ ot patentablo £ „ 

. .1 the origj- , 

its orig 1 c laim 1 was not patentable, 

-- there is no basi s fo 

but that's r that assumption; even 

. have been reject 


. _ht have been rej ect6ri 
though it m an< ^ the defendants amei 

re 3 tri ct the sc °Pe of 

it so as to tea the inven tion to the P 111 

v jitiinGr had i « j . 

lGa ted that that was what 


it so as 

machine 


anyway. 


^ I /J 


tho 


Uqht w as the intenti° n 


And the 


fact that the plaintiff or the 


applicants 


s voluntar 


restrict the scope of their claim to 
they could have otherwise 


some thing t o perhaps less than 

fought for> what , s not an admission, that that would be 

unpatentable, it is just that we didn't contest that par 

ticular, those particular points. 

The COURT: Aran 1 1 the realities of the situation, 
though, that the patentee is always trying to get as much 
as he can and that the examiner knows that? 

MR. KATZ: Usually. 

THE COURT: Doesn't the examiner know that in 
suggesting a shrinking of the claims, he is striking a terrible 
blow? 

MR. KATZ: Speaking as a former examiner, your 

Honor, I would say that the ex arainer sees his function ag 

tricting scope and the appii cant , , . 

s function as expanding 

And he tends to -- 


res 


scope . 


with a matte 


THE COURT: But he knows that h* ■ 

tnat is not dealing 

r of indifference. 
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that’s right. But in this case, the 

MR. KATZ: 

• eiT1 ptei to compromise just for the 


of some of the tines that have 


In any 

'-here wasn't any admission there, an 


l-ii-ants have, have att< 

n ° xS of expediency, because 

"° ne through. 

event, I just wanted to point out that 
d there wasn't any basis 
for assuming that we conceded, you know, that there was eny— 
there shouldn't be any detrimental effect. 

And the claim 1,- before it was amended, 
doesn't become prior art all of a sudden against other claims 
I mean the prior art is what the prior art is • And we don’t, 
we wouldn’t be manufacturing prior art by amending the 
claims . 

THE COURT: Well, I gather that the reference to 
Claim 1 is made as much to reflect upon the thought processes 
of the examiner as it is to indicate an admission by plain- 
tiff. 

MR. KAT1: But it was clear that th 

r unat the examiner -- 

THE COURT: Why did th* ~ 

examiner allow the clai 

for pinball hut deny it for a ma ss ? 

MR KATZ: You mean fop . 

game apparatus generally 

He felt that — 

THE COURT: Except that th 

lHi there is this additional 

hhe distmotion bet Wee n + w 

thine about t the mass and a pi. 

MR *ATZ: And al SOj 

• " a - Pinball game I 

. a surface proj ect1 

he knew, «e * ad e Same, he knew th« 
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I Pr ° bl — that „ere encountered; »» »as familiar with the art. 

1 tninK when you say "game apparatus," then 
U is ^ estionable what art you are talking about, and gener- 

ally problem which you ere encountering and so on in 

det ermining the question of obviousness that might have come 
into Play. But he did eombine, I believe, in one rejection 
three different slot machine references in order to try to 

8 show that he would reject the broader game apparatus type 

9 claims that weren't limited to the pinball machine. 

10 THE COURT: Was -- 

II MR. KATZ: We didn*t really contest that. We 

12 amended it. 

13 iHE COURT: Was Claim 1 , though, essentially 

14 similar to Claim 45? 

15 MR ‘ KATZ: Xt <3idn ' t have a pinball, it wasn't 

16 limited to a surface projectile; it just said, "game appar- 

17 atus . " 


25 
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1-lb 


THE 


that exception are they 3ub _ 

COURT: 


s ta 


nti 


ail Y the same? 


, lieve so, your Honor. Except, nov 
MR. KATZ: I be 

the nGw , saV s that everything is containec 

nGw claim for one also says 

in ^ unitav. so it's more limited, more restric- 

ait ary structure, so ^ 


ted. 


THE COURT: I take it that the question that's 


being raised by the defendants is: What can we conclude 
about what was going on in the examiner's mind from the fact 
that he, hinged your success upon your changing the claim to 
a surface projectile. 

MR. KATZ: But that's not a correct assessment. 
Your Honor, because that was only one of many rejections. 

So having overcome that, we would have had 
to overcome all of his other things, too. 

I mean, he had allowed the pinball games at 
one point in the prosecution where we restricted, at his 
suggestion, to have a unitary device. And then he reopened, 
he changed his min re opened that after the petition, 

and there was additi Pno r art submitted — 0j _ f add i t iona. 

paper wee an, ha that . I 

And then he asked ^ 

that's -- and we, the / 

n said* Well, we don 1 -*- a / 

olaintiff' th Want this restricted 

P ut the restr icted ■ _i, e 

„ we only v eg claim in for the sake 


of e 


Kpedieo^* 


2 


3 I 7. /, 


’ And the Said ' ” el1 ' “ ‘"""^ant 

2 t0 hi "- end if , e wanted to «•*« an lssUO ° f th "» »• 

3 w oul<a , broader claims back in and fight 

could put the h 

4 tbe battle. 

5 well, we did, because he had sort of — he had 

6 g ° nS ba <* on his agreement on the allowance. 

7 So there was a question here, the prosecu- 

8 tion was so lengthy that there was a matter of concession 

9 just for the sake of reaching an expedient termination of the 


10 proceeding. 


As your Honor was aware, there was tremendous 


12 difficulties in bringing this proceeding to a conclusion. So 


13 there was a tendency to keep asking for more and more info 


rma- 


14 tion about it. 


I don t know if that clarifies the point. 


16 but -- 


THE COURT: Thank you. 


18 MR * KATZ: With res P e <=t to the New York Racing 

19 Association case th ants mentioned, where the Court had 

. . 4 -he comup teri zation of that- + t • 

20 held that tn t totalizer for racetracks 

. e there they held that thero I 

21 was obvious / re weren’t any problems I 

X mean, specifically the „ 

22 in doing opposite of the case 


23 here. 


problems 


„ ere every l»dic, tloil ^ ^ ^ w<>r< , 

The nolSS P W6re ln fact running throvgh out 
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the 


ontiv- seeding. • And the exaiTline r consi, 

tlr e reissue pr° cee 


was 


m Vey ., . . narticuiarly in determining the: 

er Y important, and part 


dG vel 0pment 


f the Atari and Pamtek 

re duc tion to practice 


in this case there wasn’t any — in this 


Rac i*g Association case, the facts were different. There 
there wasn’t any problem in putting a computer in the score 
boatci f for whatever reason. Here even the experts, I say , 

couldn't do it. 


say , 


In connection with a case that the defendants 


cited in their brief, I think it was In Re Thesis, where the 


Court had found that noise problems in that particular case 


were easy to solve, but ‘that was a different -- the facts 


were completely different. That's what they found in that 


case . 


It was discussed in the patent — that par- 
ticular case was brought to the attention of the Patent Office 


in the Plaintiff s Ex it 1, Bates 1565 through 1567 , where 
that case was discussed. And the defendantg ^ 

particular cai= « th " of th. examiner, ani it was 

fully expl° red ' an consiCe red controlling by the 


examine* * 


the Inte 


1 MCS 


With respect to the to 

defendants' reference 
manual , while it di , 


Sc usses solenoids and 


display 8 


and 


. _ •• thin^ 8 r the i n i 

> ther nter esting point to note 
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3 1 /<> 


as ^ . ffler, that the book doesn’t 

s Point-,, , cchoei £iB r ^ 

nte d out by Dr. SCi 

oov- . it doesn't mention no 

ern Use; 


ut by Dr. Scnoe — 

, -c it doesn’t mention noi 

• „ nroblems, 

with noise P r 

Pr obl erus . And doesn't even recognize 


Hf 

at 


r ^ere 


nee 


with noise P r 

. . n d doesn't even recogni 
all in the book, ana 

•hat standpoint it is deficient 
So from that 


con- 

e 

it. 

as 


25 






3 I bu 


2 ft 


3 a-OOut 


discuss the prior art here and w * tau 

When we a 10 

bout Pat , ob viousness, it's important to tai* 

patentability ana ODVA 


l -bat the prior art i 


. 4f you just look, at the invents 
I think that U u 


x v»*» 

5 itself VOn , . nroper assessment without looking at 

6 th « time the invention was made. You have to look at the 

7 invention a s 8 whole and look at it against the backdrop of 

8 workers in the art and the prior art that was cited against 

9 it . 

10 On the commercial success point, in attribu- 

11 ting the Bracha and Englehardt or the commercial Bally coin- 

12 operated system to the Frederiksen and Nutting patent in suit, 

13 they claimed that there "wasn't a nexus* 

14 But 0ur position is, we believe that the 

15 record will show and shows that the nexus between the two was 

16 made by the examiner, who was privy to all of the information 

17 in the patent Office. 

18 '*ith respect to the infringement as to whether 

19 you had one matrix or two matrices or three matrices, and you 

20 p U t the switches i the lights in another and the I 

in the third. Wp 

2, di gital displ ayS we believe that that was shown 

„»i e r to be covered bv n.. 

77 ^ n-r SchO e ^^ J ' iQim 45 which wasn't 

** by UT • ^ / 


23 limited 


25 John Lynch me 


The f&d that new a 

microprocessor systems* 

, i n ne^» were much ^ sc& n ' 

n ti° n ast er, and lnE tead of sc 



^ i a i 


2 1 
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ni n;: , v ou scan at 500 times a second 

c 6 0 times a second, y 

meant + u 1nt ir.ore things than what Freder- 

thet you could do a 10t 

l *sen co,,!, v, oH 0 relatively slow system. 

COu ld do when he had a 

THE COURT: I indicated that you don't have to 
ar5Ue inf ringement, because I agree with you that at this 


3t8se the proceeding a sufficient case has been made 

to require the defendant to go forward. 

MR. KATZ: A couple of last points is tnafc < r. 
Gold enberg said that the state of the prior art was not 
oex ore the examiner. 

And plaintiff disputes that contention* We 
believe that the full state of the prior art in tremendous 
volume * in tremendous detail, was put before the examiner. 

The point is that once the examiner found tha 
the claims were patentable, he was -- he could allow the 
c la ims . 

t a need to discuss a lot of these 
elements that v.e re discussing here, because the question of 

was never involved + . 

infringement in the Patent Office. 

We have a question ^ 

Infringement here, and 

.„ a d those issues, 
that has raised 

Some of the erg Umpn+ , 

that the defendants have 

made I think conf use rin oem ent and validity matter. 

The blocK dia gram ^ Goldenberg sh0W ed 

X believe, ** ^ 8cho «*H 


was , 


^ er testified, was es 


sen- 


1 
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And then 


there was this one statement that 


pointed - . 

4 °ut. it says: 

, ran though the program listing i s 

"Further, even 

., na l application, the specifica- 
a part of the original Pi 

1f sufficiently defines the operation 
tion by itself suhj- 

, Therefore it is irreie- 

Of the Claimed invention. 

_ m in q 1 1 n £ is or is not part Oi 
vant if the program listing 

the specification. 

And I wanted to make it clear that that was 
in a paper relatively early, and in a paper that was being 
filed . 

The title of that paper was, "Response to 
Protesters Gottlieb and Rockwell f s reply to communication 
dated May "175 1982. 

Initially the -- on May 17, 1982, the Examine; 
had issued a statement requesting information and asking for 


ner 


17 responses. 


19 entitled 


And the protesters f < i j 

s filed a response which they 

- this »»s 1" or . 82 , they fUed a response 

, “Protestors Gottlieb »„ a Roekwell's reply to I 

J Mo If TV II I 


20 that said, Ko ^«en-s reply to 

21 communication dated May 17, 1 9 3 2 ,' and in that particular 

inst ahead of 

„ which was J is pa per and t which i was 

22 paper, wni 


23 repiy^- n ^* 


„ Tne protesters question .hat eyelid « 
multi ' >le «ne means m light of the 


3184 | 

The term does not appear i n the I 

specification- 

And since the software is not a 

specification - 

.ft cation, the software can be of 

Part of the spec 

„ + prmining what cyclic and sequential 
no means in dete 

c UC h language should be given its 
means. Clearly such 

, -i i n t er pr e t a t i o n during these 

broadest reasonable inuerpxc 

fl 

Prosecution proceedings. 

And then I replied with this response, saying 
it didn't really matter, because cyclic and sequential is 
in the specification. It actually is in the specification. 

And we pointed that out. Professor Kayton 
pointed out several places where it's there. 
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There 


was 


nev 


cr any statement that the s 




- icati listing was not a part of the 

n — that the prograr. 

n PPlicati 0n . 


THE 


' That concludes 

COURT: Thanh you. 


argument . 

Mr. Katz. 


Mr. Schnayer. 

HR. SCHNAYER: Thanh you. 

I'd lihe to just clarify one thing that Mr. 

Katz said. i' m no t sure if his answer was accurate or not. 

This is the question of an improvement patent 
the Bracha patent is an improvement patent over the Nutting 
patent. And if a person wanted to practice the Bracha patent 
a person who held title to the Nutting patent could prevent 
him from practicing that. 

But that's an academic question, since Bally 
owns title to tooth of the patents. 

THE COURT: Oh. 1 don't think Mr. Katz misled me. 


but 1 w as 

or at leas 

together > 

worthless* 


under an erroneous impression. 

So ac ly, unless the same person owns both, 
t unless they both owned by people who can get 


MR 


sCliNA Y ER : Right. 


the 


3 C0UKT: " th6n the ^Provement patent is 


MR 


. b« ciuse the perso „ i»- 
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3 1 ttb 


vent + . , i, the one who allowed that f 

* Xe basic technology 

happen , s0 that's very significant. 

" n in the first place, so 

. . Rrac ha is specifically denominated 
THE COURT: And B^ac 

improvement patent? 

„ ,, let me say this: The Rutting 
MR. SCHNAYER: Well, iet 

claims read 


on Bracha. Bracha- - 

_ , a + c ft v a nvwhprs in the Bracha 

the COURT: But does it say anywnexe 


patent -- 


MR. KATZ: It only has reference to the Rutting 
and Frederiksen invention in the prosecution history of it. 

MR. SCHNAYER: There is nothing in the Bracha 
patent itself that talks about it at all. 

THE COURT: So if somebody else owned the Freder- 
iksen patent, they'd have to file a lawsuit to get any relief 


Right? 

MR- SCHNAYER: Somebody who owns the Nutting and 
Frederiksen patent could stop other people from practicing 

that invention- And at invention happened to also in- 

_ pxtra features of Brachn ,, 

elude those ax na, then they could stop 

practicing the Bracha patent ™ ^ 

them from P raC ^ ent completely. 

tH E COURT: I understand that. 

sC HNAYER: But l t • s p 

Possible to have some- 


MR 


a bout 


who I* ^ 

C 0 U»I> But th 

th&U- 


ere ' 


n °thing self-executing 



I i_5 / 


° ver a sal 


MR. SCHN AYERS N °* I 

. hpr words, you’d have to start & u 
the COURT: in 0 ' 


ractice of the Rutting patent 

that the I 


v ioiat 


and show that tne * — 

° xa tes the Frederiksen patent. I 

MR. SCHNAYER: That ' s rlght * 

THE COURT: Yes. 

MS. SCHBAYEE: lh>t'3 right. Sorr.ebcdy , in other 
words , they're independent, actually, in that regard. 

I THE COURT: All right. 

10 MR. SCHNAYER: I'm going to address the question 

11 of contributory infringement and inducement under Section 

12 271B and C very shortly. 

13 There was* a statement by Mr. Lynch that there 
was no evidence submitted at all, adduced at all at this 
trial concerning those issues, and that's not true. 

There was testimony that was submitted in 
„ the form of deposition transcript of Mr. Allen Edwall and also 

is of Mr. John ?° oth ’ and b ° th ° f thos e people testified about 

19 the fact that the electronics of the Gottlieb machines are , 

, hV Rockwell. 

20 manuf ac ^ ure 

2 , iney ’ re “^“ r *'‘«ed specifically for use m 

22 th se machi neS * 6en Gonc erted activity over the i 

se lT and Pr ° Ee boards and make improvements j 

23 yearS for Gottlieb. Ana th 

nat*s inducement » nd 

“ tn ° £e ipf rin6 ewent * | 

25 contributory 
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over 


Mr< Lynch might not have look e: 

Apparently 


Ou 


pc* A w 

„ ^ recognize that. 

r designations to 


it ions ^ 

. cfh t recall that there was a 
Your Honor ml* 

motion nn this very matter when Roekw 

i0r summary judgment on 

* as first 


ell 

mir.ary juagwei*- ~ 

. + v and at that time the Court 

Joined as a party , 

° nled motion for summary judgment. 

So I would say that there is no evidence to 

how the contrary, and there is evidence to show that there 

contributory infringement inducement, and therefore th 


;he 


.on 


it . 


should be denied. 

There’s most certainly an issue of material 

THE COURT: An right. Thank, you, Mr. Schnayer , 

Do the defendants wish to reply briefly? 

MR* LYNCH: Briefly, your Honor, may it please the 


Court . 


yith respect to the matter just addressed, m; 
oint was, there is no evidence that 


attempts to construct 
10 „ these two P= rtl8S "° rk Aether In this 

oppression l« unlty ” al '■«». 


complicated noise 


There is what ha ppened> 
j believe the evi^ ( 


lence 'will also show that 

_ t to the later games, that is r . flr s1 

ith respe ct ^ is, cieo is the f^ 

4 th respect to the . K 

p-ames, wi '" ater games of Oottlie > 

it C>I O the '•r.o. 

°f tware . 


beli eve 


oottlio'’ the 8 
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us out- on that matter 
that ori* ^ > 


Honor 3 x 


iddress one thing, first of all. 


T „ y our 

Where 

don't Know. 

But let me a 

. , thst this statement about the 
Mr. Katz said tna 

program listing, where he says it’s irrelevant if the program 
listi *S is or is not part of the specification was early: 

xt wasn't. 

It was in November of 1982. 

The only things that occurred after that were 
the allowance of the case} then there was the nine;* oia-icc 
action in which there was the requirement , where he said, 

"Oka y, submit the program listing}” and then there was the 
tenth office action where he said -- where, after objection, 
he said, "Don't submit the listing.” 

So that's what happened right at that point 


in time 


MR- KATZ: July of »82. 

MR- DYNCH: July, »82. i» 
But it's right bef. 


m sorry. 


°re allowance November is 

• November of * Ro ^ 

the next action, is the next action. It was 

„ ^ information on May , 0 

a request f° r ‘- J 3 2 . So it was relative 

of the Prosecution 

lv near the end on, your Honor< 

With respect to th r , 

other matter, your 

t would just litig to ,rt- 

a ised. Point out to the oo 

that a iieg ed to ^ve exist , t io n 

coti° n t ed, that concept 1 

the concept 


-3-6 1 fil 


the ApP end ^ x ^ 9 ’ wl1: ’ h the record 


A1 ted 4 -k* a. „uh the ** 

thl s document- wi v 

42 citation n the claimed elements of the concep 

ns to support all 

3 tlOn 23 * 


* was fn ed on November 
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tha t this began in October or 
iviv-pg veal's into it* A i i q r 


,h '"«o,t s of , 78) twt «as three ,c “ rs int ° “ ' 411 or 

th8 ' ®»t „ the A ’. rl 5tu rf at any rata, had already been 
^a ken , 

In the next office action, your Honor, and your 

6 (Honor asked a question about whether the exarainer said any- 

7 thing about noise; here in the next office action, a,, ter this 

8 was filed, after a complete record of the conception is 

9 alleged to exist with these documents, no references to 

10 noise, no references to software, the examiner says: 

11 "From the evidence of record it would have 

appeared that only ordinary constructive skill would 
have been required to implement the matrix multiplex 
hardware design from the schematics developed by 
Frederiksen and interface the same to computer and 
pinball features. Furthermore, the software gener- 
ation for game implementation would have only de- 
manded routine skii ls as evidenced by Cox' work on 
E1 Toro. Even, and even if some routlne experlffien _ 
tation is necessary to reduce ^ ^ 

practice, such is Perm itted so ^ ^ ^ ^ 

cl osure of the conce Ptlon ls Qf ^ sufflclency 

to teach the practiti oner which experlment to pe r- I 

1n order to reaii Ze + K n f I 

fo rm device without / 

, faculties , r pu _ f / 

invent i h USj f rom the evide nce f 
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record it 


w0uld appear that the disclosed subject 


conception ol a multiplexed 

matter surrounai^ 


microprocessor c 


ontrolled pinball machine cover- 

* the most broadly defined claimed 
ing the features oX 

it says "claimed," I think it means "claims," 
it says e.g. claims, et cetera, et cetera, "is 
sufficient absent concrete evidence to the con- 
trary." 

The examiner accepted the proposition of that 

conception. 

He went on at March 15 * *82 to say: 

"The Winter deposition was considered to 
further corroborate the evidence leading to con- 
ception. " 

There was nothing about software in Mr. 

Winter *s deposition. 

And in the very laet 

* ast f ice action* the exam- 
iner said: 

"Up to the moment of 


any computer-based 


not a* 


r e-issue applicant's 

conception, there did not exist 
pinball device." 

We agree. A s of D 

Member, 1973, there did 
, v,a 11 device, compute 

ist a Pinball device. 
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Your Hono 


i was suages ted that somehow 

r t x 9 


th 


6 bur ^n devolves on defen 


dants to rebut in one fashion o r 

another nractice, that some type of presump- 

the reduction to P r 

tl °" «t. ch „. to th. reduction to practice date. 

duet to provide the Court with the authority 
° n th « topic, your Honor, "The burden upon one who seeks to 
®stabli sh a date for his invention prior to that of his 
^Application has always been deemed a heavy one. Courts re- 
gard the effort with great jealousy and must be persuaded with 
a certainty which is seldom demanded elsewhere, quite as 
absolute as a criminal case in practice, perhaps even moreso. '' 

That was United Shoe Machinery v. Brooklyn 
Wood Heel Corporation/ Second Circuit 1935, and Judge Learned 
H and . 

Citing that case, Grefco v. Kewanee Industries 
a District Court case. District of Delaware, cited at 208 U.S. 
P.Q., 1980, "The burden rests with the inventor to demonstrate 

an invention or reduction to practice prior to the time of 

filing. " 

Company / 
the Court 


invention e 

first that 


Another case. Rooted Hair T 

a H a 1 r , Inc. v. Ideal Toy 

rtf APP eals f or the* 

Court Second Circuit, your Honor, 

nd that/ "Sotzky failed t 

found ea to establish a date of 

. v than the date u . 

arl ier hls application. We note 


filing 


date 


,*. e ntee ' s burden oe 

th e P aten n of Proof regarding a P re 

invention is as heavy ae3 .. , b y ° ne 

y as that assumed 


2 


3 I ^4 

who o invention was anticipated by 

e °ks go that the P ate 

3rller ^vice." , 


G «k s 


— ^ ^ ^ v 1 C G I 

pve r one »ves off that official date 

SO whenever 

Of ar. ho,c the same burden. And 

£ it is fair, everyone has 

»«he„ devolves upon the patentee as well. 

mere are numerous other anthorities with | 

which we can provide the court, hut the United Shoe Machinery 

case, your Honor, I think adequately provides 

the authority. 

X would like to point out to the Court one 
item. Mr. Tone suggested that clearly something occurr 
September 26, 1974; these four people witnessed it. Indeec, 
they did witness it. There is no testimony, and Mr. Conroy 
on examination couldn't testify about any of the software or 

c aid he wasn't techincal. Mr. Bracha was the person 

hardware , =>«* 

fpchnical/ and Mr. Bracha didn't come in. 
who was teem* 

But, the point is, is there's two documents 

= -t- Bally and they do sa y °ne thing that is rather 
on this at 

interesting- 
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. A report, which is Plaintiff.* 

The Bra c ^ 

Exhi *>it 87 the final pafTS " 1<m SOrrY ~~ ^ BraCha 

G • t s ays on the 

ron __ let me take the second one, 

' n »y> on t he ii»*l l” ,e 

Exhibit », • , r cport. It indicates the follow!*, 

B7 is the Telnaes ret 

Mv „ci intends to test the prototype.- 

"Presently 

intends to test. 

. n - r*t the Bracha report, which 

The Bracha report, 

is a document which I have here somewhere, likewise similarly 
indicates — here it is, "Equipment has not been subjected 
to any test program.” 

Those are the two reports of Bally that came 
after that September 26 , 1974 , and those are the most con- 
temporaneous documents we have about that. There is no 
contemporaneous documents originating from Frederiksen about 
that occasion. 

There was, your Honor, also a mention of the 
Ramtek effort. And thG Rametk effort was demeaned or at 
least minimized. 

Around this same time, a Bally individual, 

Mr Telnaes/ who, your r, one of the last memos I men- 

a was authored V> another memorandum around the 

tioned was 

. . in December o 4 , he went ^ seg Ramtek a nd he 

same time, 

tb eir machine. They had 


went 


to see 


a microprocessor- 


con 


troU ed 


£ lipP 


machine. 


Mr 


Telnaes 1 react-i ~ 

Ctl °* to the Famtek ae5iy 
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4 1 Mb 


is 


in 


tde document that 


u„en marked as Defendants 

has 


Exi Ubi t 
talk 


__ " desion of Ramtek, he i 3 

4-CC. -The fliPP er ' 

, , 4-wat the ultimate implementation 

ln 9 about, "has -proven tha 

is fun v f Hcaiiy and certainly t echnicall y*" 

^ feasible economics y 

Rally didn't buy the Ramtek desion. 
Indeed, i * a * Lxy 

tut Bally didn . t buy the Frederiksen design either. 

As a final matter, your Honor. I would like 
to call the court's attention to a recent case of the Court 
of Appeals for the Federal Circuit. It is the case of 
Meditronic, Inc. v. Cardiac Pacemakers, Inc. The case 
involved cardiac pacemakers and it involved several patents, 
in which cardiac pacemaker inventions were evaluated. The 
first of them involved a cardiac pacemaker which had an 
invention in it which would prevent the pacemaker from going 
above a certain rate. If there is a malfunction in the 
pacemaker# the one thing you do not want to happen is some- 

heart to beat too fast; it can cause a fibrillation and 

kill him. 

go the one thing you do not want to have is 
the pacemaker beat t So the invention purportedly 

II . thlS di9U * 1 = array in the pace- 

«°“ ld “““ * U not let the p.«- 

maker tna . 

than a certain rate. 

fa* te 

maker <?° 
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luated that and said the 

The Court eva 

, tM prior art includes pulse- 
n 9 ; “The scope of 

c °n trol i i and without the cardiac pace- 

circuitry within 

lraker field... 

And expanded on that further down, but let me 
°° through it in sequence. There was also some mart ther - 
“at was „ othing „ oce than an ad, analogous, I subpit, to the 
Intel ad. The ads which suggest that rate linrt of 
would be a good idea in a pacemaker? the Court sard: The 

ads , though they contain no technical details, indicate in 
their relevant portions the advisability of employing 
circuitry to protect against pacemaker runaway caused by 
battery failure." Runaway is going too fast. 

- The Court continues: "The plaintiff's, 

Meditronic's contention that a pacemaker designer in 1964 
would not have looked to Case or Goda" prior art patents, 
"solely because those patents disclosed circuits used in 

wer , high frequency devices is not persuasive. Faced 
high pOWeJ-r 

-limiting problem, one of ordinary skill in the 
look to the 3olutlon of others faced with rate- 


with a rate 


art would 

limiting P 


rob lems. 


The court went on: - The ads clearly 
disability of runaway inhibitor circuitry to 


nose the * 

^ lB .t On. skillea ln the *r* 

protect *«* pro ple» „f preventing . tuna „ ay „ it „ that 

faced with 


2 


Sl.Vb , 

SU ^^ tionv ,. rv would look for a solution among 

°nto use circuit*^ 1 

the ci> . J .. orS faced with the same problem." 

lrcu its employed by others 

,nur Honor, appears at 721 F . 2d 
The case, V 0UI 

15 6 3 a 

' and is a 1983 case. 

J submlti your Honor, that in this case. 

feed „ ith the purpotte d problems, even the purported 

Problems o£ noise that do not appear in the claims, would have 

gone into the area and the technology involved with solvina 

that problem. And as your Honor has heard repeatedly, every 

one of the solutions was a quite standard solution that an 

electrical engineer of the skill that we are talking about 

here carries around with him. That's in his bag of tricks. 
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1LP 1 


S. 2 


that 


_ , o c the device that was lnvo lvei 
the COURT : What v. 

~ n that Ca _ 

ca se again? 

o cardiac pacemaker, something 

MK. LYNCH: It was 
'' aat th ey pi ant to heat the heart. 

THE COURT: And the name of the ca*e . 

MR. LYNCH: Meditronic, Incorporated versos Cardiac 

Pacemakers, i nc . 

THE COURT: Thank you. 

MR. LYNCH: Thank you, your Honor. 

THE COURT: Mr. Katz. 

MR. KATZ: Your Honor, just one point, two points. 
The first is that the memo referred to by Mr. 

I 

Lynch as Defendant’s Trial Exhibit 4CC, in the sentence that 
he read to the Court, tells him about, "The flipper game 


he read to the Court, tells him about, "The flipper game 
design has proven that the ultimate implementation,” and 
on, the word "proven" is in quotes. 


and so 


And on the next page, in the next to the last 

paragraph, the memo s y , Karate k has designed a 'standard' 

pinball machine which es Intel s 4oo4 microprocessor 

ch . p in about 60 to 70 standard TTL C hi ps . The de£ign ls 

second level, and 

complete ori p8P ’ the raicro Program ls 

°°“ Plete ' " so „e had put thing, 

°° e ln quotes. And it w as 

not » comP lete re wa s no gane vj Uilt> it was 

actually on paper at + 


actuals j( . „,s on p ap„ at this 

just a P' per - 


game built. It was 


ime . 
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int is that even the -- the other 


n £ 1 ; 


that in this document, 


the reference to testing, it 


v] ° e5nf t say anything about noise testing. It could be field 

Ana 1. 1 = indefinite • ~ 

j Tpinaes memos both refer t,o 
The Bracha and Teinae. 

testing ana they don't »» specifically noise testing. 

In connection with the Medtronic cane, in 
our ca ce it is qulte different. Here it seemed that at the 
time that , about the time the invention was made, even the 
experts who were working on this project failed to do this; in 
fact, rejected ultimately the invention of the patent. 

THE COURT: An right, thank you. 

Mr. Goldenberg? 
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_ very quickly, I hope, y OU r Honor 
Mr. goldenberg : 

,1 history charts, if I may call thei 

Plaintiff 6 

that n in 1974. It really didn't. 

' ac t as though time began x» 

Th ' “'-Processor ... introduced to toe industry in 1.71. 

“ " as introduced in ...11 quantities at hiqh prices. And 
” hat ene a5 Q „ e „„ see n over the history of electronics. 

improvements more made, prices «ere reduced, it became 
available and useful for engineers to put in their devices. 
That chart ignores that history. 

The other bit of history that chart ignores, 
specifically with respect to Nutting and Frederiksen, is 
the Mirco history, the effort on the part of Nutting and 
Frederiksen to supply -games to this Phoenix company. 

And the response was, after an effort to 
deliver equipment, was that the software doesn't work, the 

doesn't work, and nothing came of it. It was a dud 
rket. And that was the result of the Flicker effort 
THE court: When was that famous letter? Was 


de 

hardware 
in the ma 


that before 


or after September 26? 


MR. 


GOLDENBERG: it Wag aft 

atter September 26. The 


Mirco letter? 

THE COUKT: Yes. 

rOLDENBERG: Yes, s < r 

ME* * That was after Septemb 

ned computers, but i t g^.. 
c han9 bill didn’t work. 


26. They 


». Mr. tyncb ^ ^ ; 
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th ink 

it 

is 

tosti 

n ct 




and 

1? -bo r 

^to 

*Y. 

went 

to 

any 

don ' t 

know 


- ts 


noting 

hea rd about never left the 

nd so forth that we hav 

ry. T , , out onto the street. It never 

* It never went out 

_ riy-^nk 1 s Pizza Parlor. We 

an V institution resembling Frank 

what would have happened to that came on location. 

Finally, I just wish to have reference to the 
Cass cited by plaintiff , American Hoist and Derrick v. Sola, 
and at 725 F. 2d 1350 , I think it very important to note that 
at page 1359 of that decision, the Court said that: "When 

an attacker in sustaining the burden imposed by Section 282 
introduces prior art or other evidence not considered by the 
PTO , there is, however, no reason to defer to the PTO so far 
as its effect on validity is concerned." 

As we said earlier today, we believe this 
record has a great deal of evidence that was not available 
or considered by the PTO, even other than prior art; the 

testimony of a messes and ]ust very visibl 

evidence indeed on some occasions about defects ±n ^ 

even before it was totally disabled. 


Flicker 


crame , 
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to 
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,, cortinue* however. The Court went „„ 
I would 

J a nd this is at p age..^^* 

. „Hon of new prior art or 

"What the production 

evidence* not before the II o 

other invalidating evidence, 

„ nr at least reduce the element 
does , to eliminate or ax 

Of deference due to the FTO, thereby pertiail. If 
not .holly d lscharglng the attackers' burden, hut 
neither shifting nor lightening it or changing 

the standard of proof . 

And so 1 submit that the presumption of 
validity, that the burden is an evidentiary saying and we 
have more than discharged our evidentiary obligation in that 
respect . 

THE COURT: An right. Thank you, Mr. Goldenberg. 

Do plaint ii f s wish to add anything? 

MR. KATZ: Just a couple of notes. One is that it 
Nutting's testimony, eve he said that the game sent to 

Mlrco .as not a completed same. There „„ aome buslnesa di ,. 

j. hpm , Mirco. 
pute between them, 

Also, with respect to a 

tne microprocessor art, 

. h l s game Bally Alley that had y* 
there was this & ad been produced by 

t q 7?, and t ha t used a 

ilv back in ^ coprocessor , and that 

, in the original Patent and i 

, j rC losed 1 n( i in the re-issue. 

ua ° it was a simulated p am 

c not a e * bowling game. 

It WftS n Rail,. , 


that 


the 


exp' 




game 


was 


But 
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4 rpd or motivated it to r>0 ani 

not one that had l nsp 

it until the Flicker denonstra- 

hat In Plnb.ll. It * asn 

lv wi th their pinball project 
- ha t they started immediately 

microprocessor . 

Mr . Katz • 

the COURT: Thank, you, 

oqc; now until 5:33. 1 wiil & ive 

We will recess now 

you 8 decision at that time. 

(Brief recess taken.) 


with the 
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^tief recess.) 1 

2 . . rat discuss the question of 1 

THE COURT: 1 wil 1 

3 ^-ness. th9 qoestit)n is wither the invention as a 

4 -»» la hava b ee„ obvious to one of ordinary s.ill in the 

5 lev a n t art. 

6 , : na tion patent, and I think 

This is a combination y 

7 Mr. Tone’s formulation of the appropriate test in such a 

8 situation is helpful. 

9 To paraphrase what he said, the question is 

10 whether the combining of the elements and the probable effect 

11 of the combination would have been obvious to a person of 

12 ordinary skill in the art. 

13 The question is not whether the effect of 

14 each of the elements standing alone would have been obvious. 

15 The question is whether it would have been obvious to make the 

16 combination and whether tne effect or result of the combina- 

17 tion would have been obvious to a person of ordinary skill. 

I would like to di<mnr.. 

18 erscuss each of the three 


which require discussion under 

19 elements w n * 

to start with the third e 

20 X would l 1 

, . , in the art. 
it level of »* il1 

The parties are i n agr 


r Graham v. Deere, and 
lenient, namely, the 


1C VVf- . . _ 

The parties are 1„ ,„, ement ^ ^ p .„ 0 „ 

ordinal » Ki11 ”°“ ld p ' rso " ordinarily .killed i» tl,e 

„„«r “* Wh ° l "“ i of pinball.. O' 

microcom necessary Bltil nces5 cr 

vflon witn 11 ir * the microproce 

such a P e 


n the micropr° ceS 
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ividuals who had the necessary 


niade it clear that the relevan- 


alon 9 with one or wore ind * 

^ n °wi edrt 

about pinball 3. 

The cases have 

art is , _ .. lire of the problem whose solu- 

ae termined by the natur 

ti0n is sought. 

X think that it is somewhat superficial in 
this case to regard the problem as simply that of cons tructincj 
a microprocessor pinball machine. That indeed is the ob]ec- 

but it isn’t the problem. 

The problem, as is shown by the evidence of 
the plaintiff, is the problem of noise. And therefore it 
seems to me that the person of ordinary skill whom we will 
select on the basis of' his acquaintanceship with the problem 
at hand, is necessarily a person who is skilled in dealing 
with noise in a microprocessor environment. 

We aren t simply selecting an engineer who 
knows something abou oprocessors or a person who knows 

,t pinball machines and has some knowledge of microp 


abou 


roces- 


jors . 


Rather , it seems to 


or 


n 6 uch as Mr. Engl 

a person 

. v,*ri had exD 


me 


that 


we 

ehardt 


and 


: ien 


ce 


are looking 

as Mr. Frederik" 

; both ° E "" ~ “vertically related to 

' t-t>r environment; m_ 

in a comP u ‘ • F rederiksen while in th 

•re » nd Mr * Engleha rdt wh-M »ri° uS 

tsrV s ervi ce w hii e employed in v«r , 

or to the time he w 

- tions P rl ° Wlth Bally. I 


a pers yi * ” such 

, whom had had exper 

n, both o 

environment 
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♦ £ W e were going to select » I 

By analog' 1 

law Ver ^ . fh e field of drafting patent 

r °f ordinary skill xn the 

Claims ' we obviously would not select a probate lawyer, even 
though he Would have had con siderable experience in drafting. 
We w °ul d not solect a patent trial lawyer who did not draft 
c 1 aims , because although such a lawyer would undoubtedly have 
3 COns iderable knowledge of patents, he may not have much 
experience i n the actual drafting of claims. 

By the same token, it seems to me that when 
noise is the problem, we do not select as a person of ordinar 
skill in the art of solving that specific problem a person 
who lacks sophistication in the field of electronic noise, 
and necessarily sophistication in the solution of that problei 

NOW, perhaps what I have said thus far is 
itself obvious. But I want to make clear just who I think 
would be the hypothetical person o r persons we are going to 
present this problem to. 

To sum up, the person ^ 

P^on of ordinary skill in 
.uu art would be a microprocessor de • 

the art wou ^ aesi gner who had had con- 

, 1p experience in dealing with ■ I 

sidera ise in a microprocessor! 

and experience in deali nrr . 

environment , Xing Wlth solutions to that 

, _ and that specific 

kind of problem and f lc Proble ^ 

our hypothetical pe I 

° n would also have the / 

„wledg« t0 wed a Pinbaii 

necessary kn ffia chine to a micro- j 

At least h ® W ° uld h av e 

processor, at Efficient knowledge of 


of ordinary^ 


present 


-“j-iie to a nucru 

least he would ha Ve „ a f 

6 Efficient knowledge of 


1 a pt ^»u „ 

r *chine so 

J Pr °bl»» 

*^ich pertain P* cU 

3 * Wo **«b le „ 

a <3*me. 
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cha 1 lann« of rrav. Sn 


liarlY 


to thn 


5 

6 

7 

8 

§ 

10 

11 !! 
12 

13 

14 


15 


18 


17 

18 


18 j! 


20 

21 

22 

23 


24 




/ 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 


doesn 't mean of course that he 


:)e the 


:ountry in those particular 


>klH s T1 4th p. person of ordinary skin l 


n 


(tioned earlier this after- 


Now , this 

P r eeminent person in 

m still dealing 

:he relevant art. 

But , just as I men 
<">.n « tab* about ao astronaut of ordinary ditills, «'r = 

[probably taliting about one of a very few persons. *nd I sus- 
Pect that when we select our person of ordinary skill in the 
art Involved in this case, we're talking about one of a very 
j*. ev; persons in this country. 

There are probably fewer of them than there 
|are people who draft patent claims. 

Now, the next inquiry under Graham against 
[Deere is the scope of the prior art. And in determining what 

|we mean by prior, we have to take a starting point. 

For purposes of thi «? . 

s discussion I am talcing 

.. c + flrtiM point September 26. 1 ov s< 

the star t . mu * , iy/4, on the assumption 

1q the date the invention in o,,-.*. 
that that is in suit was reduced to 

prac t ic e . 

That is not a diffi c ul+ 

* as sumption for me to 

rM-il nt • because there i o 

make tilis considerable evidence 

n rd that that was inde ed the dnt- 

or aa te of reduction to 


as 


in the rec 

practice • 


the date 


of 


Whether 1 would ui Umat 

^tely rind that to be 

Hon to practice 

redact , ar ter j hear the evi d 
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Wha t art is it Wil °‘ 
Again, it would be a m 


° ' the Cendant ls „ r course another .setter, But for p ur . 
P ° S<!S " * 1( ' motlon , I ».Ke ^pt„ be 

1974 * , 4 --»nn to practice. 

the date of reauction 

se scope we are determining 
mistake, it seems to me, 

S3y the art involved is the pinball art. 

There were no electromechanical pinball 
machines in commercial operation, at least on September 26, 

^ * And obviously the Frederiksen invention is very dif- 
ferent from any previous pinball machine that had been played 

in an arcade. 

The relevant art for our purposes is the 

microprocessor art, because that of course is the art which 

involves the problem we have identified: the noise problem. 

Now, the noise problem ^ 1 

p Dlem is perhaps exacerbated 

by the fact that we are going t „ introduce the microprocessor 
into a pinball machine. But I regard the primary focus of 
the prior art Inquiry as being that addressed t<> ^ ^ Qf 

the microprocessor and computer and computer nro 

0 programming a rt . 

To start looking a round ln 

in the pinball art 

1Q 74 for relevant pri 0r a 

prior to 1974 art „ oui d sllaply pe knocKl „ s 

tr8 „ men. “a don't want to 

down stra e time and dissipa te 

„ so to avoid that , j 

energt e > nk We should concen- 

wh at *as « oing ° n in th * mi cropro 
w .. Processor art. 

. r 1- + UAS t f ~ 


our 


trate on 


What was the scop e 
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that art as it pertain 
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to 


th< 


° bv iou sness quest i° n • 


of that art included every 


Well, the scope 

Sin £le thin 4 . the claimed invention in this 

that comprises the 

case. 

What the scope of the art did not include was 
thG pre cise combination of those elements. And therefore, 

OUr in< 3uiry into the scope of the prior art leaves us with 
° ur ba sic question, namely, was the combination involved in 
l red er iks en f s patent an obvious one. 

Now, the third inquiry under Graham against 
Deere is this: what differences were there between the prior 
art and the Prederiksen invention. 

The answer is essentially the same as the 
answer' to the last question: the difference is the combin- 
at ion . 

All or the individual elements were old. what 
the present state of the record would establish Is that the 
exact combination involved in frederlhsen was not anticl- 


pated by any pr 


ior art • 

Again we are left with + . 

he obviousness ques- 

the combination. 


tlon concerning 

Turning now from the 

Ue s tions required by 

(n .t Deere, the next lnq uir 

in y is: What is claimed 


Graham 

in the 


ag a: 

pres 


en t invention. 


In order to know 

heth « the claimed 
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ob 


u n0 w what it is that was 
v ious, we have to * 


c iatmea . 

a<s of this initial inquiry, I am 

For purposes 


*■ 

S ° ift g to fie , +hp noise prevention and noi s 

a s SUcie that all oi the 

t 


u j. ±c. o c*. a. -*■ 

^unity „ hn . +pc hniques of tne hardware/ 

•> characteristics and tecnnx 4 u 


3 0 ; 


‘twa 


re 


pres sly 


in the claims, either ex- 
°mbination are included m mu * 


°r by virtue of the means plus function language. 


wa 


the 


o e 


on 


The question then is this: on that assumption 
combination of this hardware and software obvious on 
cptenber 26, 1974, to a person of ordinary skill in the 
relevant arts, as we have defined that person and those arts. 

Let’s look again at the problem whose solatia 
was being attempted: the problem was noise. 

Dr. Schoeffler testified that all the 
software and hardware noise immunity and noise prevention 
techniques were either explicitly claimed as 
or were inherently suggestive of thos 


such techniques 
le purposes . 
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l o 


Dr. S 


Schoef fl er 


tes 


tified that every si nq i e 


° nG ° f the ^ „ aspects of this invention would 

Problem- so Ivin? a 

h 

' *’«. obvious to t person o£ ordinary skill in the „rt 

«>. P a te n t . Ho said, however, that that person of 
ord inary , klu ^ ^ >Et> havin , ,11 of those same teeh- 

“* Mea spr oaa be£ore bin, that is being fully knowledgeable 
ln the relevant art, and addressing the problem addressed by 
this Patent, would not have found this solution to be obvious 

As I understand what Dr. Schoeffler said, it 
lo that there would be a difference between looking at the 
same material in the work shop and reading it in a patent. 

I do not accept that testimony. It is to me an absurdity. 

Plaintiffs own witness, in my view, testi- 
fied to facts which if true establish the „k„.; ~ 

ibn tne obviousness of 

this combination. And, of course, he not h-imoro* • 

> ne got himself into that 

fix for a reason we are all famiii ar with ' . 

witn. i n order to 

support his positiou that »ol„ l Munlty teohnlques ^ 
indeed part of «h,t ... help, cla in , ed , ^ ^ ^ ^ ^ 

is3 provohtioh snd hols. l-.Uhit, 

of those devices found i n 

° the s P^if ications . 

Bu t having said that 

tile n had to explain 

ir noi*e- 901ving c harac tsris 

3 were so obvious 

ions of the patent, t h 

e same techniques 

wor K bench would not h 


no 

objective 


why 


if the: 


in 


the 


sp e 


cifica 


if laid on 


the 


obvious 


to 


rflon skilled in the* 

the P ers art. 


ave been equally 
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i 4 


th 


e problem that was bei 


n g 


To reiter ^ 0 

s °lved u, f fier testified that it would 

Was noise. Dr. Schoeffl er 

i e «„ oa dinq the patent that all of 

Gen obvious to anyone reading 


h av e bi 

th<as « thi„„ contained ln the specifications .nd in the P.ten, 
W<,re ao lutions to the noise ^ *“* by 


sa Y ing that these were inherent, that these characteristics 
WGre inherent in these various elements contained in the 
drawings and specifications. 

it simply surpasses my understanding as to 
how one can make that contention on the one hand and deny 
the corollary that the same information available to the same 
person in another place would have led him to the same 
conclusion. 

Now, I take it Dr. Schoef f ler ' s point is that 
having all of this information on the work bench isn f t the 
same thing as putting it together in a combination. You have 
to have Frederiksen take all these obvious noise preventing 
devices and put the her f or you i n the patent before ycj 

would understand that that's what these things are for and 

this is how they d to achieve the desired 

re s ul t • 

It seems to me that th < 

lls ignores the capa- 

, u r pe* son ° f ordinar y skin in 


biiity of o’ 


the art. And I 


so 


find 
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o 


, n „ S choeffl*r> and he was askea by 

I asked Dr. ° Y 

° ther s, „ w t his combination that operated 

Vila t was there about 

ln an V une x n „ , id anything that it was not known 

'-XpactGd wav or did 


to b e 


'cted way o: 
Ca Pable of doina?" 


was 


„ answer forthcoming. All we qot 
There was no answer 

c °nstant repetition of some rote phrases. 

If anyone in this trial could have put his 
finger on some aspect of this combination which was not 
obvious to use and which produced results in combination with 
the other elements that were unexpected. Dr. Schoeffler was 
the person who could have done that. He cannot be faulted 
on his knowledge of the relevant art. He cannot be faulted 
on his articulateness', the facility of his mind, nor upon his 
dedication to the cause of his client. Bally Manufacturing 
Company . 

If we didn't hear u • 

r °m him why this combina- 

tion is non-obvious, we can't hear it f rom anybody. I am 

satisfied of that. 

Mr. Frederiksen, whom T ^ 

found to be a much 

witness than Dr. Schoeffi P> . 

more cand , did not even attempt 

trate why his invention Was non • 

n °bvious. It was 

signed to the 


to demons 


to me that that burden Was ass i 


interesting 

and the person who pr eau 

dern ician an ab ly would be best abl 

. t was not asked to do U . 

to cat^y j aS ked Mr. Engi ehard a a* 

tr vrhom I regarded 
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Per s 


on 


the 


irt, perhaps a little WOre 


than ‘ that extent better able to 


°rdinary skill 1° 

r< iinary, and therefore to 
answer the , waS unexpected about what you 

fte question, "What was 


did? •» 

He di dn . t 


wasn’t anything unexpected. 

Me couldn’t tell me. Ther. 


quickly as he might have liked; 


the job done as 
ther did Frederiksen. 

But it is not my understanding of non- 
obviousness that the result must be instantaneous. 

Now I am going to shift gears and dron the 
assumption that all of the problem-solving aspects of the 
hardware-software combination are claimed in the patent* And 
I am going to look at the question of whether they really are 

In this connection, I assume, because there 
is no evidence to the contrary, that the program was sent 
into the Patent Office at the same time the patent anplicatioi^ 
was sent. 

1 £ina "°" h " e in ‘he patent, either in the 
claim® or i n the drawlngs or ln the specifications, where 

ude 


. ram filed with -t- v> ^ 

the specif^ 0 P atent Office was incl 

_ And I find nowhere in 

th e patent. m the patent where it is 

in 


indie 


ated 


the specific 


program 


in the patent. 


it is s 


in the patent itself s 

' in column 3, line 24, 

the small memorv e. he 

tated Astern of the game can 


"re a 


any 


j to * conventional s p t ne 

ld a P* ed s °f tware control 


... ~ r 


eSP 


o n se 
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In the ori<? in 


a l file history there i s a 


a rat 


he 

and 


by f/j* • Predefine 11 


dated February 12, 1977, whe . 


static is proarammed in a well-knowi 

Stes that: "The processor is P - 


‘tandi 


ar d procedure*" 

No*, this evidence indicates to me that there 

”** Nothing be!,,, claiMd about this computer propram which 

was unusual . ■. n^vnpeted, or unobvious. 

us ual , unconventional , unexpecu^u. 

It is simply not consistent with the state- 
I 1 ve referred to to suppose that there was anythincf 
about the program that the inventor intended to claim as part 
of his invention. 


Indeed, the game would be run by a micro- 
p rocessor and it was necessary to have a computer program 


in the machine or it wouldn't work. it would also be 
necessary to plug the machine into the wall. 


ance 
than there 
the wall- 


I'm not sure that there is any more import- 

in this patent assigned to the specifics of the program 
i5 M the necessity of plu „ ing ^ ^ 


Both of them are obvionci 

usly essential to make 


wor^ 


the <3 arne 

Now, obviously y o u ne , 

a specific program 

a me worfc l n the tanner t-h ^ 

9 arn that Prederikien intended 


to 




the 


But 


the 


po 1 


int 


he didn't claim that 

1 * specific program. 


f „d I'm at that co „ clu6ion ava „ 
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tho 


Ugh t . . . fi ie the program and that the 

c °ncede that he di» 

pa te nt 


a program. 

mak e s i t clear that you nee 


The point agai 


• n is that nothing specific i s 


c laim ed i h program. 

ln the patent about the i 

„ nt an adequate answer to say 
It is, to me, not 


that the p=h- .j and procedure in those days 

Patent office practice ana 

did not require that a program be printed. 

It wouldn't have had to be printed. It could 

have been made clear in the claims that the specific proaram 

on file with the Patent Office was a part of those claims. 

The failure to make that clear, or in fact 


even to suggest that possibility, is, to roe, absolutely 


incompatible with the - present claim that the specific program 


is part of the claims. 

I am of course rejecting the testimony of 


Dr . Schoeffler. I do so with complete comfort. I found him 
to be a biased and partisan witness. 

By the time he left- 

he stand his objectivity 


was 


- came as the objectivity, ~ 

about the y one would expect to 


Tifeiong employee of the Baliv M 

Manufacturing Comp 

_ vo hnl (tpr j < 


an 


find i n 

. shareholder of the n , 

or the ally Manufacturing 

Coxa * presumably the benefit 

that one gets by 

de mic as an expert w itness ^ ^ ac . ade m 


art 


IlirtS 

ti* ls 


aca< 


ca 

lend c 


creden 


r edibiiity to the 

es timony of the wi 


itn 
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vj 


^ I 


was 

was 

sore 


• „ pe d they did initially. This „ an 
And, indee Q 

ppe ar as a witness m this case 
qualified to a P p 

^ fhp help I needed ever so 
qualified to give me the h P 

ly to reaoV pr conclusion in this ™ 

te ach the proper cui* 


em ine 
emi n 


ment . 


case . 

cue pru^c* — 

j. hnw he perceived hi 

But that is not how n<, t 


s assign 


cl ai 


• — ones ti on of what is 

Now, returning to tne 

lmed and whether what is claimed is obvious, we now have 
claims which cover totally conventional hardware and an 
unspecified but admittedly conventional computer program. 

The combination of those elements and the 
result produced by that combination would, in my view, have 
been obvious to a person skilled in the relevant arts, a 
person- of ordinary skill in the relevant arts. 

I turn to the secondary considerations, 
first the commercial success of the Bally games. 

At this stage of the tri=i t 

tria l 1 am unable to 

conclude that the succe.s of the B, Uy 


in major P«* ^ th. Frederic* patent _ 

I think it’s rea 


games is attributable 


some p a - ~ pai-eHu, 

. „ totally problemmati c K 

what P«‘' 18 as [)t _ Katz 

. „ r esp° nse t0 a ques tio n i n . 

indicated 1° c losing argument, th 

•at games use the arrant 

. c omtn erCl gerie nt contained in the 

h.rdt pa tent * 

rngl eha 

Bracha-Eng 


rt of the success is attributabi 


s °nabl» 

xe to conclude that 


e to the patent, but 
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son who was caught red-handed 


Ctern is a P e * 

" Pyln « s »meboay ei^e's petered he thre ” ln 

t0 " el - ‘3 well be „ leht have. Anything he was earning ... a 
“indrau . , of+er paying royalties was money 

1 thl„ k he'd nave difficulty »* nl S ht »»«• 

So th e fact that he didn't fight Bally and instead neae his 
PeSoe with them ,„ a , therefore, cried all the way to tne hank 
about tne royalties he was paying, does not to se de.onstrete 
the non-obviousness of the Bally patent. And that is not- 
witnstanding the fact that he had a patent lawyer's advice. 
*hat advice nay very well have been predicated in part upon 
the rather indefensible position that Stern found himself in 
due to his so-called reverse engineering of the ttally 
machine . 

The third item would he the failure by others. 
At this stage- of the trial, I adopt plaintiff's view of that 

situation. be told, but I do not 

assume anything about the merits oi what I haven't heard; 
rather, for Purposes of the motion, I assume that the Qther 


machines 


plaintiff c 


had failed to solve the p ro p lem t<> 
lai nis they did fail, 


the extent that 


ThiSy i think, ij 


ain tif f t s strongest evi- 


dence 


_ j n t in the trial, tu 

at thi s P ere i s no doubt that 


failure 


by 


ac evidence of 

other* lS n °"-°bvioc s „ e „. H 


ow 


pe rs 


u es 


ive 


it 


evidence of n 

is as e n °n-obv^ uP on 

v lousness depe ncis 
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Of 


. . s tsnoM in <•» = 0Rse - 
^ e cts and cir cli ' il 

• . » » AO f o f 


and ci** CUii ‘ 

.^stances is the length of 

One of those cw 

time th» And while I haven't tried 

the efforts have been made. 

Iaat ^ pat ent „ strike me that in this case, the 

eat cases, it does 

trial r,--.., ^ . „„ a nv I have encountered. 

peri °d is about as short as any 

This isn't a case where people have been 

laboring e . way fQr decades or for years even one full-time 

oasis in crash programs trying to solve insoluble or appar- 
ariuly insoluble problems. 

It appears to me that on the basis Oj. plain- 
tiff’s evidence, there was a lot of activity going on that 
was parallel to plaintiff's in substantial part, and that the 
failures that were being experienced were by no means indica- 
tions that these people were pursuing the wrong route. It 
takes a long time to get the bugs out of one of these things. 
We know that in Frederiksen's own 


case. We know it in Engle- 
hardt's case. Alter he reduced his machine to practice, he 

said ha continual dah» B 6 l„« it. 
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, , gome evidence of fai lur 
so. While 10 

J y othev., c o showing of a hopeless 

5 *-4 isn't by any mean 

Situ " 


at ion 1 frustration on the part of 

l ° a °r a showing of total t™ s 

ali °f th* . . j to solve the problem, 

- °thers who attempted 

vriment about the long-standing 
There is an argu • 

'cognition of a need, I suppose that's related to the failure 
t>y ° thera , but again, perceived need was not all that long- 
standing. i raean the microprocessor became available in V : u 
a nd here w 


e are talking about 1974, 1975- So this can hardly 
be regarded a 


s a case in which people have been standing 
around for years wringing their hands over the unmet need for 
this device. 


Another aspect of that situation is that 
everyone was doing quite well with the elec tromechanical 
machines. The incentive to convert 


over wasn’t the greatest 

incentive I have ever heard evidence about. The electro- 
mechanical machines were selling well. B ali y and all the 
other manufacturers were doing well with them. 

This is not to say that there & ^ 

^th the electronic, machine r 

to be fif st wi ’ 1 am not minimizing 

but I don't regard tM „ 

.net incentive, ^u t hls as a strong case of 

th , „ unmet need. 

..standing, 

a 1006 Another argument is thfi 

x there was widespread 

industry about the „ 

tsm in th P ° Ss lbility of wedding 

scepti ‘ or to a pinball ma C hi ne e I J 
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a „lcrorr»« 66 ' 


1 find 


no 
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ens 


to me that the weight of 


he 
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^ e 


he rather mGP&er aild unsa tisfactory secondary evidence cannot 
escue this patent. 

1 know there are cases which have said that 
nn invalid patent cannot be made valid by commercial success. 

s if I were to 


In short, the 


secondary coi 


thing that would 
entirely feasible. 

isiderations do not 


!lp the Plaintiff, m the absence of evidence that fro, a 


chnoio Eical standpoint , this combination was non-obvious. 


!^nd 1 would be running contrary to those case; 
hold that whatever commercial success there may be that could 
be attributed to the Irederiksen patent makes that patent 

non-obvious . 

■ IBe " eXt S “ , ’ j ' Sct 1 «°W4 Ilk. to address is 

|the reissue proceeding. I find no help ^ ^ _ 


‘ ~ “ O * 

_, c none of the Questions thnt t 

It answers non that I would havg hoped tQ 

answered . 


have 


Professor Kayton's tp c+ 4 

imony concerning the 

— o c fi f r\ \- 


* wvuv. cniin g me 

oceedings was of no help tQ ^ 

• lo the extent that 

,/srl 1 r Q i m 4 


Reissue P r extent 

if credited, might „ 

sis testi»°»y> be sa la to ^ 

this patent, I reject that 
valid&tihS es iirnony. I found him 

Q nrdinarily biased a n i . 

to be eXtr Part isa n witness. ^en 


[ had not be 


ard that he has been 


IJ 


s °rn e $200 , 000 for his 



J«U!h 


, th ,« 1 "° uld havo co '■»«« 
c to Bally in thi 

him. 


sort 


. „ me a minor tragedy of some 
But it seems t 1 

S ° rt that t, , mlnent university faculties have 

two members of emine 

Seen fit tn 1 nf their university and their 

to lend the name of tnex 

academic nf nrivate profit, as 

emlc credentials to the pursuit ot pr^ c i 

" S been done in this case, 

I don't expect experts to come in and testify 
for nothing, and there certainly is nothing wrong with the 
qualified expert testifying at the behest of one party or 
the other to a lawsuit and being paid reasonable compensa- 
tion in return for that testimony, or any other assistance 
he may render. 
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Beth 


a,.™,. i" cffeCt “ Very hiehlj 
But to become 

^ * it seems to me, is an ait 0 - 
ies, 


of one of the part 


er <u ff 


er ent matter. 

±. n th e reissue proceedings them- 
Now, turning to me 

^ 1VeS > I concI ude without any doubt whatsoever that the 
eXaalner di d not consider this specific computer program 
be S par t of the patent being issued and reissued. 

All of the emphasis on noise immunity and 
n ° ise prev ention and the unique hardware-software combination 
1S som cthing new in this trial. It was not argued to the 
examiner and, while you can, by poring through the file 
histoiy , find references to noise, to regard those as any- 
thing remotely resembling the emphasis that has been put on 
noise 'in this trial would be to be utterly misguided. 

The plaintiff has SOught ln thig ^ 

demonstrate the non-obviousness of this patent by recourse 
to a theory that was rot pre 5 « ntea to the patent examiner. 
This unique cognation or anl ^ 

not argued or -P— 1 ” 4 to the e*a„ lner ^ ^ j ^ ^ 


looks 
all • 


in 


vft 


in for any indication that p t 

jt is simply in concei Vabl 


was Presented at 


that if Dr. 

.. c orreot •»«»» the „ nl 

fieT* 1 combination of 

loeI being the + 

, software patentee * 

aY .p and 5 invention, that 

rdv** re be reference to that 

w oui d n ° Uni combination in 


re 





th e 




f U« 


hl story. 


d this trial I presumed th< 

When we stai e 


-ent 


w ith 


111 I c u ri u ~ 

. _ + nresumptioti does not remain 

bG valid. But that p 


trial rema -ins wi 
?rovG s hi3 


,i n t of reason. 

Plaintiff beyond the P oil 

Hnn 0 f innocence in a criminal 

The presumption 


. nniv until the evidence 
ns with the defendant only 

guilt beyond a reasonable doubt. 


The presumption of validity in this case 
s l>2eri wholly dissipated by the evidence which has been 
resented during the plaintiff's case. 


plaintiff's case. 


Whatever vitality the re-issue proceeding 
ouid inject into the presumption of validity is wholly 
issipated by my finding that the examiner simply did not 
nderstand this case to be the case that the plaintiff has 
resented in this courtroom. 


1 a s ree with de £ „ dants that tfte fll , hlstory 
d icates the «<,.««, the mention ^ 

3 development of . ele.troni. plnbttU gaM _ „ e 

s undoubtedly a,.. re that there ..re nol3e ^ 

, to »e =v=«“ e ° rd " f ° r “* ««e to „o«. 


M was not *«« ““ «rr, y 

tecnni<3 ues now cla imed by D 

software p 


tpchniq 11 ” '- xaj -aed 

ftware t J Plaintiff to be a part 

Nor was he a W ar P + u 

c invents * ha t plaintiff was 

tra vagant claim that anv 

the eX y Sof tvjare techniques 

b red uce or prevent noi 

w orKed t e were being clai® ed ■ 
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1 


H ., ce clear!./ and convincingly 

.ne evidence 


tabu - ne eviac 

‘ es ttait t*. mention of FreaeriKson .nd Muttu, 

^ t * • 


ne tiine 1 assume it was reduced to practice on September 

l971i ' obvious S3 b whole to a person of ordinary sun | 

“ th * rel 

devaiit arts. 

In short, I hold that the combination cl«i ed 

the na + 

cent and the result of that combination were obvious. . 

It ^ 

combination of old elements which 
yielded p-o^a i 

& a unsurprising results. The combination did 
exactly what 4 + 

J - w ^ould have been expected to do by a person 

i j 


° f ord inary shill in the art 


The microprocessor era opened up a wide range 


of possibilities. I have no idea who invented the micro- 


processor or who very deservedly became wealthy as a result 


of that invention. 


That, in my view, is the person who should 

be taking bows in this case, because an th . , 

that ^ involved i, 

this case is relatively routine ap plica 

n of the micro- 


ih is case 


processor art 
pinball game. 


rt i n combination with the obvi 


-cro- 


eeds of a 


23 


24 
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Now, I turn to the second general sub, ject 


Of 


thi s 

S Pat, 


8 

1 


(U; 


my *\*u 

J and that Is the question of whether the clai ms of 

Cfl f 

st . are Invalid under Section 112 for failure to 

lnct ly C1 

t 0 aim the Invention and for failure sufficiently 

esc rib e th 

he Invention. 

obv _. The answer to that question should by now be 

lawyer of ordinary skill in the art. The 

software ls n , 

be ° distinctly claimed. The softwear is said to 

eSSentla 1 Part of the invention. Nowhere in the patent 

6 SOftWa ^ — *0 t. part of the invention, let 
alone is any specific software claimed. 

On Dr. Schoef f ler ' s own testimony, this 

patent failed to distinctly claim, shall 

we say, one-half of 

the invention- If we say the soft 

wa re i s 0 ne-half of it and 

the hardware is the other half 

t0 make an arb itrary 
division, there has been a faii Ure . y 

t0 distinctly claim « 

half of the invention. Cla ^ one- 

By the same token th 

to describe P-* - - * f *“"» 

One cannot even 

ad thi: 


that the 


so 


ftware is claimed, let ' P3tent anb tell 

ne Can 


re is claimed. You 

c a 


4- qOftW 3 

fell what 

!r acts with the ha rdware< 


or 


how 


it 


inte: 


Can 0ne read it and 

not tell what it is 


the 


in 


ven 


tion 


, according to the pi*^^ 


■^nd the essence of 


that very 


inte 


racti^- 



8 -? 


8 - 1-2 


v a r 


■i C>Us 


h® rdw 


^ 3 (J 

f t his invention is not the 

The essence 0 

f rre d to specifically in the 

are that i s re 

, _ re that is so painstakingly 


5 0r indeed the hardware 

ln the ara „ lngs . The essence of the Invention, 

BS 1 “"'ihrstanl the testimony of Dr. Schoeffler, Is the 
int eraction of that hardware with something whose descrip- 
tlon an d whose very existence is ignored in the claims and 
by the P a tent as a whole. 

In this connection I would note that the 
patent claims as construed by Dr. Schoeffler are simply too 
broad; because he was unable to specify what there was about 
this invention that was patentable, he was forced into the 
position of saying that anything that met- what he said was 
the intent of the patent was covered by the claims 

His testimony reminded me a little bit of 

the play that is sometimes ca Ue d by the quarterback on the 
last play of the game when his team lg ^ g 

down; you throw what in some quarters is known ^ g ^ ^ 
and there are three thin,. 

Mary pa SS an lhlnes ‘hat can happen . 

It can drop Into th. ana zone, u „ c . ueht ^ ^ - 

„ pe cauent ay «"• ° r “Peonents, , d y ’ ° r “ 

08 od . but the third D * n neither of those! 

lts is good, ou ird Po Sslb 

resu _ no i r- ne . y is that the ball / 


results 
will b e 


you 


lUgbt 


by a pair of f rl 


®ndiy 


band 


game 


s j in which case 


And it seems to 


tha t 


the claim in this 
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ca 




o r 


Part 


Of 


Y ° b t h 

it. 


in this trial, that any software that wo rks u 

similar to a Hail Mary pass. 


the Patent, is very 
r °" up and hope that some friendly hand win e, tch 


invalid 


Because it is not possible to infringe an 
Patent, we need not reach the question of infringe- 

me nt i n 

this trial. 

On the question of whether Rockwell is guilty 
contributory infringement, the motion of the defendant 
f ° r 8 Rule ^i( b ) judgment is denied. That infringement 
issue, like the other infringement issues, would require 
further evidence. 

However, defendants "motions ba8ea upon 

nonobviousness - excuse me - baB6a uppn ^ 

the patent in suit and upon failure 

to comply with Section 
112 are allowed. Judgment is entered < „ 

° ln favor of the 

d efendants . 

Is there anything Pl 

158 « sh „uld address at 


this time 


j am q ueS 

i ted in 


interes 


MR. GOLDENBERG; „ 

at this + 4 

tioning whether we sho ul(3 _ me J Y ° Ur Honor. 

Would 

having a rather almpl he Court b e 


something- 


Why 


don 


t y° u 


oi 1 findings or 

THE COURT: i th lnk 

have «b.t I have „ la ^ b8 ■ z°°* W ‘) 

inscribed and attach 



oZv>0 


Hon 


or 


3 


MR. G0LDENBE* G: 
f ° r Your attention. 

^hereupon an adjournment 


Thank Y oU 


was 


taken 


very much, your 


herein at 7:00 p 


from 


1 Ce rtif y that the foregoing is 
the record, of proceedings in the 


a correct transcript 
above -ent it le d matter 
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n 


to 


irepa re, a judgment order 


9n °rde r that you mig ht P 
that „ an include in the judgment 

y °'* « C h t prepare, aH 

°rd e >. " is consistent with 

a "«hl„ g that occu rs to you that 

“ hat 1 -« s ala « M ch it appropriate part of the 

0raer - AM, of course, I .111 »aar from the plaintiff 
as to th 

ne form of the order. 

MR. GOLDENBERG: All right, your Honor. 

Your Honor, and I understand we won J t be 
tomorrow and you are going to be away next week. May 
we have -- and we are all a bit fatigued, -- 

THE COURT: Yes, there is no hurry as far as 

I am concerned. 

MR. GOLDENBERG: Mav u 

May w e have a bit of time 

to do ’that? 

THE COURT: Surely x 

y> In fact, if 

T won't even set a time. You Can ’ you'd like 

Come in any 

MB. GOLDENBERG- 8 y°U Wan 


long 


not entered 


~ any 

MB. GOLDENBERG- TT 

' " e «on. t let , 

MR. TONE: I take 

t then th 

nf todav. hut . . c he 


it re st too 


as of today, but wlu ^ 


^ ud gment i s 

ent er ed __ 


mi sS 


THE COURT: x wi 

Snte r 3i . 

io n of a for^> Wrltte » as 0 f the Sub _ 

MB- T0NE: Ve rY w ell 


T £ he COURT : All r 


l eh t> 


MR. LYNCH: Thank ,, 

y °U, 


V0Ur Hono : 




